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Consideration of non-infringing alternatives may be informative in

determining financial damages associated with patent lawsuits under

both a reasonable royalty analysis and a lost profits analysis. However,

the following case law examples suggest that non-infringing alternatives

serve a different role when considered under a royalty analysis compared

to consideration under a lost profits analysis.

In the U.S. District Court for the Eastern District of Texas, in the matter of

Joe Andrew Salazar v. HTC Corporation, Joe Andrew Salazar accused

HTC Corporation (“HTC”) of infringing his patent relating to two-way

communication through HTC’s manufacture and sale of various

smartphone models.  Mr. Salazar sought to exclude the expert testimony

of HTC’s damages expert, who opined to damages under a reasonable

royalty analysis. Mr. Salazar argued that HTC’s proposed non-infringing

alternatives were not “acceptable” as the alternatives did not provide

some of the advantages of the claimed limitations, and, as such, HTC’s

damages expert’s opinions concerning these alternatives should be

excluded. HTC countered that a non-infringing alternative did not need

to have the patented feature to be considered “acceptable”.

The court denied Mr. Salazar’s motion, citing to two distinct failures.

First, the court denied Plaintiff’s motion noting that the opinion of HTC’s

damages expert did not relate to a lost profits analysis, explaining that

the concept of an “acceptable non-infringing alternative” was a criterion

to recover lost profits under a Panduit analysis.  In a reasonable royalty

analysis, the courts consider the next-best available alternative, which

TA G S

AI Artificial Intelligence Assets Bankruptcy ChiWIP

Copyright Damages Data Economic Damages Expert

Testimony Financial Damages Financial Forensics

Greg Campanella Infringement Innovation Intangible

assets Intellectual Property

Investment IP IP Management IP Strategy James E.

Malackowski LES LESI Licensing Litigation

Market Molly Keelan Monetization Noor Al-Banna Ocean

Tomo 300 Patent Index OTPAT Patent Patents

R&D software Technology Trademark Trademarks

Trade Secrets Transactions USPTO Valuation

Value WIPO

R E C E N T  P O S T S

Increasing Exit Multiples: IP and AI

Asset Management in M&A

Transactions

The Role that Intellectual Property,

Artificial Intelligence, and Public

Perception Play in Mitigating

Concerns of Investors in the Nuclear

Space

IP License Strategy & Optimization –

The Practical Crash Course

Ocean Tomo, a Part of J.S. Held

Experts Recognized Among World’s

Leading Intellectual Property

Strategists

AI as Intellectual Property: A

Strategic Framework for the Legal

Profession

A U T H O R S

Molly Keelan

James Malackowski

H O M E A B O U T  S E R V I C E S  C L I E N T S  T E A M E N G A G E M E N T S M E D I A I N S I G H T S C A R E E R S 

C O N T A C T

1

2

3



Manage consent

Case Law on the Role of Non-Infringing Alternatives Under a Reasona... https://oceantomo.com/insights/role-of-non-infringing-alternatives-unde...

1 of 5 11/29/2025, 5:13 PM

https://oceantomo.com/insights/role-of-non-infringing-alternatives-under-a-reasonable-royalty-analysis-versus-a-lost-profits-analysis/
https://oceantomo.com/insights/role-of-non-infringing-alternatives-under-a-reasonable-royalty-analysis-versus-a-lost-profits-analysis/
https://oceantomo.com/ja/
https://oceantomo.com/ja/
https://oceantomo.com/ko/
https://oceantomo.com/ko/
https://oceantomo.com/zh-hant/
https://oceantomo.com/zh-hant/
https://oceantomo.com/
https://oceantomo.com/insights/author/joannejohnson/
https://oceantomo.com/insights/author/joannejohnson/
https://oceantomo.com/insights/author/sarahzhu/
https://oceantomo.com/insights/author/sarahzhu/
https://oceantomo.com/insights/author/sherryzhang/
https://oceantomo.com/insights/author/sherryzhang/
https://oceantomo.com/insights/category/ocean-tomo/
https://oceantomo.com/insights/category/ocean-tomo/
https://oceantomo.com/insights/category/ocean-tomo-expert-testimony/
https://oceantomo.com/insights/category/ocean-tomo-expert-testimony/
https://oceantomo.com/insights/category/ocean-tomo-financial-damages/
https://oceantomo.com/insights/category/ocean-tomo-financial-damages/
https://oceantomo.com/insights/category/ocean-tomo-financial-damages/
https://oceantomo.com/insights/category/ocean-tomo-financial-damages/
https://oceantomo.com/insights/category/ocean-tomo-financial-expert/
https://oceantomo.com/insights/category/ocean-tomo-financial-expert/
https://oceantomo.com/insights/category/ocean-tomo-insights/
https://oceantomo.com/insights/category/ocean-tomo-insights/
https://oceantomo.com/insights/category/ocean-tomo-intellectual-property-disputes/
https://oceantomo.com/insights/category/ocean-tomo-intellectual-property-disputes/
https://oceantomo.com/insights/category/ocean-tomo-intellectual-property-disputes/
https://oceantomo.com/insights/category/ocean-tomo-intellectual-property-disputes/
https://oceantomo.com/insights/category/ocean-tomo-team/
https://oceantomo.com/insights/category/ocean-tomo-team/
https://oceantomo.com/insights/tag/case-law/
https://oceantomo.com/insights/tag/case-law/
https://oceantomo.com/insights/tag/damages-expert/
https://oceantomo.com/insights/tag/damages-expert/
https://oceantomo.com/insights/tag/financial-damages/
https://oceantomo.com/insights/tag/financial-damages/
https://oceantomo.com/insights/tag/intellectual-property/
https://oceantomo.com/insights/tag/intellectual-property/
https://oceantomo.com/insights/tag/ip/
https://oceantomo.com/insights/tag/ip/
https://oceantomo.com/insights/tag/joanne-johnson/
https://oceantomo.com/insights/tag/joanne-johnson/
https://oceantomo.com/insights/tag/lost-profits/
https://oceantomo.com/insights/tag/lost-profits/
https://oceantomo.com/insights/tag/non-infringing-alternatives/
https://oceantomo.com/insights/tag/non-infringing-alternatives/
https://oceantomo.com/insights/tag/panduit/
https://oceantomo.com/insights/tag/panduit/
https://oceantomo.com/insights/tag/reasonable-royalty/
https://oceantomo.com/insights/tag/reasonable-royalty/
https://oceantomo.com/insights/tag/reasonable-royalty/
https://oceantomo.com/insights/tag/reasonable-royalty/
https://oceantomo.com/insights/tag/reasonable-royalty-analysis/
https://oceantomo.com/insights/tag/reasonable-royalty-analysis/
https://oceantomo.com/insights/tag/sarah-zhu/
https://oceantomo.com/insights/tag/sarah-zhu/
https://oceantomo.com/insights/tag/sherry-zhang/
https://oceantomo.com/insights/tag/sherry-zhang/
https://oceantomo.com/services/financial-damages/
https://oceantomo.com/services/financial-damages/
https://oceantomo.com/insights/tag/ai/
https://oceantomo.com/insights/tag/ai/
https://oceantomo.com/insights/tag/artificial-intelligence/
https://oceantomo.com/insights/tag/artificial-intelligence/
https://oceantomo.com/insights/tag/assets/
https://oceantomo.com/insights/tag/assets/
https://oceantomo.com/insights/tag/bankruptcy/
https://oceantomo.com/insights/tag/bankruptcy/
https://oceantomo.com/insights/tag/chiwip/
https://oceantomo.com/insights/tag/chiwip/
https://oceantomo.com/insights/tag/copyright/
https://oceantomo.com/insights/tag/copyright/
https://oceantomo.com/insights/tag/damages/
https://oceantomo.com/insights/tag/damages/
https://oceantomo.com/insights/tag/data/
https://oceantomo.com/insights/tag/data/
https://oceantomo.com/insights/tag/economic-damages/
https://oceantomo.com/insights/tag/economic-damages/
https://oceantomo.com/insights/tag/expert-testimony/
https://oceantomo.com/insights/tag/expert-testimony/
https://oceantomo.com/insights/tag/expert-testimony/
https://oceantomo.com/insights/tag/expert-testimony/
https://oceantomo.com/insights/tag/financial-damages/
https://oceantomo.com/insights/tag/financial-damages/
https://oceantomo.com/insights/tag/financial-forensics/
https://oceantomo.com/insights/tag/financial-forensics/
https://oceantomo.com/insights/tag/greg-campanella/
https://oceantomo.com/insights/tag/greg-campanella/
https://oceantomo.com/insights/tag/infringement/
https://oceantomo.com/insights/tag/infringement/
https://oceantomo.com/insights/tag/innovation/
https://oceantomo.com/insights/tag/innovation/
https://oceantomo.com/insights/tag/intangible-assets/
https://oceantomo.com/insights/tag/intangible-assets/
https://oceantomo.com/insights/tag/intangible-assets/
https://oceantomo.com/insights/tag/intangible-assets/
https://oceantomo.com/insights/tag/intellectual-property/
https://oceantomo.com/insights/tag/intellectual-property/
https://oceantomo.com/insights/tag/investment/
https://oceantomo.com/insights/tag/investment/
https://oceantomo.com/insights/tag/ip/
https://oceantomo.com/insights/tag/ip/
https://oceantomo.com/insights/tag/ip-management/
https://oceantomo.com/insights/tag/ip-management/
https://oceantomo.com/insights/tag/ip-strategy/
https://oceantomo.com/insights/tag/ip-strategy/
https://oceantomo.com/insights/tag/james-e-malackowski/
https://oceantomo.com/insights/tag/james-e-malackowski/
https://oceantomo.com/insights/tag/james-e-malackowski/
https://oceantomo.com/insights/tag/james-e-malackowski/
https://oceantomo.com/insights/tag/les/
https://oceantomo.com/insights/tag/les/
https://oceantomo.com/insights/tag/lesi/
https://oceantomo.com/insights/tag/lesi/
https://oceantomo.com/insights/tag/licensing/
https://oceantomo.com/insights/tag/licensing/
https://oceantomo.com/insights/tag/litigation/
https://oceantomo.com/insights/tag/litigation/
https://oceantomo.com/insights/tag/market/
https://oceantomo.com/insights/tag/market/
https://oceantomo.com/insights/tag/molly-keelan/
https://oceantomo.com/insights/tag/molly-keelan/
https://oceantomo.com/insights/tag/monetization/
https://oceantomo.com/insights/tag/monetization/
https://oceantomo.com/insights/tag/noor-al-banna/
https://oceantomo.com/insights/tag/noor-al-banna/
https://oceantomo.com/insights/tag/ocean-tomo-300-patent-index/
https://oceantomo.com/insights/tag/ocean-tomo-300-patent-index/
https://oceantomo.com/insights/tag/ocean-tomo-300-patent-index/
https://oceantomo.com/insights/tag/ocean-tomo-300-patent-index/
https://oceantomo.com/insights/tag/otpat/
https://oceantomo.com/insights/tag/otpat/
https://oceantomo.com/insights/tag/patent/
https://oceantomo.com/insights/tag/patent/
https://oceantomo.com/insights/tag/patents/
https://oceantomo.com/insights/tag/patents/
https://oceantomo.com/insights/tag/rd/
https://oceantomo.com/insights/tag/rd/
https://oceantomo.com/insights/tag/software/
https://oceantomo.com/insights/tag/software/
https://oceantomo.com/insights/tag/technology/
https://oceantomo.com/insights/tag/technology/
https://oceantomo.com/insights/tag/trademark/
https://oceantomo.com/insights/tag/trademark/
https://oceantomo.com/insights/tag/trademarks/
https://oceantomo.com/insights/tag/trademarks/
https://oceantomo.com/insights/tag/trade-secrets/
https://oceantomo.com/insights/tag/trade-secrets/
https://oceantomo.com/insights/tag/transactions/
https://oceantomo.com/insights/tag/transactions/
https://oceantomo.com/insights/tag/uspto/
https://oceantomo.com/insights/tag/uspto/
https://oceantomo.com/insights/tag/valuation/
https://oceantomo.com/insights/tag/valuation/
https://oceantomo.com/insights/tag/value/
https://oceantomo.com/insights/tag/value/
https://oceantomo.com/insights/tag/wipo/
https://oceantomo.com/insights/tag/wipo/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/increasing-exit-multiples-ip-and-ai-asset-management-in-ma-transactions/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/the-role-that-intellectual-property-artificial-intelligence-and-public-perception-play-in-mitigating-concerns-of-investors-in-the-nuclear-space/
https://oceantomo.com/insights/ip-license-strategy-optimization-the-practical-crash-course/
https://oceantomo.com/insights/ip-license-strategy-optimization-the-practical-crash-course/
https://oceantomo.com/insights/ip-license-strategy-optimization-the-practical-crash-course/
https://oceantomo.com/insights/ip-license-strategy-optimization-the-practical-crash-course/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ocean-tomo-a-part-of-j-s-held-experts-recognized-among-worlds-leading-intellectual-property-strategists/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/ai-as-intellectual-property-a-strategic-framework-for-the-legal-profession/
https://oceantomo.com/insights/author/molly-keelan/
https://oceantomo.com/insights/author/molly-keelan/
https://oceantomo.com/insights/author/james-malackowski/
https://oceantomo.com/insights/author/james-malackowski/
https://oceantomo.com/
https://oceantomo.com/
https://oceantomo.com/about/
https://oceantomo.com/about/
https://oceantomo.com/about/
https://oceantomo.com/about/
https://oceantomo.com/services/
https://oceantomo.com/services/
https://oceantomo.com/services/
https://oceantomo.com/services/
https://oceantomo.com/clients/
https://oceantomo.com/clients/
https://oceantomo.com/clients/
https://oceantomo.com/clients/
https://oceantomo.com/team/
https://oceantomo.com/team/
https://oceantomo.com/featured-engagements/
https://oceantomo.com/featured-engagements/
https://oceantomo.com/media-center/
https://oceantomo.com/media-center/
https://oceantomo.com/insights/
https://oceantomo.com/insights/
https://oceantomo.com/careers/
https://oceantomo.com/careers/
https://oceantomo.com/careers/
https://oceantomo.com/careers/
https://oceantomo.com/contact/
https://oceantomo.com/contact/
https://oceantomo.com/about/companies-and-affiliates/
https://oceantomo.com/about/companies-and-affiliates/
https://oceantomo.com/about/history-of-firsts/
https://oceantomo.com/about/history-of-firsts/
https://oceantomo.com/about/diversity/
https://oceantomo.com/about/diversity/
https://oceantomo.com/about/industries/
https://oceantomo.com/about/industries/
https://oceantomo.com/intangible-asset-market-value-study/
https://oceantomo.com/intangible-asset-market-value-study/
https://oceantomo.com/about/ocean-tomo-brand/
https://oceantomo.com/about/ocean-tomo-brand/
https://oceantomo.com/about/ocean-tomo-china/
https://oceantomo.com/about/ocean-tomo-china/
https://oceantomo.com/about/ocean-tomo-outside/
https://oceantomo.com/about/ocean-tomo-outside/
https://oceantomo.com/careers/joining-ocean-tomo/
https://oceantomo.com/careers/joining-ocean-tomo/
https://oceantomo.com/careers/campus-recruitment/
https://oceantomo.com/careers/campus-recruitment/
https://oceantomo.com/careers/current-opportunities/
https://oceantomo.com/careers/current-opportunities/
https://oceantomo.com/about/diversity/
https://oceantomo.com/about/diversity/
https://oceantomo.com/services/antitrust-litigation/
https://oceantomo.com/services/antitrust-litigation/
https://oceantomo.com/services/expert-testimony/
https://oceantomo.com/services/expert-testimony/
https://oceantomo.com/services/financial-damages/
https://oceantomo.com/services/financial-damages/
https://oceantomo.com/services/hatch-waxman-disputes/
https://oceantomo.com/services/hatch-waxman-disputes/
https://oceantomo.com/services/expert-testimony-international-trade-commission/
https://oceantomo.com/services/expert-testimony-international-trade-commission/
https://oceantomo.com/services/intellectual-property-disputes/
https://oceantomo.com/services/intellectual-property-disputes/
https://oceantomo.com/services/pharmaceutical-antitrust-consulting/
https://oceantomo.com/services/pharmaceutical-antitrust-consulting/
https://oceantomo.com/services/debt-equity-intellectual-property-valuation/
https://oceantomo.com/services/debt-equity-intellectual-property-valuation/
https://oceantomo.com/services/ip-department-operations/
https://oceantomo.com/services/ip-department-operations/
https://oceantomo.com/services/ip-strategy/
https://oceantomo.com/services/ip-strategy/
https://oceantomo.com/services/risk-management/
https://oceantomo.com/services/risk-management/
https://oceantomo.com/services/royalty-license-compliance/
https://oceantomo.com/services/royalty-license-compliance/
https://oceantomo.com/services/trade-secret-management/
https://oceantomo.com/services/trade-secret-management/
https://oceantomo.com/services/valuation-in-bankruptcy/
https://oceantomo.com/services/valuation-in-bankruptcy/
https://oceantomo.com/services/business-enterprise-valuation/
https://oceantomo.com/services/business-enterprise-valuation/
https://oceantomo.com/services/intellectual-property-valuation/
https://oceantomo.com/services/intellectual-property-valuation/
https://oceantomo.com/services/intellectual-property-transaction-valuation/
https://oceantomo.com/services/intellectual-property-transaction-valuation/
https://oceantomo.com/services/litigation-dispute-valuation/
https://oceantomo.com/services/litigation-dispute-valuation/
https://oceantomo.com/services/valuation-merger-acquisition/
https://oceantomo.com/services/valuation-merger-acquisition/
https://oceantomo.com/services/patent-valuation/
https://oceantomo.com/services/patent-valuation/
https://oceantomo.com/services/venture-development/
https://oceantomo.com/services/venture-development/
https://oceantomo.com/services/intellectual-property-acquisitions/
https://oceantomo.com/services/intellectual-property-acquisitions/
https://oceantomo.com/services/intellectual-property-auctions/
https://oceantomo.com/services/intellectual-property-auctions/
https://oceantomo.com/services/bid-ask-market/
https://oceantomo.com/services/bid-ask-market/
https://oceantomo.com/services/corporate-restructuring/
https://oceantomo.com/services/corporate-restructuring/
https://oceantomo.com/services/mergers-and-acquisitions/
https://oceantomo.com/services/mergers-and-acquisitions/
https://oceantomo.com/services/investment-research/
https://oceantomo.com/services/investment-research/
https://oceantomo.com/services/investment-banking/
https://oceantomo.com/services/investment-banking/
https://oceantomo.com/services/patent-indexes/
https://oceantomo.com/services/patent-indexes/
https://oceantomo.com/services/patent-monetization-strategy/
https://oceantomo.com/services/patent-monetization-strategy/
https://oceantomo.com/services/private-equity/
https://oceantomo.com/services/private-equity/
https://oceantomo.com/services/private-sales/
https://oceantomo.com/services/private-sales/
https://oceantomo.com/services/royalty-securitizations/
https://oceantomo.com/services/royalty-securitizations/
https://oceantomo.com/services/intellectual-property-transactions/
https://oceantomo.com/services/intellectual-property-transactions/
https://oceantomo.com/services/specialty-services/
https://oceantomo.com/services/specialty-services/
https://oceantomo.com/services/technology-expertise/
https://oceantomo.com/services/technology-expertise/
https://oceantomo.com/services/patent-litigation-and-licensing-support/
https://oceantomo.com/services/patent-litigation-and-licensing-support/
https://oceantomo.com/services/patent-focused-business-intelligence/
https://oceantomo.com/services/patent-focused-business-intelligence/
https://oceantomo.com/services/portfolio-development-strategy
https://oceantomo.com/services/portfolio-development-strategy
https://oceantomo.com/clients/#ot-board-of-directors
https://oceantomo.com/clients/#ot-board-of-directors
https://oceantomo.com/clients/#ot-ceo
https://oceantomo.com/clients/#ot-ceo
https://oceantomo.com/clients/#ot-cipo
https://oceantomo.com/clients/#ot-cipo
https://oceantomo.com/clients/#ot-cto
https://oceantomo.com/clients/#ot-cto
https://oceantomo.com/clients/#ot-fortune-1000-company
https://oceantomo.com/clients/#ot-fortune-1000-company
https://oceantomo.com/clients/#ot-middle-market-company
https://oceantomo.com/clients/#ot-middle-market-company
https://oceantomo.com/clients/#ot-public-company
https://oceantomo.com/clients/#ot-public-company
https://oceantomo.com/clients/#ot-start-up
https://oceantomo.com/clients/#ot-start-up
https://oceantomo.com/clients/#ot-tax-pro
https://oceantomo.com/clients/#ot-tax-pro
https://oceantomo.com/clients/#ot-general-counsel
https://oceantomo.com/clients/#ot-general-counsel
https://oceantomo.com/clients/#ot-licensing-manager
https://oceantomo.com/clients/#ot-licensing-manager
https://oceantomo.com/clients/#ot-patent-info-specialist
https://oceantomo.com/clients/#ot-patent-info-specialist
https://oceantomo.com/clients/#ot-bankruptcy-restructuring-attorney
https://oceantomo.com/clients/#ot-bankruptcy-restructuring-attorney
https://oceantomo.com/clients/#ot-commercial-dispute-litigator
https://oceantomo.com/clients/#ot-commercial-dispute-litigator
https://oceantomo.com/clients/#ot-corporate-securities-attorney
https://oceantomo.com/clients/#ot-corporate-securities-attorney
https://oceantomo.com/clients/#ot-ip-litigator
https://oceantomo.com/clients/#ot-ip-litigator
https://oceantomo.com/clients/#ot-institutional-investors
https://oceantomo.com/clients/#ot-institutional-investors
https://oceantomo.com/clients/#ot-venture-capitalist
https://oceantomo.com/clients/#ot-venture-capitalist
https://oceantomo.com/clients/#ot-governments
https://oceantomo.com/clients/#ot-governments
https://oceantomo.com/clients/#ot-laboratories
https://oceantomo.com/clients/#ot-laboratories
https://oceantomo.com/clients/#ot-university-technology-managers
https://oceantomo.com/clients/#ot-university-technology-managers
https://oceantomo.com/clients/#ot-artist
https://oceantomo.com/clients/#ot-artist
https://oceantomo.com/clients/#ot-designer
https://oceantomo.com/clients/#ot-designer
https://oceantomo.com/clients/#ot-inventor
https://oceantomo.com/clients/#ot-inventor


might not necessarily meet the same standards as that of a non-

infringing alternative in a lost profits determination. To support this

opinion, the court relied on the two landmark cases in patent damages:

Grain Processing Corp. v. Am. Maize-Products Co. (“Only by comparing

the patented invention to its next-best available alternative(s)… can the

court discern the market value of the patent owner’s exclusive right, and

therefore his expected profit or reward…”) and Georgia-Pacific Corp. v.

U.S. Plywood Corp (“The utility and advantages of the patent property

over the old modes or devices, if any, that had been used for working

out similar results.”). As such, the definition of an “acceptable” non-

infringing alternative as described by Panduit did not apply to HTC’s

damages expert’s reasonable royalty opinion. The court noted that the

next-best alternative should be considered, regardless of whether that

alternative met the same level of “acceptability” under Panduit. In this

case, the next-best alternative identified by HTC’s damages expert was

still relevant, despite its lack of certain claimed features.

Secondly, even if the next-best alternative had to be “acceptable” under

Panduit, the court found that Mr. Salazar failed to demonstrate that

consumers specifically demanded the claimed features. The court

recognized that although there is no set definition for “acceptability” of

a non-infringing alternative under a lost profits analysis, if the patent

owner can show that consumers specifically wanted products embodying

certain advantages, a non-infringing alternative cannot be considered

“acceptable” without the desired advantages.  However, the court found

that Mr. Salazar failed to present any evidence that consumers

specifically wanted the claimed features. As such, even if there was a

requirement for a next-best alternative in a reasonable royalty

determination to be “acceptable” under Panduit, Mr. Salazar failed to

meet his burden of proof.

A more recent ruling in the U.S. District Court for the Central District of

California similarly highlighted the distinct roles of non-infringing

alternatives in lost profits determinations and reasonable royalty

determinations as the court rejected proposed jury instructions that

conflated model instructions pertaining to lost profits with those

pertaining to reasonable royalties. In the matter of Colibri Heart Valve

LLC v. Medtronic CoreValve LLC et al., Colibri Heart Valve LLC (“Colibri”)

alleged that Medtronic CoreValve LLC (“Medtronic”) infringed its

patents relating to artificial heart valves and methods for using them.

Colibri’s damages expert opined to damages due in the form of

reasonable royalties. Colibri proposed instructing the jury that Medtronic

had the burden to prove that a non-infringing alternative was available.

In response, Medtronic argued that Colibri relied on model instructions

and authorities that related to lost profits – not reasonable royalties.

Medtronic argued that this was an important distinction as the

availability of non-infringing substitutes in the context of reasonable

royalty analyses is merely one of many factors to be considered, while in

a lost profits analysis, the availability of non-infringing substitute is a

“binary ‘yes’ or ‘no’ issue.” Colibri also proposed that the jury be

instructed on what it means for a non-infringing substitute to be

Kristi L. Stathis
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“acceptable” – again relying on authorities and model instructions

pertaining to lost profits.

Ultimately, the court rejected Colibri’s proposed language on the basis

that Colibri’s reliance on authorities and model instructions pertaining to

lost profits is not appropriate in the context of a reasonable royalty

analysis. Instead, the court adopted model instructions pertaining to

reasonable royalty, without the language proposed by Colibri.

These cases indicate that the role of non-infringing alternatives

applicable to lost profits and reasonable royalty analyses are not

necessarily the same. As such, parties should take care in applying the

correct interpretation of non-infringing alternatives based on the form of

damages they are seeking.

This publication is for educational and general information purposes

only. It may contain errors and is provided as is. It is not intended as

specific advice, legal, or otherwise. Opinions and views are not

necessarily those of J.S. Held or its affiliates and it should not be

presumed that J.S. Held subscribes to any particular method,

interpretation, or analysis merely because it appears in this publication.

We disclaim any representation and/or warranty regarding the accuracy,

timeliness, quality, or applicability of any of the contents. You should not

act, or fail to act, in reliance on this publication and we disclaim all

liability in respect to such actions or failure to act. We assume no

responsibility for information contained in this publication and disclaim

all liability and damages in respect to such information. This publication

is not a substitute for competent legal advice. The content herein may

be updated or otherwise modified without notice.

  Memorandum Opinion, March 28, 2018, Joe Andrew Salazar v. HTC Corporation, Case No. 2:16-CV-01096-JRG-RSP (E.D. Tex. Mar.

28, 2018).
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No. 8:20-cv-00847-DOC-JDE.

  Order re: Disputed Jury Instructions and Jury Verdict Form, November 2, 2022, Colibri Heart Valve LLC v. Medtronic CoreValve LLC

et al., Case No. 8:20-cv-00847-DOC-JDE.
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