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Technology related litigation, e.g., patent infringement and trade secret
misappropriation matters, requires an explanation of complex concepts
to the judge and jury. The responsibility for such explanations often falls
to experts. Technical experts in patent infringement matters describe
how elements of the asserted patent claims are (or are not) embodied in
the accused product, to prove (or disprove) infringement. Technical
experts may also describe how the asserted patent claims are (or are not)
novel, nonobvious, and useful to prove (or disprove) validity. In trade
secret matters, technical experts may explain how the claimed trade
secret information is not (or is) generally known or readily ascertainable,
to prove (or disprove) the existence of a valid trade secret. Financial
experts opine on the question of value. In other words, what financial
benefits flow from the technology-at-issue? What was the value lost by
the plaintiff or gained by the defendant because of the infringement or
misappropriation? A proper technical analysis should also help lay the

groundwork for the analysis of value.

Indeed, the question of value is often related to underlying technical
questions that are not the primary focus of the technical expert. Far too
often, in the industry broadly, the development of technical expert
opinions and financial expert opinions are siloed, and these questions
are a secondary consideration for the technical expert (or ignored all

together). For example:
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e In Biedermann Technologies v. K2M, Inc., the damages expert relied
upon purportedly comparable licenses for her royalty rate but did
not address certain differences between the comparable license,
and the hypothetical license resulting from the litigation. While the
technical expert addressed technical comparability, he did not
assess relative comparable value of the licensed technology under

those licenses.

InKoninklijke Philips v. Zoll Lifecor, the damages expert's
apportionment opinion was excluded for failing to provide a well-
defined basis for apportionment.?

e In Opticurrent v. Power Integrations, the damages expert's
apportionment opinion was excluded where it was based on the
technical expert's opinion that the patented technology was

|u

"essential”, but that conclusion provided “no apparent basis for [the
expert's] conclusory approximation of a percentage value.”3

e In Apple Inc. v. Wi-Lan Inc., the damages expert relied upon the
technical expert's comparison of VoLTE technology to a non-
infringing alternative, to isolate the incremental benefits of the
patents-at-issue. However, the court noted that the inventors
"admittedly did not invent VoLTE technology” and so attributing
that difference to the patented technology lacked a factual basis. In
a damage’s retrial, the district court criticized the damages expert’s
opinion based on a comparable license analysis. The damages
expert failed to incorporate technical expert opinions into his
analysis. The court found the damages expert failed to properly
account for differences between those comparable licenses and the
hypothetical license, specifically with respect to the relative value

provided by the licensed technology.*

As reflected in the cases cited above, there is often a need for better and
closer collaboration amongst technical and financial experts in complex
technology litigation to provide a more accurate and comprehensive
analysis of value to the trier of fact. While these analyses are fact and
circumstance specific, Ocean Tomo, a part of J.S. Held, understands the
need for, and employs, this collaborative approach in connection with its

work, as generally described below.

A collaborative team of technical and financial experts can identify the
benefits of the technology-at-issue. In patent infringement matters, this
involves understanding the prior art approaches, and the benefits the
patented technology-at-issue adds, beyond the prior art. In trade secret
misappropriation matters, this may involve an understanding of what was
in the public domain versus what was proprietary information and not
publicly known. These analyses inform the value question, which is
typically analyzed using the three fundamental valuation approaches: the
Income Approach, the Market Approach, and the Cost Approach.
Frequently, this involves the evaluation of three major issues:
apportionment, license comparability, and the availability of acceptable

alternatives:

¢ Apportionment (Income Approach) — Within the broader accused
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product, what is the technical contribution of the specific
technology-at-issue vis-a-vis all other legally acquired technology?

e License Comparability (Market Approach) — How similar (or
dissimilar) is the technology at issue to other technologies in the
market that have been licensed?

o Availability of Acceptable Alternatives (Cost Approach) — Are
there alternative products, technologies, or approaches available
that would have provided the same or similar technical features and

benefits as the technology at issue?

The Income Approach focuses on the net benefit (i.e., profit) expected
to be generated by an asset. In complex technology litigation, this often
takes the form of isolating the incremental profit attributable to the
technology-at-issue within the accused product and is generally referred
to as apportionment.®> A robust technical analysis can provide evidence
surrounding the use of the technology-at-issue within the accused
product, and how that use translates into the product’s features and
benefits, to support the apportionment analysis. For example, certain
technical analyses, such as reverse engineering, testing, lab services, and
product “teardowns” can provide specific evidence regarding the
contribution of the technology-at-issue relative to all other technical
benefits of the accused product. In collaboration with the financial
expert, this leads to a more thoughtful analysis of apportioned value,
grounded in scientific evidence. Generally, the Market Approach relies
upon comparable marketplace transactions to draw indications of value
for the subject asset. In intellectual property litigation, a “comparable”
transaction has come to mean a transaction that involves sufficiently
similar economic and technological circumstances to the hypothetical
license.® While exactly matching transactions are not required, to the
extent differences exist between the hypothetical license and the
potentially comparable license, such differences should be accounted

for.

Establishing technological comparability falls within the purview of the

technical expert and is a critical component of the comparability analysis.

Technological comparability is fact and circumstance specific, but such
an analysis evaluates the comparability of the market-licensed
technology and the technology-at- issue in the litigation, and may

include (but is not limited to) an analysis of the following factors:

¢ Was the licensed technology in the comparable agreement limited
to the technology-at-issue, or was other technology included (i.e., a

portfolio license)?

If other technology was included in the market transaction, what is
the relative technical importance or contribution of the technology-
at-issue vis-a-vis the other market-licensed technology?

o If the market-licensed technology did not include the technology-at-
issue, what is the relative technical significance / importance /
contribution of the licensed technology as compared to the

technology-at-issue?
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The comparison of the market-licensed technology to the technology-at-
issue is not performed in a vacuum. Consideration is given to differences
in the industry and product in which the technologies are utilized. For

example:

e Are the licensed technology and technology-at-issue used in the
same industry? If not, how are the technologies employed in their
respective industries, and what are the similarities and differences?

e Are the licensed technology and technology-at-issue used in the
same or similar products? What are the similarities and differences

between the licensed product and the accused product?

Further, certain aspects of this analysis are similar to the factors

described in the apportionment analysis:

e What is the significance of the licensed technology to the licensed
product in the comparable agreement? What does the licensed
technology contribute, relative to all other features and benefits?

o How does this compare to the significance of the technology-at-
issue within the accused product? What does the technology-at-

issue contribute, relative to all other features and benefits?

The Cost Approach evaluates the cost to develop or obtain an asset that
provides similar utility to the subject asset. In complex technology
litigation, this may involve, for example, the assessment of how the
components that implement the technology-at-issue in the accused
product may be modified to avoid infringement, yet still provide a
product that offers similar features and benefits.” The financial expert,
working in partnership with the technical expert, can help to cost out
these modifications. Additionally, in trade secret misappropriation
matters, the question of value may be related to the expense incurred to
develop the trade secret. A robust technical analysis can help separate
expenses specific to the trade secret at issue versus other unrelated

expenses.

The analyses described above require technical experts to go beyond
their traditional role regarding liability related issues such as
infringement, validity, and the existence (or non-existence) of a valid
trade secret. A more comprehensive technical analysis is often critical to
defining the value of the technology- at-issue in patent infringement and
trade secret misappropriation matters. Better collaboration between
technical experts and financial experts leads to a more accurate and
supportable value conclusion. Utilizing technical experts that have deep
technical knowledge of the specific technology area, as well as technical
knowledge of the industry and products into which the technology is
incorporated (and can support this expertise with scientific evidence
regarding the use of the technology) provides a more effective way to

communicate these complex issues to the trier of fact.

" Biedermann Technologies v. K2M, Inc., U.S. Dist. Court, E.D.Va. (Dec. 2, 2021)

2 Koninklijke Philips v. Zoll Lifecor, 2017 WL 9509938 (W.D. Pa. 2017)
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3 Opticurrent v. Power Integrations, 2018 WL 6727826 (N.D. Cal. 2018)
4 Apple Inc. v. Wi-LAN Inc., 25 F.4th 960 (Fed. Cir. 2022)
5 See, Garretson v. Clark, 111 U.S. 120 (1884); Virnetx, Inc. v. Cisco Sys., Inc., 767 F.3d 1308, 1327 (Fed. Cir. 2014)

¢ See, Lucent Technologies, Inc. v. Gateway, Inc., 580 F. 3d 1301, 1329 (Fed. Cir. 2009). Apple Inc. v. Motorola, Inc., 757 F. 3d 1286,
1325- 26 (Fed. Cir. 2014); Ericsson, Inc. v. D-Link Systems, Inc,, 773 F. 3d 1201, 1228 (Fed. Cir. 2014); LaserDynamics, Inc. v. Quanta
Computer, Inc., 694 F. 3d 51, 79 (Fed. Cir. 2012); ResQNet. com, Inc. v. Lansa, Inc.,, 594 F. 3d 860, 871 (Fed. Cir. 2010).

7 See, e.q., Grain Processing Corp. v. American Maize-Products Co,, 185 F.3d 1341, 1351 (Fed. Cir. 1999); Abbott Labs. v. Sandoz, Inc.,
743 F Supp. 2d 762, 773 (N.D. IIl. 2010); Aqua Shield v. Inter Pool Cover Team, 774 F:3d 766, 770-71 (Fed. Cir. 2014).

Eric T. Carnick is an experienced expert who has
testified in federal court and arbitration matters. He is a
Senior Director in Ocean Tomo's Intellectual Property
Disputes Financial Expert Testimony practice. Mr.

Carnick’s over 15 years of consulting experience
includes the analysis and quantification of economic damages arising
from patent, trademark, trade secrets, copyright infringement, and
breach of contract in over one hundred matters. He has a vast
knowledge base of financial issues and theories related to intellectual
property and breach of contract litigation from discovery to trial.

Read more posts from Eric Carnick

Chris Wichser joined Ocean Tomo, a part of J.S. Held,
in September of 2023 as part of Ocean Tomo's
acquisition of TechPats.

Chris is a graduate of Rutgers University and began his
professional career in the telecommunications field in Tampa, FL and
Philadelphia, PA in the early 1990s. From there, he joined a startup called
Human Resource Alternatives (HRA) in Princeton, NJ, in 1994. As the first
employee of the newly founded company, Chris became a partner and
helped it grow from less than $500,000 in sales to over $70,000,000 in
sales in less than five years. In 1999, Chris founded Javers Group as a
human resource outsourcing and management company, which was
acquired by Univest Corporation (Nasdag: UVSP) in May 2012.

Chris founded TechPats in 2013 and acquired Technology, Patents, &
Licensing Inc., late that year. TechPats then acquired Global Intellectual
Strategies of Ottawa, Canada, in 2015. Chris is a long-time member of
Entrepreneurs Organization (EQ) of which he has served in many
leadership positions both locally and regionally, including past president
of the Philadelphia chapter. Over the past five years, Chris has dedicated
his time at a board level with several not-for-profit organizations.

Read more posts from Chris Wichser

,/»"'[A James E. Malackowski is the Chief Intellectual Property
é - "‘,’ Officer (CIPO) of J.S. Held and Co-founder of Ocean
[T % Tomo, a part of J.S. Held. In 2025, the Licensing
) . Executives Society International (LES) recognized Mr.
Malackowski with its highest honor — the LES Gold

Medal. In 2022, he was inducted into the IP Hall of Fame and received
the Q. Todd Dickinson Award for significant contributions to IP as a
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business asset. He is only the seventh person honored with both the LES

Gold Medal and IP Hall of Fame inclusion. Mr. Malackowski has served as

an expert on over one hundred occasions on intellectual property

economics, including valuation, royalty, lost profits, price erosion,

licensing terms, venture financing, copyright fair use, and injunction

equities. He has substantial experience as a Board Director for leading

technology corporations, research organizations, and companies with

critical brand management issues.

Read more posts from James E. Malackowski
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