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Chain of Title — Why It Matters
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What Is a “Chain of Title”?
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What Is a “Chain of Title”?

S

/=
— l]
e
. : D — i >

» —
I
e |

/ F—
Inventor #2
Inventor #3

COVINGTON



What Is a “Chain of Title”?
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Patent Assignments

ENTIRE right, title, and interest,

= including:
E r Right to sue for infringement
E Right to license or assign
— 5 Right to claim priority

“An assignment of a patent, or patent application, is the transfer to another of a
party’s entire ownership interest or a percentage of that party’s ownership interest
in the patent or application....the transfer to another must include the entirety of
the bundle of rights that is associated with the ownership interest....”" (MPEP § 301)
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Patent Licenses

A patent assignment is different from a patent license:

"As compared to assignment of patent rights, the licensing of a patent
transfers a bundle of rights which is less than the entire ownership
Interest, e.qg., rights that may be limited as to time, geographical area,
or field of use. A patent license is, in effect, a contractual agreement
that the patent owner will not sue the licensee for patent
infringement....”(MPEP § 301)
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Recordation
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Patent snd Tademark Ofce
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9. Signature:
ssssssss

UNITED STATES
PATENT AND TRADEMARK OFFICE

“An interest that constitutes an assignment, grant or conveyance shall be void as against
any subsequent purchaser or mortgagee for a valuable consideration, without notice,
unless it is recorded in the Patent and Trademark Office within three months from its date
or prior to the date of such subsequent purchase or mortgage.” (35 U.S.C. § 261)
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Example: Late Recordation

6 months

UNITED STATES
PATENT AND TRADEMARK OFFICE

Inventor

\A 2nd Patent

Assignment

3 months ||
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COVINGTON



Example: Incomplete Transfer of Rights from Inventors

T

~ Yoon (doctor) and

Choi (technician)
jointly work on
safety trocars

@

ETHICON

Ethicon sues U.S.
Surgical Corporation

Not all co-inventors sued
U.S. SC s licensed!

@

N

Yoon applies for
and obtains patent

U:S. SC contacts Choi and
obtains license
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©

Yoon grants Ethicon a
exclusive license

Court finds Choi was a
co-inventor!

Ethicon v. U.S. Surgical,
135 F.3d 1456 (Fed. Cir. 1998)
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Example: Missing Assignment
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does not have all right,
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Example: Missing Assignment
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Company B

Subsidiary of Company A
COVINGTON

employed by subsidiary at time of assignment to Company B

employed by Company A at time of invention

Example: Automatic Inventor Assignments

i
Inventor

Company A




Example: Timing of Assignments

@ 7/1/2025
>

Inventor #1

i/

| > |
71112025 Company B

711/2025

Inventor #2
Filed 1/1/2025,

claiming priority to
2024 application
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Best Practices

Robust assignment language
Record within 3 months (35 U.S.C. § 261)

Automatic assignment in employment agreements
Execute assignments promptly
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Thank You




