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Pushing Earlier Challenges to Patents

= |nterim director and nominee both emphasize earlier challenges to patents
o Third party prior art submissions during examination

o Prefer PGRs to IPRs

= Backlog at USPTO part of justification

o But this isin application phase with examiners, not PTAB

= Tension with other considerations
o Avoiding unnecessary challenges for unasserted patents
o Could lead to more work rather than less

o Congressional intent that reviews are alternatives to litigation

https://ipwatchdog.com/2025/06/10/189554/id=189554/
https://www.judiciary.senate.gov/imo/media/doc/2025-05-21 afrresponses squires.pdf
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Squires’ 2007 Testimony for Patent Reform Act

= Some tension with current positions seeming to disfavor IPRs

S. 1145 addresses these limitations by providing an opposition process where the challenger can
fully participate and rely on any evidence of invalidity that would be available at trial. Equally
important, the challenger need only prove invalidity under the more equitable preponderance of
evidence standard without the presumption of validity that applies at trial.

More importantly, the bill creates an opportunity to utilize this improved opposition proceeding
both during a one-year period after the patent is issued and immediately prior to litigation (the
"second window"). Even if it were possible to review all of the relevant patents in the first
window, it would be impossible to determine how a patentee might interpret and apply the
patent, particularly to an expansive, undifferentiated business process.

A second window to oppose, triggered when notice is provided, may be the first and only
opportunity for the industry to challenge a patent's validity before the agency best equipped to
review the art it has marshaled. Indeed, the second window is the only proposal that addresses
this 1ssue and as a practical matter, is the first and only opportunity for financial services firms to
ferret out invalid patents before being forced into expensive and prolonged litigation.

https://www.judiciary.senate.gov/imo/media/doc/squires testimony 06 06 07.pdf
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Director Discretionary Decisions: March 26 —June 27

= ~50 decisions total (many multiple petitions)
o 31 discretionary denials
o 21 Referrals to merits panel
o Hulu denial (invalid at district court)

o 2 cases remanded to address discretionary denial (parallel ITC)
= Apparent uptick in panel denials as well
= Generally non-appealable (314(d), Cuozzo, Mylan))

= Petitioners attempting mandamus, but challenging (Mylan)
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PTAB Institution Rates: Vidal vs. Stewart

61.4%

Vidal
Apr.’22 - Dec. 24
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66.8% 45.3%
Stewart Pre-Memo Stewart Post-Memo
Jan. 25 - Mar. 25 Mar. '25 - July 25

https://developer.uspto.gov/ptab-web/#/search/decisions



Apple v. Fintiv, 2020 WL 2126495 (PTAB Mar. 20, 2020)

Whether court granted stay or evidence exists that one may be granted if
IPR is instituted;

«  Proximity of court’s trial date to statutory deadline for final written
decision;

* Investmentin the parallel proceeding by court and parties;
«  Overlap between issues raised in petition and in parallel proceeding;

*  Whether petitioner is same party as defendant in the parallel proceeding;
and

«  Other circumstances that impact the Board's exercise of discretion,
including the merits.
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PTAB June 2022 Report — Fintiv precedential

Parallel litigation raised in ~40% of cases

Fintiv denials peaked Q2FY2021; dropped significantly after

None for parallel litigation in WDTex Aug. 2021 - Jun. 2022

Sotera guidance led to significant decrease in Fintiv denials

Denials less prevalent in life sciences sector

https://www.uspto.gov/about-us/news-updates/director-vidal-provides-clarity-patent-trial-and-appeal-board-practice
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Vidal June 21, 2022 Interim Procedure

= Fintiv precedential, but:
o Compelling merits should avoid denial of institution
o Does not apply to ITC cases (non-binding)
o No discretionary denial if enter Sotera stipulation

o Use median time to trial in district for Fintiv
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March 26, 2025 - Interim Process for PTAB Workload Management

Director and three judge panel review discretionary denial

o Full briefing by PO and petitioner

Follows Fintiv, General Plastics, and Advanced Bionics

o Parallel litigation, serial petitions, Section 325(d)

Address all relevant considerations

Merits only addressed after discretionary denial period

FENWICK



March 26, 2025 - Interim Processes for PTAB Workload Management

«  Whether PTAB or another forum has already adjudicated validity or
patentability of challenged patent claims;

«  Whether changes in the law or new judicial precedent since issuance of
the claims may affect patentability;

- Strength of unpatentability challenge;
- Extent of petition's reliance on expert testimony;

- Settled expectations of the parties, such as length of time the claims
have been in force;

«  Compelling economic, public health, or national security interests; and

* Any other considerations bearing on the Director’s discretion.
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Initial Takeaways from Director Decisions

Critical Factors
o Trial date versus expected FWD Date
o Likelihood of stay (judge and jurisdiction specific)
o Progression of parallel litigation

o Settled expectations (age of patent)

Reduced Significance

o Sotera stipulation (overlap with litigation)

o Especially after Ingenico, Inc. v. IOENGINE, LLC, 136 F.4th 1354 (Fed. Cir.
2025)

FENWICK
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Evolution of Sotera Stipulation: From Dispositive to Relevant

= Petitioner will not raise in district court challenges that overlap with
issues raised or that reasonably could have been raised in IPR

= Vidal June 2022 - Sotera stipulation - no Fintiv discretionary denial

o Rescinded February 2025

= Stewart March - May 2025 - Sotera stipulations may be insufficient
o Must do more than just reduce risk of duplication
o May be less effective if:
- parallel proceeding has progressed
- does not address combinations with systems art (after Ingenico)

o Effectively broadens estoppel provisions for IPR (SAP mandamus)

= Stewart May 2025 - Sotera stipulation was never dispositive
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“Settled Expectations” — iRhythm Tech v. Welch Allyn, Inc.
(PTAB June 12, 2025)

= Five petitions discretionarily denied
= Multiple factors favored stay

o Trial after FWD, low investment, stay highly likely
= But denied based on Patent Owner’s settled expectations

One application cited by petitioner in 2013 IDS

o Petitioner did not previously challenge PO'’s patents
= What about Petitioner’s settled expectations?

o Penalized for patent searches when patent never before asserted

o Product on market since 2012

FENWICK
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“Settled Expectations” — Dabico Airport Sol'ns v. AXA Power APS
(PTAB June 18, 2025)

= PO Section 325(d) arguments unpersuasive
= But denied because patent in force eight years
o Neither party had addressed settled expectations in briefs

o Criticized petitioner for not specifically addressing and providing
affirmative reasons for no denial

o What about merits as reason?
o PO had not asserted patent at time of petition
o Constructive notice from publication enough

o Curious reference to six-year limit on damages

FENWICK
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“Settled Expectations” — Two Cambridge decisions — two outcomes
(PTAB June 26, 2025)

= Six year bright-line rule for settled expectations?
= Five petitions, two decisions, one discretionary denial
o Same case - no trial date and low investment in district court
o Age of patents
« over 7 years - discretionary denial
* 6 years and under - no discretionary denial
o No other factors found to support denial

= Sig Sauer and Intel decisions similar (patents 9 and 10 years)

FENWICK
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“Settled Expectations” — Sig Sauer Inc. v. Lone Star Future Weapons
(PTAB June 26, 2025)

= Denied institution for ten-year-old patent

Faults petitioner for developing product without challenging patent

But patent owner filed trade secret case and did not assert patent

Petitioner added counterclaim for DJ of no infringement

Director suggests improper motive for petition (drive settlement)

FENWICK
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“Settled Expectations” — Pattern Recognition Challenge

= No discretionary denial
o Several with patents eight to fourteen years old
o Many do not mention age of patents or “settled expectations”
o Tesla cases complex litigation favored institution despite old patents

o Globus Medical case - petitioner showed patent expired (maintenance
fee)

= Focus on patent owner - what about public and petitioner settled
expectations?

FENWICK
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“Settled Expectations” — Conflicts with Precedential NHK decision

3. Discretion under § 314(a)

Patent Owner contends that two additional factors weigh in favor of
denying institution under § 314(a). First, Patent Owner argues that Petitioner
knew about the '841 patent for more than 10 years, yet provides no explanation
for why 1t waited so long to file the Petition. Prelim. Resp. 37-38. We are not
persuaded that this lapse in time favors denying review. As Patent Owner
acknowledges, Petitioner filed the Petition shortly before the one-year bar in
35 U.S.C. § 315(b) expired. The Petition, therefore, was timely, and Patent
Owner does not apprise us of any tactical advantage, or opportunity for tactical
advantage, that Petitioner gained by waiting to file the Petition.

NHK Spring Co., Ltd. v. Intri-Plex Techs. Inc., 2018 WL 4373643 at *7, IPR2018-00752, Paper
8 (PTAB Sept. 12, 2018)

FENWICK
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Reviewability of Institution Decisions

Director rehearing

Not appealable; mandamus permissible - 314(d), Cuzzo, Mylan

Mandamus relief “difficult to imagine” given no right to IPR
Mpylan Labs. Ltd. v. Janssen Pharmaceutica, N.V., 989 F.3d 1375 (Fed. Cir. 2021)

Notice and comment rulemaking challenge possible (lost on remand)
Apple v. Vidal, 63 F.4th 1 (Fed. Cir. 2023)

Potential paths (/n re SAP and In re Motorola)
o Constitutional challenge (due process) - retroactivity
o Exceeding statutory authority - conflict with estoppel statute

Departure from NHK without notice and comment rulemaking?
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“Settled Expectations” — What'’s a Petitioner to do?

= Must address even if patent owner does not
= Use six year “rule” if you can, otherwise:

o Not commercialized, asserted, licensed or applied to petitioner’s field

o Change in law?  Intel Corp. v. Proxense LLC, IPR2025-00327, -328, -329, Paper 12 (PTAB June 26, 2025)

o Tie to more recently issued family member
Embody, Inc. v. Lifenet Health, IPR2025-00248, -249, Paper 13 (PTAB June 26, 2025)

= |dentify errors by USPTO in prosecution or complex litigation?
Id.; Tesla v. Charge Fusion, IPR2025-00152, -153, Paper 11 (PTAB June 12, 2025); Tesla v.
Intellectual Ventures, IPR2025-217, 219, 220, 221, 222, 339, Paper 10 (PTAB June 12,
2025)

= NHK Spring Co. decision - undermines PO settled expectations

= Attack settled expectations - patents long subject to review
Celgene Corp. v. Peter, 931 F.3d 1342, 1359, 1362 (Fed. Cir. 2019)
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Potential Petitioner Actions/Alternatives

File IPRs as early as possible; seek stay even before institution

Brief factors supporting PTO review even if PO does not address

Build record for PO not having settled expectations

o Ownership changes for long unasserted patents?

Monitor applications as published - challenge early?
o Seems impractical in most fields especially tech
o Adds risk of willfulness

o Increase rather than decrease PTO workload

Avoid kitchen sink IDS (risk to practitioners and enforceability)?

FENWICK
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Potential Patent Owner Actions

Push district court schedule and resist stay

Try to identify all claims you intend to assert early in discovery

Build track record of enforcement or licensing

Scalpel not blunt instrument
o Be specific if expert is backfilling for art shortcomings

o ldentify specific art if cumulative

Be careful about linking more recent patents to older related patents

Address settled expectations in favor of preserving patent rights

FENWICK
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Ex parte Reexam — 35 U.S.C. §§ 302-305

Anyone can file and no time limit in statute

Patents and printed publications only

Must show substantial new question of patentability
o Different than IPR standard (reasonable likelihood of success)

o Should provide grounds for examiner to reject

Still final and non-appealable and discretionary?

Like examination process - no requester participation after request

No estoppel, but risks whitewashing art

FENWICK
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Hulu denials

Denials based on invalidity finding at district court

o Can be reversed on appeal

USPTO response:

o Petitioner can still use prior art defenses on remand

Should PTO consider stay of decision on IPRs?

Should defendants defer Section 101 motions until petition instituted?

o Hobson's choice - litigation progress if no motion to dismiss

FENWICK
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Appendix



Timeline: AlA proceedings
Interim processes (March 26, 2025 memorandum)

Preliminary Phase

Patent Owner

. (PO) N,

- 3 months Preliminary 3 months max, by statute DECiSinn OoOn

Petltlﬂl'l Response . .

(NOFDA)** Institution
Patent Owner . . .
Petitioner Director
L oo R..E'ql.lﬂ:_it for -TI ..... (Pet) ======  Decision (nn ITIEI'I'tS)
= s D'SEM'PT'BW mo Opposition MO (on discretion)*
enia

“* Motice of filing date acconded “ If the Director does not exercise
discretion to deny institution, a
Board panel determines whether to
institute based on merits

14

https://www.uspto.gov/sites/default/files/documents/Boardside_chat_interim_process_for_aia

_institution_decisions_.pdf




35 USC § 311 - Inter partes review

(c) FiLING DEADLINE.—A petition for inter partes review shall be filed after
the later of either—

(1) the date that is 9 months after the grant of a patent; or

(2) if a post-grant review is instituted under chapter 32, the date of the
termination of such post-grant review.

FENWICK
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35 USC § 321 — Post-grant review

(c) FILING DEADLINE.— A petition for a post-grant review may only be filed
not later than the date that is 9 months after the date of the grant of the
patent or of the issuance of a reissue patent (as the case may be).

FENWICK
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35 USC § 314 - Institution of inter partes review

(a) THRESHOLD.—The Director may not authorize an inter partes review to be
instituted unless the Director determines that the information presented in
the petition filed under section 311 and any response filed under section
313 shows that there is a reasonable likelihood that the petitioner would
prevail with respect to at least 1 of the claims challenged in the petition.

(d) No AppeAL.—The determination by the Director whether to institute an
inter partes review under this section shall be final and nonappealable.

FENWICK
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35 USC § 315 - Relation to other proceedings or actions

(@) INFRINGER’S CIVIL ACTION.— (1)INTER PARTES REVIEW BARRED BY CIVIL
ACTION.— An inter partes review may not be instituted if, before the date on
which the petition for such a review is filed, the petitioner or real party in
interest filed a civil action challenging the validity of a claim of the patent.

* * *

(b)PATENT OWNER’S ACTION.— An inter partes review may not be instituted if
the petition requesting the proceeding is filed more than 1 year after the
date on which the petitioner, real party in interest, or privy of the petitioner
is served with a complaint alleging infringement of the patent. The time
limitation set forth in the preceding sentence shall not apply to a request
for joinder under subsection (c).

FENWICK
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35 USC § 325 - Relation to other proceedings or actions

(d)Multiple Proceedings.—

Notwithstanding sections 135(a), 251, and 252, and chapter 30, during the
pendency of any post-grant review under this chapter, if another
proceeding or matter involving the patent is before the Office, the Director
may determine the manner in which the post-grant review or other
proceeding or matter may proceed, including providing for the stay,
transfer, consolidation, or termination of any such matter or proceeding. In
determining whether to institute or order a proceeding under this chapter,
chapter 30, or chapter 31, the Director may take into account whether, and
reject the petition or request because, the same or substantially the same
prior art or arguments previously were presented to the Office.
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35 USC § 302 — Request for reexamination

Any person at any time may file a request for reexamination by the Office of
any claim of a patent on the basis of any prior art cited under the provisions
of section 301 . The request must be in writing and must be accompanied
by payment of a reexamination fee established by the Director pursuant to
the provisions of section 41 . The request must set forth the pertinency and
manner of applying cited prior art to every claim for which reexamination is
requested. Unless the requesting person is the owner of the patent, the
Director promptly will send a copy of the request to the owner of record of
the patent.

FENWICK
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https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#al_d1fbe1_19912_121
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e301581

35 USC § 303 — Determination of issue by Director

(a) Within three months following the filing of a request for reexamination
under the provisions of section 302, the Director will determine whether a
substantial new question of patentability affecting any claim of the patent
concerned is raised by the request, with or without consideration of other
patents or printed publications. On his own initiative, and any time, the
Director may determine whether a substantial new question of patentability
is raised by patents and publications discovered by him or cited under the
provisions of section 301 or 302 . The existence of a substantial new
question of patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the Office or considered by
the Office.

* * *

(c) A determination by the Director pursuant to subsection (a) of this section
that no substantial new question of patentability has been raised will be
final and nonappealable. Upon such a determination, the Director may
refund a portion of the reexamination fee required under section 302.

FENWICK
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https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306474
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#al_d1fbe1_19912_121
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306474
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306474

35 USC § 304 — Reexamination order by Director

If, in a determination made under the provisions of subsection 303(a), the
Director finds that a substantial new question of patentability affecting any
claim of a patent is raised, the determination will include an order for
reexamination of the patent for resolution of the question. The patent owner
will be given a reasonable period, not less than two months from the date a
copy of the determination is given or mailed to him, within which he may file a
statement on such question, including any amendment to his patent and new

claim or claims he may wish to propose, for consideration in the reexamination.

If the patent owner files such a statement, he promptly will serve a copy of it
on the person who has requested reexamination under the provisions

of section 302 . Within a period of two months from the date of service, that
person may file and have considered in the reexamination a reply to any
statement filed by the patent owner. That person promptly will serve on the
patent owner a copy of any reply filed.

FENWICK
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https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306491
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306474

35 USC § 305 — Conduct of Reexamination Proceedings (post AlA)

After the times for filing the statement and reply provided for by
section 304 have expired, reexamination will be conducted according
to the procedures established for initial examination under the
provisions of sections 132 and 133 . In any reexamination proceeding
under this chapter, the patent owner will be permitted to propose any
amendment to his patent and a new claim or claims thereto, in order to
distinguish the invention as claimed from the prior art cited under the
provisions of section 301 , or in response to a decision adverse to the
patentability of a claim of a patent. No proposed amended or new claim
enlarging the scope of a claim of the patent will be permitted in a
reexamination proceeding under this chapter. All reexamination
proceedings under this section, including any appeal to the Patent Trial

and Appeal Board, will be conducted with special dispatch within the
Office.

FENWICK
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https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e306521
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e303187
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#d0e303207aia
https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#al_d1fbe1_19912_121
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