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Background: Patentee brought action
against competitor, alleging infringement
of patent for method of delivering elec-
tronic data using a content delivery net-
work (CDN). Following jury finding of
patent infringement and award of $45.5
million in damages, the United States Dis-
trict Court for the District of Massachu-
setts, Rya W. Zobel, J., 614 F. Supp.2d 90,
granted competitor’s motion for relief from
judgment and for reconsideration of denial
of motion for judgment as matter of law,
and entered judgment in favor of competi-
tor, and patentee appealed. On rehearing
en bane, the United States Court of Ap-
peals for the Federal Circuit, 692 F.3d
1301, reversed and remanded, and certio-
rari was granted. The Supreme Court,
Justice Alito, 134 S.Ct. 2111, reversed and
remanded.

Holdings: On remand and on rehearing
en banc, the Court of Appeals held that:

(1) court will hold entity responsible for
others’ performance of method steps
where that entity directs or controls
others’ performance and where the ac-
tors form a joint enterprise, overruling
Golden Hour Data Systems, Inc. wv.
emsCharts, Inc., 614 F.3d 1367, and

(2) all steps were performed by or attrib-
utable to competitor.

Judgment of noninfringement reversed.
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1. Patents ¢=1564

Direct patent infringement occurs
where all steps of a claimed method are
performed by or attributable to a single
entity. 35 U.S.C.A. § 271(a).

2. Patents ¢=1564

Where more than one actor is in-
volved in an alleged direct infringement of
a method patent, the court must determine
whether the acts of one are attributable to
the other such that a single entity is re-
sponsible for the infringement. 35
U.S.C.A. § 271(a).

3. Patents ¢=1564

On a claim for direct infringement of a
method patent, the court will hold an enti-
ty responsible for others’ performance of
method steps in two sets of circumstances:
(1) where that entity directs or controls
others’ performance, and (2) where the
actors form a joint enterprise; overruling
Golden Hour Data Systems, Inc. v. emsC-
harts, Inc., 614 F.3d 1367. 35 U.S.C.A.
§ 271(a).

4. Patents ¢=1564

Liability for direct patent infringe-
ment can be found when an alleged in-
fringer conditions participation in an
activity or receipt of a benefit upon
performance of a step or steps of a
patented method and establishes the
manner or timing of that performance;
in those instances, the third party’s ac-
tions are attributed to the alleged in-
fringer, such that the alleged infringer

becomes the single actor chargeable
with direct infringement. 35 U.S.C.A.
§ 271(a).

5. Patents ¢=1564

On a claim for direct infringement of a
method patent, where two or more actors
form a joint enterprise, all can be charged
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with the acts of the other, rendering each
liable for the steps performed by the other
as if each is a single actor. 35 U.S.C.A.
§ 271(a).

6. Patents ¢=1564

As with direction or control, whether
actors entered into a joint enterprise, such
that, on a claim for direct infringement of
a method patent, all can be charged with
the acts of the other, rendering each liable
for the steps performed by the other as if
each is a single actor, is a question of fact,
reviewable on appeal for substantial evi-
dence. 35 U.S.C.A. § 271(a).

7. Patents €=1655

Patentee’s competitor directed or con-
trolled its customers’ performance of “tag-
ging” and “serving” steps in patented
method of delivering electronic data using
a content delivery network (CDN), and
thus all steps were performed by or attrib-
utable to competitor, as required to hold
competitor liable for direct infringement,
where competitor required customers to
sign standard contract delineating steps
that customers had to perform in using
competitor’s service, including “tagging”
and “serving,” and competitor established
manner and timing of customers’ perform-
ance by outlining precise steps to be taken
by customers in order for service to be
available, and competitor’s engineers con-
tinuously engaged with customers to assist
with installation and perform quality as-
surance testing. 35 U.S.C.A. § 271(a).

Patents ¢=2091
6,108,703. Infringed.
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Before PROST, Chief Judge,
NEWMAN, LOURIE, LINN, DYK,
MOORE, OMALLEY, REYNA,
WALLACH, and HUGHES, Circuit
Judges.*

PER CURIAM.

This case was returned to us by the
United States Supreme Court, noting “the
possibility that [we] erred by too narrowly
circumscribing the scope of § 271(a)” and
suggesting that we “will have the opportu-
nity to revisit the § 271(a) question....”
Limelight Networks, Inc. v. Akamai

* Circuit Judges Taranto, Chen, and Stoll did
not participate.

1. To the extent that our decision in Golden
Hour Data Systems, Inc. v. emsCharts, Inc.,
614 F.3d 1367 (Fed.Cir.2010) is inconsistent
with this conclusion, that aspect of Golden
Hour is overruled.

2. We note that previous cases’ use of the term
“vicarious liability”’ is a misnomer. Restate-
ment (Third) of Torts: Apportionment of Lia-
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Techs., Inc., — U.S. ——, 134 S.Ct. 2111,
2119, 2120, 189 L.Ed.2d 52 (2014). We
hereby avail ourselves of that opportunity.

Sitting en bane, we unanimously set
forth the law of divided infringement un-
der 35 U.S.C. § 271(a). We conclude that,
in this case, substantial evidence supports
the jury’s finding that Limelight Net-
works, Inc. (“Limelight”) directly infringes
U.S. Patent 6,108,703 (the “'703 patent”)
under § 271(a). We therefore reverse the
district court’s grant of judgment of nonin-
fringement as a matter of law.

I. DiviDED INFRINGEMENT

[1-3] Direct infringement  under
§ 271(a) occurs where all steps of a
claimed method are performed by or at-
tributable to a single entity. See BMC
Res., Inc. v. Paymentech, L.P., 498 F.3d
1373, 1379-81 (Fed.Cir.2007). Where
more than one actor is involved in practic-
ing the steps, a court must determine
whether the acts of one are attributable to
the other such that a single entity is re-
sponsible for the infringement. We will
hold an entity responsible for others’ per-
formance of method steps in two sets of
circumstances: (1) where that entity di-
rects or controls others’ performance, and
(2) where the actors form a joint enter-
prise.!

[4] To determine if a single entity di-
rects or controls the acts of another, we
continue to consider general principles of
vicarious liability.? See BMC, 498 F.3d at

bility § 13 (2000). In the context of joint
patent infringement, an alleged infringer is
not liable for a third party’s commission of
infringement—rather, an alleged infringer is
responsible for method steps performed by a
third party. Accordingly, we recognize that
vicarious liability is not a perfect analog.
Nevertheless, as both vicarious liability and
joint patent infringement discern when the
activities of one entity are attributable to an-
other, we derive our direction or control stan-
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1379. In the past, we have held that an
actor is liable for infringement under
§ 271(a) if it acts through an agent (apply-
ing traditional agency principles) or con-
tracts with another to perform one or
more steps of a claimed method. See
BMC, 498 F.3d at 1380-81. We conclude,
on the facts of this case, that liability
under § 271(a) can also be found when an
alleged infringer conditions participation in
an activity or receipt of a benefit upon
performance of a step or steps of a patent-
ed method and establishes the manner or
timing of that performance. Cf. Metro-
Goldwyn—Mayer Studios Inc. v. Grokster,
Ltd., 545 U.S. 913, 930, 125 S.Ct. 2764, 162
L.Ed.2d 781 (2005) (stating that an actor
“Infringes vicariously by profiting from di-
rect infringement” if that actor has the
right and ability to stop or limit the in-
fringement). In those instances, the third
party’s actions are attributed to the al-
leged infringer such that the alleged in-
fringer becomes the single actor charge-
able with direct infringement. Whether a
single actor directed or controlled the acts
of one or more third parties is a question
of fact, reviewable on appeal for substan-
tial evidence, when tried to a jury.

[5,6]1 Alternatively, where two or more
actors form a joint enterprise, all can be
charged with the acts of the other, render-
ing each liable for the steps performed by
the other as if each is a single actor. See
Restatement (Second) of Torts § 491 cmt.
b (“The law ... considers that each is the
agent or servant of the others, and that
the act of any one within the scope of the
enterprise is to be charged vicariously
against the rest.”). A joint enterprise re-
quires proof of four elements:

dard from vicarious liability law. See BMC,
498 F.3d at 1379.

(1) an agreement, express or implied,
among the members of the group;

(2) a common purpose to be carried out
by the group;

(3) a community of pecuniary interest in
that purpose, among the members;
and

(4) an equal right to a voice in the di-
rection of the enterprise, which gives
an equal right of control.

Id. § 491 cmt.c. As with direction or con-
trol, whether actors entered into a joint
enterprise is a question of fact, reviewable
on appeal for substantial evidence. Id.
(“Whether these elements exist is fre-
quently a question for the jury, under
proper direction from the court.”).

We believe these approaches to be most
consistent with the text of § 271(a), the
statutory context in which it appears, the
legislative purpose behind the Patent Act,
and our past case law. Section 271(a) is
not limited solely to principal-agent rela-
tionships, contractual arrangements, and
joint enterprise, as the vacated panel deci-
sion held? Rather, to determine direct
infringement, we consider whether all
method steps can be attributed to a single
entity.

II. AppLicATION TO THE FAcTS oF THIS CASE

Today we outline the governing legal
framework for direct infringement and ad-
dress the facts presented by this case. In
the future, other factual scenarios may
arise which warrant attributing others’
performance of method steps to a single
actor. Going forward, principles of attri-
bution are to be considered in the context
of the particular facts presented.

The facts of this case need not be re-
peated in detail once again, but the follow-

3. To the extent our prior cases formed the
predicate for the vacated panel decision,
those decisions are also overruled.
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ing constitutes the basic facts. In 2006,
Akamai Technologies, Inc. (“Akamai”) filed
a patent infringement action against Lime-
light alleging infringement of several pat-
ents, including the '703 patent, which
claims methods for delivering content over
the Internet. The case proceeded to trial,
at which the parties agreed that Lime-
light’s customers—not Limelight—perform
the “tagging” and “serving” steps in the
claimed methods. For example, as for
claim 34 of the '703 patent, Limelight per-
forms every step save the “tagging” step,
in which Limelight’s customers tag the
content to be hosted and delivered by
Limelight’s content delivery network. Af-
ter the close of evidence, the district judge
instructed the jury that Limelight is re-
sponsible for its customers’ performance of
the tagging and serving method steps if
Limelight directs or controls its customers’
activities. The jury found that Limelight
infringed claims 19, 20, 21, and 34 of the
703 patent. Following post-trial motions,
the district court first denied Limelight’s
motion for judgment of noninfringement as
a matter of law, ruling that Akamai had
presented substantial evidence that Lime-
light directed or controlled its customers.
After we decided Muniauction, Inc. v.
Thomson Corp., 532 F.3d 1318 (Fed.Cir.
2008), the district court granted Lime-
light’s motion for reconsideration, holding
as a matter of law that there could be no
liability.

[7] We reverse and reinstate the jury
verdict. The jury heard substantial evi-
dence from which it could find that Lime-
light directs or controls its customers’ per-
formance of each remaining method step,
such that all steps of the method are at-
tributable to Limelight. Specifically, Aka-
mai presented substantial evidence dem-
onstrating that Limelight conditions its
customers’ use of its content delivery net-
work upon its customers’ performance of
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the tagging and serving steps, and that
Limelight establishes the manner or tim-
ing of its customers’ performance. We
review the evidence supporting “condition-
ing use of the content delivery network”
and “establishing the manner or timing of
performance” in turn.

First, the jury heard evidence that
Limelight requires all of its customers to
sign a standard contract. The contract
delineates the steps customers must per-
form if they use the Limelight service.
These steps include tagging and serving
content. As to tagging, Limelight’s form
contract provides: “Customer shall be re-
sponsible for identifying via the then cur-
rent [Limelight] process all [URLs] of the
Customer Content to enable such Custom-
er Content to be delivered by the [Lime-
light network].” J.A. 17807. In addition,
the contract requires that Limelight’s cus-
tomers “provide [Limelight] with all coop-
eration and information reasonably neces-
sary for [Limelight] to implement the
[Content Delivery Service]l.” Id. As for
the serving step, the form contract states
that Limelight is not responsible for fail-
ures in its content delivery network caused
by its customers’ failure to serve content.
See id. If a customer’s server is down,
Limelight’s content delivery network need
not perform. Thus, if Limelight’s custom-
ers wish to use Limelight’s product, they
must tag and serve content. Accordingly,
substantial evidence indicates that Lime-
light conditions customers’ use of its con-
tent delivery network upon its customers’
performance of the tagging and serving
method steps.

Substantial evidence also supports find-
ing that Limelight established the manner
or timing of its customers’ performance.
Upon completing a deal with Limelight,
Limelight sends its customer a welcome
letter instructing the customer how to use
Limelight’s service. In particular, the
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welcome letter tells the customer that a
Technical Account Manager employed by
Limelight will lead the implementation of
Limelight’s services. J.A. 17790. The
welcome letter also contains a hostname
assigned by Limelight that the customer
“integrate[s] into [its] webpages.” J.A.
17237; 17790. This integration process
includes the tagging step. Moreover,
Limelight provides step-by-step instruc-
tions to its customers telling them how to
integrate Limelight’s hostname into its
webpages if the customer wants to act as
the origin for content. J.A. 17220. If
Limelight’s customers do not follow these
precise steps, Limelight’s service will not
be available. J.A. 587 at 121:22-122:22.
Limelight’s Installation Guidelines give
Limelight customers further information
on tagging content. J.A. 17791. Lastly,
the jury heard evidence that Limelight’s
engineers continuously engage with cus-
tomers’ activities. Initially, Limelight’s
engineers assist with installation and per-
form quality assurance testing. J.A.
17790. The engineers remain available if
the customer experiences any problems.
J.A. 17235. In sum, Lime-light’s custom-
ers do not merely take Limelight’s guid-
ance and act independently on their own.
Rather, Limelight establishes the manner
and timing of its customers’ performance
so that customers can only avail them-
selves of the service upon their perform-
ance of the method steps.

We conclude that the facts Akamai pre-
sented at trial constitute substantial evi-
dence from which a jury could find that
Limelight directed or controlled its cus-
tomers’ performance of each remaining
method step. As such, substantial evi-
dence supports the jury’s verdict that all
steps of the claimed methods were per-
formed by or attributable to Limelight.
Therefore, Limelight is liable for direct
infringement.

ITI.

At trial, Akamai presented substantial
evidence from which a jury could find that
Limelight directly infringed the '703 pat-
ent. Therefore, we reverse the district
court’s grant of judgment of noninfringe-
ment as a matter of law. Because issues
in the original appeal and cross-appeal re-
main, we return the case to the panel for
resolution of all residual issues consistent
with this opinion.

CONCLUSION
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Background: Licensee of patents relating
to split-gate flash technology brought pat-



