Functional Claiming Cases

Williamson v. Citrix Online, LLC, 792 F.3d 1339 (Fed. Cir. June 16, 2015) (en banc), superseding
770 F.3d 1371 (Fed. Cir. 2014)

Superseding the previous panel decision, the en banc Federal Circuit affirmed the district court’s
judgment that “distributed learning control module” was an invalid means-plus-function term that
lacked corresponding structure in the specification.!

First, the court determined that it would review the district court’s claim construction de novo
under Teva,? because the lower court based its judgment solely on the intrinsic record.?

Next, the court expressly overruled its prior precedent, which had held that the absence of the
word “means” in a claim creates a “strong” presumption that § 112(f) does not apply which “is not
readily overcome,” and that the court was “unwilling” to apply § 112(f) to such claims “without a
showing that the limitation essentially is devoid of anything that can be construed as structure.”* The
court stated that “such a heighted burden is unjustified” and had “the inappropriate practical effect of
placing a thumb on what should otherwise be a balanced analytical scale.”> Rather, the court held that
“Iwlhen a claim term lacks the word ‘means,’ the presumption can be overcome and § 112 [f] will apply
if the challenger demonstrates that the claim term fails to ‘recite sufficiently definite structure’ or else
recites ‘function without reciting sufficient structure for performing that function.’”®

Turning to the claim limitation at hand—“distributed learning control module for receiving
communications . . . for relaying the communications . . . and for coordinating the operation of the
streaming data module”” —the Federal Circuit agreed with the district court that it failed to recite
sufficiently definite structure and therefore was subject to § 112(f).8 It was “in a format consistent with
traditional mean-plus-function claim limitations,” merely “replac[ing] the term ‘means’ with the term
‘module’ and recit[ing] three functions performed.”® The court agreed that “module” was a “well-
known nonce word” which was “simply a generic description for software or hardware that performs a
specified function,” and the prefix “distributed learning control” did not add any definite structure.®
The court did not find enough detail in the claims or the specification to show “how the distributed
learning control module, by its interaction with the other components in the distributed learning control
server, is understood as the name for structure.”!

Finally, having the determined that the claim limitation did invoke § 112(f), the court held that
the claim was indefinite because the specification did not disclose adequate corresponding structure.?
Because the claim was directed to software, the specification must “disclose an algorithm for

! Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1343 (Fed. Cir. 2015). Portions of the opinion not summarized
here remain the panel’s opinion; this section alone was considered by the en banc court and changed.
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performing the claimed function.”** The court found that the portions of the disclosure Williamson
pointed to were either merely descriptions of the functions performed or descriptions of display
interfaces.'* The court refused to consider an expert declaration as evidence that the patent disclosed
structure because the whole point of requiring the specification to adequately disclose structure is that
extrinsic evidence should not be necessary to understand the scope of the patent.?®

Judge Reyna concurred with the majority’s opinion regarding the strength of the presumption in
means-plus-function claiming, but felt that the majority “stop[ped] short of addressing other equally
fundamental concerns about functional claiming.” 1* He opined that having a rigid presumption
framework might not be appropriate given that the statute itself supplies “only one test.”!” He also
questioned whether it makes sense to have the presumption turn on the use of the word “means,”
because the statute uses at least the word “step” in a similar way and the Supreme Court case which led
to the passage of § 112(f) expressed a rationale applicable to all functional claiming, regardless of any
specific language.'®

Judge Newman dissented, arguing that by disconnecting the presumption from the word
“means,” the majority ignored the statutory text, introduced additional uncertainty into the patent
system, and took away the patentee’s ability to choose whether or not to invoke § 112(f).%°

Media Rights Technologies, Inc. v. Capital One Financial Corp., No. 2014-1218, 2015 WL
5166358, at *1 (Fed. Cir. Sept. 4, 2015)

The Federal Circuit held that the term “compliance mechanism” was a means-plus-function term
and that the specification did not recite sufficient structure; therefore the patent was invalid for
indefiniteness.?

The patent at issue was “generally directed to methods, systems, and computer readable media
related to the prevention of unauthorized recording of electronic media.”?! The claims all include the
term “compliance mechanism,” which “diverts incoming media content protected by law or agreement
from being output by a system in order to stop the illegal copying or sharing of that content.”?

131d. at 1352.
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15 1d. at 1354 (“The testimony of one of ordinary skill in the art cannot supplant the total absence of structure from

the specification.”).
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20 Media Rights Techs. v. Capital One Fin. Corp., No. 2014-1218, 2015 WL 5166358, at *1 (Fed. Cir. Sept. 4,

2015).
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22d. Claim 1 is representative and reads as follows:
A method of preventing unauthorized recording of electronic media comprising:
[1] Activating a compliance mechanism in response to receiving media content by a client system,
said compliance mechanism coupled to said client system, said client system having a media
content presentation application operable thereon and coupled to said compliance mechanism;
[2] Controlling a data output pathway of said client system with said compliance mechanism by
diverting a commonly used data pathway of said media player application to a controlled data
pathway monitored by said compliance mechanism; and
[3] Directing said media content to a custom media device coupled to said compliance mechanism
via said data output path, for selectively restricting output of said media content.”

Id. (quoting U.S. Patent No. 7,316,033 col. 36 Il. 19-34 (filed Dec. 18, 2002)).



Though the claim did not recite the word “means,” the court nevertheless held that the claims,
“read in light of the specification, only recite[d] function without reciting sufficient structure for
performing that function.”?® The parties did not dispute that “‘compliance mechanism’ has no
commonly understood meaning and is not generally viewed by one skilled in the art to connote a
particular structure.”?* The court found that “the claims simply state that the ‘compliance mechanism’
can perform various functions,” and that “review of the intrinsic record does not change this
conclusion.”? The court distinguished its opinion in Inventio AG v. Thyssenkrupp Elevator Americas
Corp.,?® where it had held that “modernizing device” did not invoke § 112(f), on the grounds that the
patent in Inventio had disclosed that the “‘modernizing device’ and its internal components operated as
a circuit,” which circuit was sufficient structure.?” The court found the structure here “far less detailed
than in Inventio.”?® Thus, the court affirmed the district court’s conclusion that “compliance
mechanism” was a means-plus-function limitation.

Having concluded that “compliance mechanism” was a means-plus-function term, the court
attempted to “construe the disputed claim term by identifying the corresponding structure, material, or
acts described in the specification to which the claim term will be limited.”?® The court noted that the
patent must disclose corresponding structure for each of the four functions performed by the
“compliance mechanism”: “controlling data output by diverting a data pathway; monitoring the
controlled data pathway; managing an output path by diverting a data pathway; and stopping the play
of media content.” Because the functions are “computer-implemented,” the court required that “the
specification disclose an algorithm for performing the claimed functions.”3°

The court found that the disclosed algorithm for performing both the “controlling data output”
and “managing data output” functions, according to unrebutted expert testimony, “only returns various
error messages.”3! Furthermore, mere disclosure that there exists a “set of rules” that the “copyright
compliance mechanism” applies in order to monitor a data pathway, without any “detail about the rules
themselves or how the ‘copyright compliance mechanism’ determines whether the rules are being
enforced,” was not sufficient structure to limit the monitoring function.3? Thus, the court held that the
patent was indefinite.3

EON Corp. IP Holdings LLC v. AT&T Mobility LLC, 785 F.3d 616 (Fed. Cir. May 6, 2015)

The Federal Circuit held that plaintiff's patent was indefinite because it failed to disclose an
algorithm for several computer-implemented means-plus-function elements.3

The patent at issue was directed to software for a “local subscriber processing station” (alleged
to include a smartphone) which interacts with a television to “allow actions such as impulse purchase
transactions with immediate payment, audience participation voting, and sorting television programs by
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theme.”3> The district court held that every claim of the patent was invalid for including one or more of
eight indefinite terms, and entered summary judgment in favor of the defendants.3¢

The Federal Circuit reviewed the district court’s ultimate determination of indefiniteness de
novo, but reviewed its subsidiary factual determinations for clear error.3” The parties agreed (1) that all
the elements identified by the district court were means-plus-function claims, (2) that all the functions
were performed by computer software, and (3) that the patent did not disclose any algorithms, only a
microprocessor.3®

Although the Federal Circuit has consistently held that the corresponding structure for a
function performed by software must be an algorithm, and in any event must be “more than simply a
general purpose computer or microprocessor,”3 EON argued that the algorithm rule didn’t apply
because of an exception created in In re Katz Interactive Call Processing Patent Litigation.*° Katz had
held that a microprocessor could be sufficient structure for claims involving “basic ‘processing,’
‘receiving,” and ‘storing’ functions” because “a general purpose computer need not ‘be specially
programmed to perform the recited function.””*! But the court held that this exception did not apply to
EON'’s claim terms simply because they were “relatively simple to implement” —rather, “a
microprocessor can serve as structure for a computer-implemented function only where the claimed
function is ‘coextensive’ with a microprocessor itself.”*? To support this conclusion, the court traced the
history of the “special programming” language in Katz back to In re Alappat,* where it was used to
indicate that a “general purpose computer” had become a “special purpose computer” by way of being
programmed with any software at all.*

% 1d. (quoting U.S. Patent No. 5,663,757 (filed Mar.29, 1991)) (internal quotation marks omitted).
% 1d. at 619-20. The terms are:

1. “means under control of said replaceable software means for indicating acknowledging shipment
of an order from a remote station” (Claim 7);

2. “means controlled by replaceable software means operable with said operation control system
for . . . reconfiguring the operating modes by adding or changing features and introducing new
menus” (Claims 1-6, 8-10);

3. “means responsive to said self contained software for establishing a mode of operations for
selection of one of a plurality of authorized television program channels” (Claim 8);

4. *“means establishing a first menu directed to different interactively selectable program theme
subsets available from said authorized television program channels” (Claim 8);

5. “means for causing selected themes to automatically display a second menu” (Claim 8);

6. “means controlled by replaceable software means operable with said operation control system for
establishing and controlling a mode of operation that records historical operating data of the local
subscriber's data processing station” (Claim 9);

7. “means controlled by replaceable software means operable with said operat[ion] control system
for establishing and controlling fiscal transactions with a further local station” (Claim 10); and

8. “means for establishing an accounting mode of operation for maintaining and reporting fiscal
transactions incurred in the operation of the local subscriber's data processing station” (Claim 10).

Id.
37 1d. at 620.
3 1d. at 620-21.
% 1d. at 621.
40693 F.3d 1303 (Fed. Cir. 2011).
41 EON, 785 F.3d at 621 (quoting Katz, 693 F.3d at 1316).
421d. at 621-22.
43 33 F.3d 1526 (Fed. Cir. 1994) (en banc) (abrogated by In re Bilski, 545 F.3d 943 (Fed. Cir. 2008), aff’d but
criticized sub nom. Bilski v. Kappos, 561 U.S. 593 (2010)).
4 EON, 785 F.3d at 622-23.



Next, EON tried to argue that the microprocessor was sufficient structure because a person of
ordinary skill in the art could implement the claimed software elements.*® The court scolded that it had
“repeatedly and unequivocally rejected this argument” as “conflat[ing] the definiteness requirement of
section 112, paragraphs 2 and 6, and the enablement requirement of section 112, paragraph 1.”4® It
reiterated that “a person of ordinary skill in the art plays no role whatsoever in determining whether an
algorithm must be disclosed as structure for a functional claim element.”#

Therefore, because the algorithm rule applied and the patent disclosed no algorithms, the
claims were invalid as indefinite.*

Apple, Inc. v Motorola, Inc., Nos. 2012-1548, 2012-1549, 2014 WL 1646435 at *1-9, *38-42
(Fed. Cir. Apr. 25, 2014)

The Federal Circuit affirmed all of the district court’s claim constructions except those pertaining
to Apple’s U.S. Patent No. 7,479,949.% Claims 1, 2.9, and 10 of Apple’s ‘949 patent recite “instructions
for applying . . . heuristics” in a variety of contexts.*® The district court interpreted these claims to be
means-plus-function claims despite that absence of the term “means” and, looking to the specification
for corresponding structure, construed the “next item heuristic” in claim 1 to mean “a heuristic that
uses as one input a user’s finger tap on the right side of the device’s touch screen.”>' Based on that
construction, the district court granted Motorola’s motion for summary judgment of noninfringement.>?

Upon review, the Federal Circuit clarified its two-step approach to means-plus-function claims.
Step one is to determine whether the claim limitation invokes § 112(f).>® The absence of the term
“means” creates a rebuttable presumption that § 112(f) does not apply.>* In order to rebut that
presumption, a party must show that the claim fails to connote “‘sufficiently definite structure’ to a
person of ordinary skill in the art.”>> The court may look to the “specification, prosecution history, and
relevant external evidence” to determine whether the term connotes “sufficiently definite structure.”>®
In the computer software industry, sufficient structure can be connoted by “an outline of an algorithm, a

4 1d. at 623.

46 1d. at 623-24.

471d. at 623.

48 1d. at 624.

49 Apple, Inc. v. Motorola, Inc., Nos. 2012-1548, 2012-1549; 2014 WL 1646435 at *1 (Fed. Cir. Apr. 25, 2014).

%0 Claim 1 recites: “A computing device, comprising: a touch screen display; one or more processors; memory; and
one or more programs, wherein the one or more programs are stored in the memory and configured to be executed
by the one or more processors, the one or more programs including: instructions for detecting one or more finger
contacts with the touch screen display; instructions for applying one or more heuristics to the one or more finger
contacts to determine a command for the device; and instructions for processing the command; wherein the one or
more heuristics comprise: a vertical screen scrolling heuristic for determining that the one or more finger contacts
correspond to a one-dimensional vertical screen scrolling command rather than a two-dimensional screen translation
commence based on an angle of initial movement of a finger contact with respect to the touch screen display; a two-
dimensional screen translation heuristic for determining that the one or more finger contacts correspond to the two-
dimensional vertical screen scrolling command based on the angle of initial movement of the finger contact with
respect to the touch screen display; and a next item heuristic for determining that the one or more finger contacts
correspond to a command to transition from displaying a respective item in a set of items to displaying a next item in
the set of items. Id. at *2.
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flowchart, or a specific set of instructions or rules.” “Structure may also be provided by describing the
claim limitation’s operation, such as the input, output, or connections,” even when such a description
follows a “generic” term or “nonce word.”>’

Once it is determined that a limitation is drafted as a means-plus-function claim, step two is to
find “corresponding structure” in the specification.® If there is no corresponding structure, the claim
limitation is indefinite.>® If there is corresponding structure, the claim is construed to be limited by the
structure recited in the specification.®

In applying this framework, the court found that the term “heuristic” connoted sufficiently
definite structure to one of ordinary skill in the art such that Motorola failed to rebut the presumption
that § 112(f) did not apply.®? The court found that “heuristic” meant “one or more rules to be applied to
data to assist in drawing inferences from that data,” and thus, unlike the term “means,” it did “not
include all means for performing the recited function.”®? Without deciding whether the term “heuristic”
alone provided sufficient structure, the court found that structure was connoted by language in the
claims and specification describing the inputs (finger contacts), outputs (vertical screen scrolling, two-
dimensional translation, etc.), and how the outputs may be achieved (via angle of initial movement of
finger contact).®® Thus, § 112(f) did not apply, and the district court’s construction, which used the
specification to limit the term “next item heuristic,” was reversed.

Dissenting-in-part, Judge Prost criticized the majority for “import[ing] the second step of the
analysis (where you define the scope of a means-plus-function claim term based on the corresponding
structure in the specification) into the first step (where you identify whether the term is drafted in
means-plus-function format).”®> According to her, the majority’s position allows claimants to use
functional language without the word “means” to effectively claim all means for performing the function
recited—instead of being limited to the structures recited in the specification (as would one who did use
the word “means”) or limited to the structure recited in the claims (as would one who did not use
means-plus-function claiming), non-limiting structure recited in the spec can prevent invocation of
§ 112(f) altogether.®® She would agree with the district court that Apple’s claims do invoke § 112(f), but
would include the “right-to-left horizontal swipe” structure as well as the “tap on the right side of the
touchscreen” structure in construing “next page heuristic.”®’

Ibormeith IP, LLC v. Mercedes-Benz USA, LLC, 732 F.3d 1376 (Fed. Cir. Oct. 22, 2013)

In this case about a patent for “sleepiness detection,” the Federal Circuit ruled that an overly
vague description of an algorithm is insufficient to overcome indefiniteness under § 112(f). This
judgment affirmed the district court’s ruling.%®
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As described by the court, § 112(f) lets patentees “build into the literal coverage . . . a certain
scope for equivalents in performing a defined function.”% However, in order to profit from this form of
claim, the claim must be “tied to a structure defined with sufficient particularity.””°

In Ibormeith, the Federal Circuit clarified the line separating definite versus indefinite claims. A
claim “need not be so particularized as to eliminate the need for any implementation choices by a skilled
artisan; but it must be sufficiently defined to render the bounds of the claim . . . understandable by the
implementer.””*

Following these guidelines, the court concluded that the disclosed “sleep propensity algorithm”
did not adequately definite structure, as it was more like an “algorithm template.”’> Summarizing the
facts of the case, the court explained that “[a] description of an algorithm that places no limitations on
how values are calculated, combined, or weighed is insufficient to make the bounds of the claim
understandable.””?

The court distinguished this case from cases such as Typhoon Touch and WMS Gaming, because
those cases did not rely on a specification passage that lacked indication of “which factors should be
used and in what combination and with what relative weights.””*

elcommerce.com, Inc. v. SAP AG, No. 2011-1369, 2014 WL 685622 (Fed. Cir. Feb. 24, 2014)

In this patent infringement suit, the Federal Circuit held that a court must receive sufficient
evidence to assess what a “person skilled in the art” would know even on indefiniteness, despite its
status as a pure question of law. 7 In this instance, at least, that meant evidence provided by “technical
experts.”’® Because the district court granted summary judgment without a “proper evidentiary basis
for its conclusion,” the Federal Circuit vacated its opinion and remanded the case.””

The key statutory hook in this case was §§112(b) and (f).”® According to precedent, under this
statute, “a means-plus-function clause is indefinite if a person of ordinary skill in the art would be
unable to recognize the structure in the specification and associate it with the corresponding function in
the claim.””® At the foundation of this assessment is “the existing knowledge [both] in the field” and in
“the person of ordinary skill.”#°

This requirement, based on the baseline knowledge of a “person of ordinary skill,” sets a lower
bound for the amount of detail required in a specification, but it also allows the drafter to leave out a
certain amount of tacit information. Specifically, it allows the drafter to leave out routine information
so0 as not to clutter or “encumber” the specification.?!

8 1d. at 1379; see Chiuminatta Concrete Concepts, Inv. V. Cardinal Indus., Inc., 145 F.3d 1303, 1310 (Fed. Cir.
1998).

01d. at 1308; see e.g., Function Media, LLC. v. Google, Inc., 708 F.3d. 1310, 1317 (Fed. Cir. 2013).

1 1d.; see AllVoice Computing PLC v. Nuance Comme’ns, Inc., 504 F.3d 1236, 1245-46 (Fed. Cir. 2007).

21d. at 1379, 1381.

3 1d. at 1382.

4 1d. (citing Typhoon Touch Techs., Inc., v. Dell, Inc., 659 F.3d 1376 (Fed. Cir. 2011); WMS Gaming, Inc. v. Int’|
Game Tech., 184 F.3d 1339 (Fed. Cir. 1999)).

7> elcommerce.com, Inc. v. SAP AG, No. 2011-1369, 2014 WL 685622, at *15 (Fed. Cir. Feb. 24, 2014).
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81d. at *10.

9 1d. (citing Noah Sys., Inc. v. Intuit Inc., 675 F.3d 1302, 1312 (Fed. Cir. 2012)) (internal quotation marks omitted).
8 d.

81 1d. at *12; see Creo Prods., Inc. v. Presstek, Inc., 305 F.3d 1337, 1347 (Fed. Cir. 2002).



To establish whether the drafter has correctly decided what knowledge to put in the
specification and what to leave out, expert testimony is “typically . . . necessary.”® In this case,
however, there was no expert testimony on this topic.®

According to the majority, the court cannot ordinarily decide whether, “for a specific function,”
the specification is detailed enough for a person of ordinary skill in the art.#* The court did not expressly
hold that expert testimony is always necessary, in every situation, but it did hold that “thereisno...
prohibition on such expertise.”® And the fact that the district court was reversed solely because of the
absence of such testimony suggests it will often be required. Of particular relevance in this case, the
Federal Circuit noted, the “district court persistently asked for evidence and was given none.”%®

Judge Wallach, dissenting in part, wrote that the district court had no need for testimony
because the specification “failed to describe structure at all.”®” As such, there was no factual dispute.®®
As Judge Wallach stated, “[i]t is questionable whether the absence of evidence can create a disputed
question of material fact . .. .”#

In fact, according to the Wallach, to require expert testimony in this case would have
contradicted precedent.”® By his interpretation, Noah Systems “prohibits reliance on such [expert]
testimony when there is ‘a total absence of structure’ from the specification.”®® Default Proof, in turn,
asserted that “the testimony of one of ordinary skill in the art cannot supplant the total absence of
structure from the specification.”%?

The core disagreement, it seems, was whether there actually was a “total absence of structure”
in the specification. Wallach said yes: “In cases such as this one, where the means-plus-function term is
implemented in the software,” the corresponding structure must be an “algorithm disclosed in the
specification.”3

The majority, however, argued that there are specific protocols of claims for computer-
implemented systems.?* For these types of systems, “functional-type block diagrams” such as the ones
in the elcommerce patent are acceptable and, “in fact, preferable” over traditional disclosures when the
structure or acts at issue are “‘well within the skill of persons of ordinary skill in the art.”% Note that
these diagrams must “serve in conjunction with the rest of the specification to enable a person skilled in
the art to make such a selection and practice the claimed invention with only a reasonable degree of
routine experimentation.” °® According to the Federal Circuit, these requirements were met by “page-
after-page of text and flow-charts and block diagrams illustrating supporting structure.”®’
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8 1d. at *14.

8 d.
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87 1d. at *16 (Wallach, J., dissenting in part) (citing elcommerce.com, Inc. v. SAP AG, No 09-4458, 2011 WL
710487, at *13 (E.D. Pa. Mar. 1, 2011)(“Claim Construction Op.”)).
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% Id. (citing Noah Systems, 675 F.3d at 1313).

92 Default Proof Credit Card Sys., Inc. v. Home Depot U.S.A., Inc., 412 F.3d 1291, 1302 (Fed. Cir. 2005).

9 elcommerce.com, Inc. v. SAP AG, No. 2011-1369, 2014 WL 685622, at *15 (Fed. Cir. Feb. 24, 2014) (citing
Harris Corp. v. Ericsson Inc., 417 F.3d 1241, 1249 (Fed. Cir. 2005)).

% 1d. at *12 (majority opinion) (citing Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1340 (Fed. Cir. 2008)).
% |Id. (citing In re Ghiron, 442 F.2d 985, 991 (CCPA 1971)).

% Id. (citing Ghiron, 442 F.2d at 991).
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Augme Technologies, Inc. v. Yahoo! Inc., 755 F.3d 1326 (Fed. Cir. June 20, 2014)

Augme sued Yahoo! for alleged infringement of a set of patents for displaying ads or other
functionalities on webpages.®® Among the issues on appeal was the district court’s summary judgment
ruling that two means-plus-function claims were invalid. The Federal Circuit affirmed.

The claims recited “means for assembling, at said server system, said second computer readable
code module.”'® The court found that this was clearly a computer-implemented means-plus-function
limitation, and as such, required that the specification “disclose an algorithm for performing the claimed
function.”*®* Though the court acknowledged that the algorithm may be expressed in “any
understandable terms including as a mathematical formula, in prose, or as a flow chart, or in any other
manner that provides sufficient structure,”%? in this case the court found that the specification “merely
restate[d] the recited function.”!®® The portions of the specification the plaintiff pointed to for support
disclosed “a single step 238 labeled ‘[a]ssemble second code module’” and explained that “‘code
assembler instructions’ do the assembling.”%* The court found that “[s]imply disclosing a black box that
performs the recited function is not a sufficient explanation of the algorithm required to render the
means-plus-function term definite.”1%

“wi

Triton Tech of Texas, LLC v. Nintentdo of America, Inc., 753 F.3d 1375 (Fed. Cir. June 13, 2014)

In this opinion by Judge Moore, the Federal Circuit affirmed the district court’s ruling that the
asserted claims to an input device for a computer were invalid for indefiniteness.®® The claims recited
“integrator means associated with said input device for integrating said acceleration signals over
time.”%%” Triton conceded that the structure corresponding to “integrator means” was a conventional
microprocessor, and so the court required that “the specification must also disclose the algorithm that
the computer performs to accomplish that function.”% Since the court decided that Triton had waived
its other arguments by not presenting them to the lower court, Triton was left with its argument that its
use of the phrase “numerical integration” in the specification was “sufficient disclosure of an algorithm
because numerical integration was well known to those skilled in the art.”% However, the court found
that this did “not disclose an algorithm—i.e., a step-by-step procedure—for performing the claimed
function” but was “hardly more than a restatement of the integrating function itself.”1® No matter how
well known a class of algorithms in the art, the patent must still disclose one.!!

% Augme Techs., Inc. v. Yahoo! Inc., 755 F.3d 1326, 1329 (Fed. Cir. 2014).

% 1d. at 1337.
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marks omitted).
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196 Triton Tech of Tx., LLC v. Nintendo of Am., Inc., 753 F.3d 1375, 1380 (2014). Triton was suing over the Wii
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ePlus, Inc. v. Lawson Software, Inc., 700 F.3d 509 (Fed. Cir. Nov. 21, 2012)

The Federal Circuit held two asserted system claims indefinite for the specification’s failure to
disclose the structure or algorithm associated with the claimed “processing means.” The patented
invention involved new systems and methods for electronic sourcing. Each of the claims that implicated
the indefiniteness issue recited a “means for processing” in a means plus function format. Lawson, the
accused infringer, argued that the specification contained no structure or algorithm for this processing
means.

ePlus pointed to three parts of the specification as explaining the structure for processing.
However, the panel found that none of the sections even mentioned a structure. Where the
specification discussed the claimed processing means, it merely referred to the function. Therefore, the
claims were indefinite.

The court rejected ePlus’s argument that it was not required to recite a structure for the
processing means because it was already known in the art. On the contrary, “[t]he indefiniteness
inquiry is concerned with whether the bounds of the invention are sufficiently demarcated, not with
whether one of ordinary skill in the art may find a way to practice the invention. . .. We rather look at
the disclosure of the patent and determine if one of skill in the art would have understood that
disclosure to encompass the required structure.”?

The Federal Circuit also distinguished the Typhoon Touch Technologies case.'® In Typhoon
Touch Technologies, the court held that a disclosure sufficiently definite if it “recites in prose the
algorithm to be implemented by the programmer.”*'* The specification must describe the algorithm,
but it need not disclose source code. According to the ePlus panel, however, this case was inapplicable:
“[u]nlike in Typhoon Technologies, there is not even a recitation in simple prose that can be deciphered
as a structural limitation on the patent claims.”'*® Therefore, the “patentee has in effect claimed
everything that generates purchase orders under the sun,” rendering the claims indefinite.!1®

Power Integrations, Inc. v. Fairchild Semiconductor Intern., Inc., 711 F.3d 1348 (Fed. Cir. Mar.
26, 2013)

Addressing whether “soft start circuit,” was a means-plus-function claim element under § 112(f),
the Federal Circuit held that the claim term held sufficient structure to avoid a means-plus-function
construction. The patent-in-suit recited “a soft start circuit that provides a signal instructing said drive
circuit to discontinue said drive signal when said magnitude of said oscillation signal is greater than a
magnitude of said frequency variation signal,” and “a soft start circuit that provides a signal instructing
said drive circuit to disable said drive signal during at least a portion of said maximum time period.” The

112 eplus, Inc. v. Lawson Software, Inc., 700 F.3d 509, 519 (Fed. Cir. Nov. 21, 2012).
113 Typhoon Touch Technologies, Inc. v. Dell, Inc., 659 F.3d 1376 (Fed. Cir. 2011).
114 1d. at 1385-86.

115 epjys, 700 F.3d at 520.

116 1d. at 519.



district court ruled that the soft start circuit would be limited to structures described in the
specification.”

The Federal Circuit disagreed. First, the element lacked the word “means,” which gives rise to a
strong presumption against a means-plus-function construction. Further, previous case law holds that a
“circuit” is often sufficient structure alone. According to the Federal Circuit, this claim went beyond
simply reciting a circuit, giving a “clear and unambiguous description of the circuit’s operation.”
Although there were multiple ways to achieve a “soft start circuit,” the Federal Circuit “require[s] only
that the claim term be used in common parlance or by ordinarily skilled artisans to designate sufficiently
definite structure, even if the term covers a broad class of structures.”*!® Because the claims clearly
described a circuit, a straightforward function, and an output, it recited sufficient structure to avoid
means-plus-function designation.®

TecSec, Inc. v. Int’l Bus. Mach. Corp., No. 2012-1415, 2013 WL 5452049 (Fed. Cir. Oct. 2. 2013)

In this case relating to the methods and systems of secure computer data, the Federal Circuit
held that the district court incorrectly construed the patentee’s claims.*?° Specifically, the court
examined whether particular claim language, namely the use of the word “means”, invoked 35 U.S.C. §
112(f).*?! The parties disputed sixteen claim limitations that employed the term “means,” including the
use of “system memory means” and “digital memory means.”2? The district court considered these
limitations as triggering § 112(f). The Federal Circuit disagreed.

As the Federal Circuit explained, the term “means” only triggers “a rebuttable presumption that
§112(f) applies.”*?®* One way this presumption is overcome is if the claim “recites sufficient structure for
performing the described functions in their entirety.” 12* Sufficient structure is established if the claim
term “is used in common parlance or by persons of skill in the pertinent art to designate structure.”!?
Structure is established even if “the term identifies the structures by their function.”%®

According to the Federal Circuit, the term “system memory means” overcomes the §112(f)
presumption because it recites sufficient structure to “perform the ‘storing data’ function.”?” More
specifically, to those skilled in the art, “a system memory is a specific structure that stores data.” %

Furthermore, the court explains, that “system memory means” is not a “means-plus function”
limitation.?° This was not the holding in Chicago Board, where the “system memory means” at issue
performed a “more specific function than simply storing data.”%

117 power Integrations, Inc. v. Fairchild Semiconductor Intern., Inc., 711 F.3d 1348, 1363-66 (Fed. Cir. Mar. 26,
2013).

118 1d. at 1365.
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The court similarly determined that the term “digital logic means” was also not subject to
§112(f).13* The claims “do not recite a function for the digital logic means to perform.”*3 Moreover,
“digital logic” designated a specific structure to skilled artisans, and was comprised of other specific
structural elements.?® As such, the district court “erred when it held that the term ‘digital logic means’
was a means-plus-unction limitation.” 134

Judge Reyna dissented on separate grounds related to appellate procedure. %

129 4.
130 4.
1314
e
EE
134 14
13514, at 12.
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