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I get no kick from champagne

Mere alcohol doesn’t thrill me at all

So tell me why should it be true
That I get a kick out of you?
-- Cole Porter
What’s in a name?  

That which we call a rose 

By any other name 

would smell as sweet
-- Shakespeare 

When is tequila not tequila?  Answer: when it’s produced in the United States.  J.B. Wagoner learned this lesson the hard way when he began selling an alcoholic spirit distilled from the fermented juice of the blue agave plants grown on his 25-acre property in Temecula, California.  Blue agave is the same cactus-like succulent from which tequila is made in Mexico, and Wagoner followed essentially the same distillation process as the Mexicans.  However, tequila is a protected geographical indication (GI).
  Only blue agave spirits produced in Jalisco and a few neighboring counties in Mexico can be legally sold under that name.
  Because Wagoner’s blue agave was grown and distilled outside this designated region, he was legally barred from selling his product as “tequila.”  
Mexico’s claim to “own” the name tequila is based on the reputation Mexican distillers have earned that associates their product with a geographically defined source.
  Tequila thus functions as a kind of trademark certifying authenticity of origin.
  Most people may not know exactly where in Mexico tequila is made nor that tequila is actually the name of a town.  Yet, tequila the spirit is widely associated with Mexican cuisine and culture.  Moreover, there are no commercial producers of blue agave spirits outside of Mexico who use that name—at least not operating in the US market.
  Therefore, under US trademark law, Mexican producers enjoy an exclusive right to the mark “tequila.”
Yet, for many people, tequila signifies a particular type of alcohol as much as an indication of origin.  This linguistic ambiguity is heightened by a lack of any commonly used generic name for blue agave spirits created outside Mexico.
  Unlike champagne, where the generic term “sparkling wine” serves to identify fizzy wine produced outside the Champagne region of France, most people have probably no idea what a “blue agave spirit” is.  Thus, JB Wagoner faces a dilemma:  If he cannot call his product “tequila,” he needs another way to alert his customers to the nature of his product. 
The problem with tequila is that, like many legally protected GIs, it has a dual meaning.  It simultaneously denotes both a distinct product type as well as the geographical source of that product.  This problem become particularly acute, where, as with tequila, established generic terms do not exist as an alternative.
  Tequila is hardly the only GI for which alternative generic descriptors are lacking.  How many people could identify a corn whiskey aged in charred oak barrels without the label “bourbon.”  And how would you know a blue-veined sheep cheese cured in limestone caves without the name “roquefort.”
  Competitors producing comparable products outside the protected region of origin face the same dilemma as JB Wagoner.  
Nor are GIs the only example of such a “dual meaning” problem.  Many other well-known trademarked products—Thermos, Band-Aid, Tupperware, Xerox, Rollerblades, Frisbee—are commonly used to refer to both a product class as well as the leading brand name exemplar of that class.
  Imitators of such “dual meaning” brand names frequently clash with the trademark holders over the linguistic terrain on which their products  compete.
  At issue is the extent to which trademark law forecloses competing uses of a protected mark or GI.

Of course, one possible outcome is for the brand name to be deemed generic.  If the primary meaning of the name to consumers denotes product rather than source then trademark rights are extinguished and the mark is free for all to use.  While line between generic and non-generic names can be difficult to draw, much scholarship has been devoted to this challenge, and no attempt will be made here to contribute to this literature.  Rather, this Article focuses on the rights of competitors in cases where “dual meaning” trademarks have not yet become generic and thus retain their trademark protection.  The question then becomes to what extent are competitors permitted to make “fair use” of the protected mark without infringing the rights of trademark owner?  
Therefore, we will assume that “tequila” remains a distinctive source signifier and valid trademark.  If so, under what circumstances can JB Wagoner legally refer to tequila to describe the type of product he has made without infringing on the source identifying function of Mexico’s GI?  Wagoner had initially marketed his product under the name TEMEQUILA, a play on its city of origin.  Despite his use of a distinctive red, white and blue bottle with "Made in the USA" printed in big letters on the front of the bottle, Wagoner received a letter from lawyers representing the Tequila Regulatory Council objecting to his use of “temequila” on the ground that the name would confuse consumers into thinking the product came from Mexico.  The Council’s view was backed by the US Alcohol and Tobacco Tax and Trade Bureau which rejected Wagoner’s application for use of the name.  The Bureau also objected to Wagoner’s advertising using the slogan “Not your Mamacita’s tequila.”  To add insult to injury, Wagoner was barred from participating in the Los Angeles Tequila Festival—in his own backyard.
Wagoner has continued selling his spirit under the name “JB Wagoner's Ultra Premium 100 percent blue agave,” and, by most accounts, it is a quality product that has attained a degree of commercial success in the growing market for high-end tequilas.  Although he no longer uses the word tequila—or any variant of it—on the bottle, his advertising employs the slogan:  "It's not tequila. It's JB Wagoner's!"  Wagoner’s slogan “not tequila” offers customers a not-so-subtle clue as to the nature of his wares.  Is this a “fair use” of Mexico’s GI?  If not, what would be?
Mexican tequila distillers will argue that any use of the word “tequila” in connection with Wagoner’s non-authentic product will confuse consumers and unfairly trade on the  reputation for quality that existing tequila  producers have painstaking built up over centuries.  Moreover, such uses risk diluting the strength of the mark, either by blurring the distinctive Mexican identity of the product or potentially tarnishing it through an association with an inferior knock-off.  Finally, by associating the word tequila with a non-Mexican “blue agave spirit, tequila may lose its distinctive geographical meaning entirely and become a purely generic term free for anyone to use.
Wagoner will counter that competitors have the right to copy any unpatented product and trademark law should not create a de facto monopoly.  In cases where the trademark is the only simple way to tell customers what they’ve copied, they should be allowed to use the mark in this descriptive sense.  To hold otherwise would increase confusion among customers who would be unsure what to buy.  This would both increase search costs and impede free competition that could lead to lower prices, allowing the trademark owners to exact an undeserved premium for their wares.  Moreover, the right to comparative advertising is protected under the First Amendment as free speech.

Balancing these competing interests presents a knotty challenge.  Although there is a long line of precedent in US trademark law protecting the rights of “honest copyists” the assumptions underlying such rulings have been called into question by the dramatic expansion of trademark rights in recent decades.
  Theories of sponsorship and subliminal associations give the concept of “confusing” consumers a sharper bite than previously acknowledged.  Moreover, even in the absence of consumer confusion, the Federal Trademark Dilution Act (FTDA) protects famous trademarks against competing uses that impair the distinctive character of the mark (“trademark dilution”).  However, considerable ambiguity remains as to extent to which competing uses of a dual meaning trademark will be deemed “dilutive.”  At the same time, the scope of the fair use exception is itself in flux, its doctrinal foundations uncertain and splintered among the rival formulations of the federal circuits.
  Clarifying the intersection between these separate doctrines thus helps to shed light on two unsettled areas of trademark law in order to balance the competing interests of copyists and mark holders.

In the case of GIs, this balance is of more than domestic interest.  GIs have long proved the subject of heated international debate, characterized by an Old World/New World split in which “Old World” producers, led by the European Union have pushed for higher levels of protection and “New World” rivals led by the United States have resisted.
  Recent scholarship on GIs has focused on debating the merits of the competing international standards they have advocated, with the TRIPS Agreement essentially splitting the difference between them by adopting two different levels of protection.
  Yet, what is generally overlooked amidst this debate is that the level of protection currently available to GIs under US trademark law, in fact, goes potentially well beyond the substantive minima which US negotiators have advocated internationally.  Indeed, under the FTDA, famous GIs already enjoy a level of protection under US law that comes much closer to the sort of per se ban on competitive uses advocated in Europe than is generally recognized.
  In clarifying the extent of this protection, this Article offers a possible compromise position at the international level, providing a nuanced basis to balance competing interests that would in fact be preferable to either of the bright-line standards set by TRIPS.  
An illustration of such a possibility can be found in an analogous regulatory scheme established by the US Bureau of Alcohol Tobacco and Firearms (BATF) governing “semi-generic” wine labels.  Such labeling rules recognize that many GIs have a dual meaning, describing both the specific geographic origin of a good as well as serving as a more general descriptor for a type of product, independent of its origin.  Thus, to some people, “champagne” automatically brings up associations with France (and an assumption of French origins), while to others, it merely describes a type of sparkling wine.  The BATF scheme resolves these potentially conflicting meanings by subjecting non-geographical uses of GIs (i.e. those referring solely to product type) to two requirements:  (1) The true origins must be clearly identified.  Thus, sparkling wine made in California must be labeled clearly as “California champagne.”  (2)  The competing product must authentically replicate the characteristics associated with the GI.  Thus, not all blond bubbly can be sold as “California champagne” in the US; it must be produced using the traditional “methòde champenoise.”  Lesser imitations can be sold as “Champagne-style,” while the really cheap stuff gets labeled “sparkling wine” or, at the very bottom end, “carbonated wine beverage.”

The BATF rules therefore link the extent to which descriptive use of a GI is permitted to the authenticity of imitation, with a kind of implicit sliding scale whereby  competitors are only allowed to use the GI to the extent they have “earned it” by producing a comparable product.  The logic underlying this regulatory scheme could be imported as the conceptual framework to regulate common law “fair use” of other “dual meaning” marks that fall outside the BATF’s regulatory scope.  
The implicit balance struck in the BATF regulatory scheme need not be taken as canonical.  Instead of predetermined outcomes along a defined spectrum, courts could engage in a broader balancing of competitive need against risk of dilution.  Among the factors to consider: (a) the strength of the mark in terms of “brand image” and prestige as well as its function as a source identifier; (b) authenticity of imitation: extent to which the competitor has duplicated the qualities associated with the underlying product apart from its place of origin; (c) effect on competition: barriers to entry due to inadequacies of alternative generic names and/or costs of alternative marketing strategies vs. risk that competitors may unfairly trade on mark’s established reputation; (d) consumer search costs entailed by granting exclusive vs. shared rights: risk of confusion, feasibility of comparative shopping, nature of the good, method/frequency of purchase, channels of distribution, price, sophistication of consumers, etc.; (e) form and extent of infringing use; (f) indicia of intent: evidence of good/bad faith on part of copyist. 

Furthermore, insights from psycho-linguistic theory (semantics, semiotics, cognitive psychology, etc.) can be brought to bear on this inquiry.  For example, one of the main arguments against “semi-generic” uses of marks is the risk of genericide (i.e. that the mark will lose its source identifying capacity).  To evaluate this threat requires a dynamic understanding of the way in which meanings and associations change over time.    
I.     Under What Circumstances Can JB Use Tequila?
A.  The Truthful Copyist 
The right of one who copies an unpatented product to refer to the original by its trademarked name in order to explain to the public what they have copied is well established.  However, there remains considerable uncertainty as to the extent of this “copyist’s privilege.”  
The rule was first stated in the 1910 decision by the US Supreme Court in Saxlehner v. Wagner.
  That case was brought by the owner of a natural mineral spring in Budapest asserting exclusive rights to use the name “Hunyadi” for mineral water sold in the US.  The defendant, a Cincinnati manufacturer, sold a competing product under the label "W. T. Wagner's Sons Carbonated Artificial Hunyadi Conforming to Fresenius Analysis of Hunyadi Janos Springs."
  The Court upheld the circuit court’s refusal to enjoin the use of the word, “Hunyadi,” in part because that term had become the name for “any mineral water of a certain type coming from a more or less extensive district, if not anywhere in Hungary.”
  Therefore, the narrow holding of Saxlehner applied only to cases where copyists “refer to a geographical expression to signify the source of one’s model.”

At the same time, the Court’s rationale appeared to extend even to cases where the mark was more than a mere “geographical expression.”
  Justice Holmes, writing for the Court, rejected the plaintiff's intent to gain what he saw as amounting to a backdoor patent.  A trademark owner cannot “extend the monopoly of such trade-mark or trade name as she may have to a monopoly of her type of bitter water, by preventing manufacturers from telling the public in a way that will be understood what they are copying and trying to sell.”
  “[W]hen the article has a well-known name,” Holmes argued, a copyist should have “the right to explain by that name what they imitate.”
  

Holmes defended the imitator’s right to use the original trademark in this manner because “[b]y doing so they are not trying to get the good will of the name, but the good will of the goods.”   His distinction between these two different sorts of goodwill has been endorsed by a long line of precedent that has recognized a similar “copyist’s privilege.”
  As formulated in one of the leading cases, Smith v. Chanel,
 a copyist “may use the trademark in his advertising to identify the product he has copied . . . so long as [1] it does not contain misrepresentations or [2] create a reasonable likelihood that purchasers will be confused as to the source, identity, or sponsorship of the advertiser’s product.”
  
Despite this accumulated body of precedent, there is still plenty of uncertainty as how far the copyist’s privilege reaches . . .
1.
Distinguishing Types of Goodwill.  Saxlehner and its progeny rely on a conceptual distinction between trading on the goodwill of the good vs. trading on the goodwill of the trademarked name.  The former is permitted, while the latter constitutes infringement.  However, in reality, this distinction rests on an artificial dichotomy which assumes that product type can be distinguished from source in the nexus of relevant consumer associations.  Yet, because almost all products have unique attributes that are specific to the particular brand, product type and source go hand-in-hand, and thus it is difficult to disaggregate the two different types of goodwill that have accrued.  Instead, consumers typically form an overall “brand image” of the product that combines both elements.  The potential for misappropriation of the “wrong” sort of goodwill suggests that substantive limits ought to be built into the doctrinal contours of the privilege to ensure the right balance is maintained . . . .

2.
Intent.  Holmes allows the copyist’s reference because “they are trying to get the good will of the goods” only, not the good will of the name.  However, by doing so, the copyist inevitably benefits from both types of goodwill.
  How can we be sure the copyist’s intent is not primarily to trade on the name?  Would the privilege be automatically negated if we can show that was their intent?  What would be indicia of such bad faith?  
3.
Authenticity.  Chanel qualifies the copyist’s privilege by stipulating that there be no “misrepresentations.”  Does this condition only apply to specific representation made regarding the copy, or does the mere fact of invoking comparisons to the brand name itself imply a warranty of comparability?  Do we care if the copyists has failed to replicate certain desirable attributes of the original?  If so, how should comparability, authenticity, etc. be assessed, and from whose vantage point?  Some cases, including Saxlehner suggest authenticity should not matter, except perhaps if the copyist is acting in bad faith.  Others imply that at least a minimum threshold of authenticity is required in order to invoke the privilege.  Or perhaps a sliding scale analogous as the BATF?  Finally, is the “misrepresentation” rule a component of trademark fair use analysis, or a separate issue concerning “deceptive advertising”?  
4.  Amount of usage: Does the copyist privilege allow unlimited reference to the original trademark?  For example, “Dior, Dior, Dior” sings the copyist’s jingle.  Is repetitive, gratuitous use of the Christian Dior mark grounds to deny the privilege?
5.  Type of usage:  Is there a difference between fair use in advertising (Chanel), on the product label, or as part of the product name (“Artificial Hunyadi”)?  Are only bilateral comparisons (e.g. compare “X to Y”) allowed vs. more ambiguous references:  e.g. “Chanel-type,” “California Tequila”?

6.
Necessity of use:  Does it matter if the mark is obscure and there are alternative ways to describe what you’ve copied?  

7.  Risk of confusion.  Is any appreciable amount of consumer confusion tolerable?  Does it depend only on how consumers perceive the use or is the copyist’s conduct relevant.  How much weight should disclaimers carry?

8.
Risk of dilution—The Saxlehner, Chanel line of cases precede the emergence of dilution doctrine as an alternative theory of trademark infringement.  Does the privilege still stand up?  Does it need to be modified?  
Case law on the copyist’s privilege is ambiguous on these issues.  We need to take a step back and return to broader principles of fair use. . . .
B. Fair Use Case Law
  1.      “Classic” descriptive fair use

Red herring of “acquired descriptiveness”

2. Nominative Fair Use


                Is this a separate doctrine or special case?  

       Ambiguities in Ninth Circuit test

3. The Special Nominative Case Of Imitators In Direct Competition With Original 
Accuracy is a key factor missing from existing doctrine.  Important indicator as to good faith, balance of equities
C. Bureau of Alcohol, Tobacco and Firearms Regulatory Scheme

Regulatory usage linked to accuracy of imitation

Importing BATF scheme to TM law

      D.
Towards a Common Law Balancing Test of Copyist Fair Use

� GIs identify goods whose reputation is attributable to their geographic origins.  See TRIPS Art. 21.  They presuppose a triadic relationship of reputational associations between product, place, and name.  As such, they function legally in a manner analogous to trademarks—e.g. ensuring that only sparkling wine authentically produced in the Champagne region of France can be sold as “champagne.”  


� Use of the name “tequila” is specifically protected under a bilateral US-Mexico treaty.  Moreover, TRIPS, the WTO’s intellectual property agreement, requires Member States to provide both a minimum level of protection for geographical indications generally as well as an elevated standard of protection for wine and spirits.  Compare TRIPS Art. 22 (barring uses of GIs “in a manner which mislead the public as to the geographical origin of the good”), with TRIPS Art. 23 (per se ban on use of wine and spirit GIs for competing products not from the indicated region of origin).


� By “Mexico,” of course, I don’t mean the country as a whole, but rather the subset of authorized tequila producers operating within the designated region of traditional production according to guidelines prescribed by the government.


� Tequila would seem to qualify under US trademark law as a certification mark both of regional origin and method of production – open to any producer in the region who follows the guidelines for tequila-making proscribed by Mexican law.   Whereas US domestic law treats GIs as subject to standard trademark law principles, under international law, GIs are frequented accorded sui generis protection.  For example, TRIPS, the WTO agreement on intellectual property sets forth rules for GIs in a separate section than its trademark provisions.  Compare TRIPS Arts. 15-21 (dealing with trademarks) with Arts. 22-24 (dealing with GIs).


� Cf. Roquefort; Fontina.


� Mezcal used to be a generic name for agave liquor of any kind—whether made from blue agave or from other varieties of the succulent.  However, Mezcal has itself assumed a more specific meaning in recent years as a GI signifying a particular agave spirit produced in Oaxaca, Mexico.


� Even for products such as champagne where established generic alternatives exist, imprecision as to meaning can arise.  For example, “sparkling wine” can be made by many methods.  The traditional methode champenoise used in Champagne is a costly time consuming process.  Yet, other bulk methods result in an inferior product, which the term “sparkling wine” fails to distinguish between.  One might identify the product by the specific method of production used.  Yet, France claims “methode champenoise” itself as a protected GI.  In Europe, other sparkling wine produced by this method must be sold instead under the name methode traditionelle.  Whether JB Wagoner could use the phrase “tequila method” to label his product under US law remains to be seen.    


� How many people would know what a crumbly, semi-soft white cheese cured in brine signified without the label “feta”?  Protected in Europe, not the US.  


� This sort of dual meaning problem frequently arises when the brand name good enjoyed a period of competitive dominance, perhaps due to a patent that gave it a market exclusive.  


� However, because GIs function a collectively-owned marks that may be used by several different producers within the designated region accompanied by a more specific house mark, the “dual meaning” problem is especially acute in the GI context.  Because the mark designates a product associated with multiple producers whose wares may vary in their specific characteristics, consumers already associate the mark with a type of good rather than any one specific source.  Furthermore, GIs are commonly used as stand-alone lower case nouns (rather than an adjectival modifiers of a generic noun, e.g. Band-Aid brand adhesive bandages) further reinforcing the impression that the word implies a thing more than an indication of origin.


� See infra xxx


� See infra xxx.  A split the Supreme Court only partly resolved in K.P. Permanente.


� Unlike most international IP issues where the debate plays out along a North-South axis, GIs have proved one of the few examples where the struggle is primarily a North-North issue.  Because many geographically renowned products come from Europe, the EU has a vested interest in strong GIs whereas the US and other “New World” competitors are populated by immigrants who have replicated the traditional goods associated with GIs and want equal access to market them.  Some also draw a contrast between “artisinal” GIs and industrial imitators, although as Justin Hughes demonstrates, this distinction is something of a myth.  See Justin Hughes, forthcoming, Hastings L. J.


� The standard adopted in TRIPS, the WTO agreement on intellectual property provides two different levels of protection for geographical indications:  Most GIs only receive protection against competing products which mislead consumers as to their geographical origins, which is what the US wanted.  By contrast, wine and spirits enjoy a higher level of protection which bars any competing use of a similar indication, even where it would not cause consumer confusion (e.g. "champagne-style").  Thus, tequila is protected more than Roquefort.  The EU now seeks to extend this higher level of protection to goods of all kinds; the US naturally opposes this, and much of the rest of the world has again aligned along this “Old World”/“New World” axis.  Id.


� See Hughes, supra note xx, at xx.


� 216 U.S. 375, 380 (1910).


� Id. 


� The lower court had upheld the plaintiff’s trademark as to the more specific name “Hunyadi Janos” and enjoined the defendant’s use of this more specific mark, a ruling that the Supreme Court also endorsed upon appeal.  Id.  Thus, the phrase “Conforming to Fresenius Analysis of Hunyadi Janos Springs,” at least as used by the defendant to label its product would appear to have deemed an infringement of the mark.  


� 216 U.S. at 380.


� The extent to Holmes’ characterization of the mark in this way amounts to finding that “Hunyadi” was generic is unclear.  An earlier case had held that although “Hunyadi” was generic “in a certain sense,” intentional copying would still violate the plaintiff’s mark.  Saxlehner v. Eisner & Mendelson Co., 179 U.S. 19, 33. (1900).   And even a mere “geographical expression,” geographical indications, even then, were eligible for protection against unfair competition under common law trademark principles.  Therefore, the copyist’s privilege recognized in Hunyadi arguably goes beyond mere dicta.  However, if so, it is unclear why the second phrase “Conforming to Fresenius Analysis of Hunyadi Janos Springs,” would not have been permitted.  A puzzlement . . . .


� 216 U.S. at 380.


� Id. 


� CITES


� Smith v. Chanel, Inc., 402 F.2d 562 (9th Cir. 1968).


� Id. at 563.


� See subliminal confusion cases





