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First there were domain name disputes, then metatag disputes, and not “keyword” advertising disputes in which the trademark of one party is being employed, in one way or another,  to direct computer users to either advertisements or messages that are not sponsored by, approved by, or affiliated with the trademark holder.    Over time,  a fairly coherent body of law developed  in the  domain name and metatag cases, so that parties have some idea of the limits of legitimate behavior.  

 In the “keyword” advertising cases,  courts are nowhere near consensus with respect to several issues including,  first and foremost,  the issue of “use in commerce” as a prerequisite to even being able to initiate a Lanham Act action.  At present, it appears as though there are three theories regarding “use” as applied to a party that creates a search engine or other software program that will cause a competitor’s advertisement or link to appear when an end-user “keys” in another’s trademark or web address.

Some courts have simply held that the buying and selling of trademarks to trigger advertisements is a “use in commerce,” while others have opined that the “use in commerce” requirement only applies to parties attempting to register or enforce a mark, and is not relevant to the issue of jurisdiction, at all while.   Several courts have held that unless the trademark holder’s mark is actually visual displayed,  there cannot be a “use-in-commerce.”     

The analysis based upon “visual display” is reminiscent of the 1908 holding on White-Smith v Apollo, in which the Supreme Court held that player-piano rolls were not copies of the embodied musical compositions because the rolls could not be read and understood by the naked eye.    Holding that there is no use without a “visual display,”  leaves trademark holder without a remedy in “passing off” cases in which the defendant sells substitute goods, but does not actually display or otherwise communicate the mark to a consumer.  For example, under that logic,  if a restaurant routinely substitutes “Pepsi”  and “Smirnoff” every time that customers ask for “Pepsi” or “Grey Goose”, but doe not display or speak either the Pepsi or Smirnoff mark, there could be no Lanham Act jurisdiction.   

In this paper, I will argue under two theories that there should be jurisdiction against the search engine or software provider,  but that the ultimate issue of trademark infringement must be primarily based upon the actions of the advertiser, and not on the making available of the keyword advertising programs or algorithms alone. The possibility of legal uses of a another’s mark, such as in comparative advertising, fair use, or nominative use,  makes any determination of liability based solely on the act of selling the activating “keywords” impossible.

