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I. Introduction XE "Introduction"  
He is not dead who departs from life with a high and noble fame; 
but he is dead, even while living, whose brow is branded with infamy.  
Ludwig Tieck
An easily crossed line is the one between fame, meaning widespread reputation, renown, or public eminence, and infamy, meaning evil reputation, public reproach, or strong condemnation as the result of a shameful, criminal, or outrageous act.
  Both fame and infamy arise from public perception, but, as Tieck noted, a wide chasm exists between the consequence of fame and the consequence of infamy.  Congress must agree with Tieck’s sentiment because it has recently accorded famous marks
 a greater than average “life” that extends beyond the specific goods or services associated with the mark.
  On the other hand, scandalous and immoral (or infamous) marks, while purportedly entitled to common law protection, are essentially “dead” in the federal trademark registration scheme since they are barred from receiving a federal trademark registration and all the protections and benefits encompassed therein.
  The connection between these two types of marks, while obliquely referenced in 19th century trademark matters, has never been explored.  However, drawing parallels between famous marks and scandalous and immoral marks reveals a new, two-tiered approach to determining scandalous and immoral marks that will more appropriately cabin in the scope of the registration prohibition and create greater consistency in its application.
    
The generally accorded purpose of a trademark is to identify that a product is generated from a single source, thus distinguishing the product from that generated by other sources.
  Ask the residents of Scottsdale, Arizona if vulgar terms can serve as a source-identifier, and they may not know what you are asking.  If you ask them about the new Pink Taco restaurant, they are likely to express outrage at Harry Morton’s expansion of the Las Vegas restaurant into Scottsdale.
  Although the Patent and Trademark Office (PTO) apparently is unaware of its meaning, the term “pink taco” purports to be a vulgar slang term for a portion of female anatomy.
  Despite its “scandalous” nature, “pink taco” has obviously served as an excellent source identifier.

So if these scandalous and immoral marks are successful in their semiotic function, the question becomes why did Congress prohibit federal registration of such trademarks?  This, of course, raises a host of secondary questions regarding what should constitute a scandalous or immoral trademark.  

Given the few decisions interpreting scandalous marks, creating a more appropriate standard appears to be addressing a minor conflict in trademark law.  However, the problem is far greater than the few decisions indicate.  Some estimate that the scandalous mark registration prohibition is used to reject hundreds of trademark applications each year, but very few of these decisions are appealed.
  In recent years, many of these rejected applications likely are intent-to-use applications, meaning that the applicants have not spent time, money, or other significant resources in creating customer association and good-will between their products and the rejected marks.  However, others applicants may have filed their application after using their marks in interstate commerce.  For these applicants, a rejection of their federal registration application means that the applicants either will have to abandon their marks in which they invested or will continue to use their marks without being able to receive the protection of federal registration.  Either option prejudices the marks’ owners.  Creating a more consistent and predictable standard better allows future applicants to predict whether they will be able to obtain a federal registration for their marks and, presuming that this is the function of the prohibition, will better guide them initially to more “appropriate” marks.
Under the current trademark registration act, a trademark cannot be registered if it “consists of or comprises immoral, deceptive, or scandalous matter.”
 Even though Congress added the scandalous and immoral prohibition in 1905, it has never provided a definition or a standard.
  On the other hand, because this prohibition affects a statutory right, the statutory prohibition must be comport with Fifth Amendment due process rights by being “sufficiently precise to enable the PTO and the courts to apply the law fairly and to notify a would-be registrant that the mark he adopts will not be granted a federal registration.”
  Courts have generally relied upon dictionary definitions to define and apply the parameters of “scandalousness.”
  Such definitions, however, merely cast in new words the same ill-defined concept.  To date, the search for a unified and consistent standard to determine whether a mark consists or comprises of scandalous or immoral matters has proven less than successful.  At this stage, it is questionable whether the scandalous bar is sufficiently precise to give notice to a trademark owner that his or her adopted mark will be barred from federal registration as scandalous or immoral because the existing decisions have produced a morass of confusing standards.
Courts recognize that application of the scandalous and immoral registration bar has been confusing and apparently inconsistent.  Part of the reason for the inconsistency is that societal standards change over time.  Thus, “what was considered scandalous as a trademark or service mark twenty, thirty or fifty years may no longer be considered so, given the changes in societal attitudes.  Marks once though scandalous may now be thought merely humorous (or even quaint). . . .”
  While it is true that societal standards change, it is not true that there is no possibility of having consistency in the standard, merely that, over decades, there may not be consistency in the outcome.  
In comparison to the century-long prohibition on scandalous marks, famous marks were not recognized by Congress until 1995 although state courts recognized the need to provide additional protections for certain, well-known marks as early as 1947.  The rights accorded famous marks are more akin to an absolute property right in that the public associates the marks with a single source (and single image) without needing to reference the associated goods and services.  Before vesting near absolute property rights in the owners of famous marks, Congress identified at least 8 factors that indicate a sufficiently high level of fame to warrant dilution protection.
  These 8 factors are different facets of three essential considerations:  (1) whether the mark is the kind that can have a singular interpretation in society regardless of the associated goods or services; (2) the meaning ascribed to the mark; and (3) the scale of the public’s understanding, or the level of fame, that the term has.  The recent elevation and clarification of famous marks raises the question of whether famous trademark’s ugly stepsister, per se scandalous marks, should be determined using the same type of test.  Although courts have wrestled with the scope of protection to be afforded under a dilution claim, the considerations regarding what constitutes fame is informative if one considers certain scandalous and immoral marks to be the inverse of a famous mark, namely, marks which are scandalous or immoral regardless of the associated goods.    
Even though Congress only recently recognized the absolute property right accorded famous trademarks, others have hinted at the connection between famous and scandalous marks.  Before Congress enacted the prohibition on the registration of scandalous trademarks, the Patent Office (now known as the Patent and Trademark Office or PTO) considered a trademark application to register a mark consisting of the square and compass Masonic emblem in connection with flour.
  Initially, the PTO rejected the application because the Masonic emblem had world-wide recognition as associated with a long-standing, quasi-religious fraternity and, thus, could not serve as a source-identifier for the flour merchant.
  Rather than serving to identify a particular source of the flour, the Masonic emblem would have led the public to assume that the flour merchant was a member of the Mason fraternity.  This could be seen as an early example of the Patent Office rejecting an application because of a mark’s fame – having such a strong association with an existing entity that it is unavailable as a trademark for another entity in a different field.
  Upon appeal, the Commissioner of Patents recognized the fame of the Masonic emblem as important by questioning whether the Masonic emblems “are not to be regarded as its property, at least in such a sense, that no person can monopolize them as trade-mark devices.”
  The Commissioner of Patents did not answer his own question regarding property rights.  Rather, he rested his decision upon a similar ground as the PTO Examiner.  According to the Commissioner, the public would not only believe that the flour merchant was connected to the Mason fraternity but such a connection would be a deception.
  In discussing the public’s reaction to the Masonic mark in trade, the Commissioner noted the following:
Among masons with whom this token has a moral significance, its use in that capacity would undoubtedly be regarded as a base prostitution of it to mercenary purposes, while with others its mystic force would often dissipate its virtues as a trade-mark, and perhaps in some instances place the article it appeared upon under a ban.

Thus, the Commissioner emphasized that members of the Masonic community, and those who disliked the Masonic community, may regard the proposed trade-marks as creating “strong condemnation” as the result of the “shameful” or “outrageous act” of associating Freemasonry with trade.
  In other words, the mark would be scandalous either because the merchant was commercializing an important moral and ethical philosophy or because the merchant was associated with a morally corrupt and depraved group, depending upon the individual’s perception of Freemasonry.  
As recognized in the PTO’s decision regarding the Masonic emblem as a trademark, there is a strong connection between a famous mark and an infamous or scandalous mark.  Part II of this article discusses the evolution of the registration prohibition on scandalous marks.  In particular, it will highlight previously unrecognized aspects of the common law and international law regimes that formed the legal landscape prior to the congressional enactment of the scandalous registration bar in 1905.  Part III discusses the evolution of the scandalous registration bar through case law and also suggests specific areas previously considered under the scandalous bar that now more appropriately are considered under disparagement.  Part IV discusses the proposed two tiered test for evaluating whether a mark is scandalous or immoral.  The first tier concerns per se scandalous marks, which are analogized to famous marks in that there is a singular image or meaning associated with the mark without the need to consider the associated goods or services.  Moreover, unlike famous marks, there is no legislative or statutory language to prevent finding a mark scandalous based upon an understanding in a niche geographic region.  The first tier, therefore, also includes marks that are per se scandalous in a niche geographic region.  The second tier of scandalous and immoral marks are contextually scandalous marks, namely, those that require examination of the associated goods and services, expected channels of trade, and other marketplace considerations before determining whether the mark is scandalous or immoral.  Again, an evaluation of niche fame, this time in the context of niche market fame, creates a more consistent standard.  Part V concludes.  
II. Evolution of the Registration Prohibition on Scandalous Marks XE "Evolution of the Registration Prohibition on Scandalous Marks"  
A. Development of a Federal Trademark Statute XE "Development of a Federal Trademark Statute"   

As early as 1860, the House of Representatives considered federal legislation to protect the exclusive use of trademarks.
  Believing the protection of trade to be one of the principal objects of government, a Committee on Commerce report identified two advantages to regulating the use of false trade marks:  (1) to ensure that the mark’s owner can retain the advantage associated with his own skill or superior quality of goods or services and (2) to give the public a means to distinguish among different manufacturer’s goods and judge the quality of the articles purchased.
  
The first federal law to authorize the registration of trademarks was enacted in 1870 (“the 1870 Act”), and by October of 1878, more than 7,200 trademarks were issued a federal registration.
  Under the 1870 Act, the following “so-called trade-marks” were barred from registration:  marks that cannot become a lawful trademark; the name of a person, firm, or corporation that does not have additional distinguishing matter; marks identical to prior registered marks; or marks so similar to prior registered marks as to be likely to deceive the public.
  
Because the 1870 Act failed to define trademarks, the first prohibition was interpreted as limiting the federal registry to those symbols that could constitute trademarks under the common law.
  If the common law prior to 1870 recognized that certain marks are not lawful based upon scandalousness or immorality, then the 1870 Act, in effect, would have incorporated the scandalous registration prohibition that was later expressly enumerated.  Moreover, it might also support the notion that scandalous and immoral marks cannot be protected under the common law from infringement or misappropriation.  On the other hand, even if Congress did incorporate a scandalous prohibition in the 1870 Act, it likely did so by mere fortuity.  At least one contemporary legal scholar speculated that Congress used general language to incorporate the common law because “[t]he promoters of the bill had very little knowledge of the general common law of the matter.”
  In 1879, the 1870 Act was struck down by the Supreme Court as unconstitutional.
  
Congress recognized both the importance of trademarks to the consuming public and manufacturing companies and the importance of having a singular, federal system for protecting trademarks.
  Within a month of the Supreme Court’s decision, the Committee on Manufactures considered a Constitutional amendment to give Congress the power to grant, protect, and regulate the right to adopt and use trademarks.
  Alternatively, Congress considered passing a more limited trademark registration act.
  
By 1881, Congress chose to enact the more limited act (“the 1881 Act”).
  To address the Supreme Court’s constitutionality concerns (in an overly cautious approach), the 1881 Act only allowed registration of trademarks used in commerce with foreign nations or with Native American tribes.
  Aside from the registration requirements, the 1881 Act listed only two bars to federal registration:  marks that are the name of the applicant and marks for the same class of goods that are identical to another person’s registered trademark or that are so similar as to cause a likelihood of confusion, mistake, or deception for the public.
  The first registration bar is, in essence, identical to the second bar in the 1870 Act, and the second registration bar is nearly identical to the last two registration prohibitions in the 1870 Act.
  The main difference between the prohibitions in the 1870 Act and those in the 1881 Act is the fact that the 1881 Act lacks the first 1870 Act registration prohibition, a specific incorporation of the common law definition of trademark.  As with the 1870 Act, however, courts interpreted the 1881 Act as incorporating the common law parameters regarding what symbols could (and could not) constitute a trademark.

Almost immediately upon passage of the 1881 Act, various groups attempted to amend it, leading to the first suggestion of a “scandalous” registration bar in 1892.  One of the many reasons given to amend the 1881 Act was to include in the 1881 Act a penalty provision, and a second reason was to consolidate the statutory provisions regulating labels with that regulating trademarks.  First, Congress recognized the need for a need for a new penalties provision.  In 1876, Congress passed an act to penalize trademark infringement.
  When Congress enacted the 1881 Act, it improperly assumed that the trademark infringement penalties in the 1876 Act would be applicable to the 1881 Act, but the courts held otherwise.
  Second, Congress also reconsidered the statutory provisions for regulating labels.  The distinction between a trademark and a label was a difficult one to draw or apply, leading to unnecessary confusion regarding how merchants can protect themselves.
  This nebulous distinction created more confusion than solutions, leading Congress to consider how to consolidate the trademark and label laws into a cohesive, federal statute.
  The need to provide penalties and clarify the law, in conjunction with pressure to include trademarks used in interstate commerce, led Congress to reevaluate the language of the 1881 Act.  
Amendment advocates suggested only two substantive changes to the scope of trademark protection, to include labels and trademarks used in interstate commerce.  However, an 1892 proposal to change section 1 of the statute suggested three substantive changes.  Section 1 of the statute would limit “registration to marks and labels used in foreign or interstate commerce or with Indian tribes, and to such as are not offensive to public sentiment or morals.”
  This suggested language is notable for several reasons.  First, there appear to be no other Congressional records prior to 1892 where any Committee, Congressman, or other group advocates for a prohibition based upon offensive language, which separates this substantive change from the others.  Second, the Committee did not recommend revising the 1881 Act to preclude registration of trademarks on any of the other, subsequently added grounds in the 1905 Act, such as the prohibition against using national symbols.  This singular recommendation to preclude registering offensive marks indicates that this prohibition held unique import.  Third, the prohibition is on trademarks that offend, rather than merely restricting enforcement of trademarks associated with businesses that offend.  Thus, the Committee indicated a need to focus on marks rather than merely whether the marks were associated with unlawful businesses, a restriction included in another section of the 1870 Act and the 1881 Act.
  Unfortunately, the Committee failed to explain in this, or any other document, why this particular preclusion was considered important.  The Committee may have been greatly influenced, however, by the common law and the various international regimes that had similar registration prohibitions.   
After years of negotiation, Congress enacted significant changes to the federal trademark statute in the Act of February 20, 1905 (“the 1905 Act”).
  The 1905 Act significantly increased the enumerated reasons why a trademark registration may be barred, including any mark that “consists of or comprises immoral or scandalous matter.”
   
Since 1905, Congress has revised the trademark registration statute a number of times.  The most significant restructuring was introduced by Representative Fritz G. Lanham in 1938 and was enacted as the Act of July 5, 1946 (“the Lanham Act”).
  The stated purpose of the Lanham Act amendments was to “place all matters relating to trademarks in one statute and to eliminate judicial obscurity, to simplify registration and to make it strong and more liberal, to dispense with mere technical prohibitions and arbitrary provisions, to make procedure simple, and relief against infringement prompt and effective.”
  Irrespective of this purpose, the Lanham Act did not clarify the purpose, the scope, or the applicable standard for the scandalous mark registration prohibition.  In fact, the language for the scandalous mark registration prohibition did not change until 1994, when it became the following:  “consists of or comprises immoral, deceptive, or scandalous matter.”
  Thus, the various Congressional bodies that have amended the Lanham Act over the years have not been troubled by lack of definition or parameters for what constitutes “scandalous matter” but have repeated the phrasing regarding scandalous matter with minimal alteration for about a century.  
B. Historical Roots for the Scandalous Bar XE "Historical Roots for the Scandalous Bar"  
Little in the legislative history describes why Congress added the bar to registering scandalous matter in the 1905 Act.  Courts interpreted the prior acts relating to trademarks as including various common law prohibitions upon what can constitute a “lawful” trademark even though the statute had expressly enumerated some prohibitions and failed to include the others.
  The common law, therefore, is one likely source to inform why Congress added the scandalous mark registration prohibition in 1905.  Two aspects of common law are relevant.  The pre-1870 law is pertinent to evaluate the general landscape of trademark law.  While it does not specifically inform why Congress enacted a scandalous bar to registration, it does elucidate the state of trademark law as Congress considered creating a registry.  Of more relevance, the common law between the 1870 Act and the 1905 Act clarifies why Congress may have added the scandalous bar (and other bars) to the trademark registration regime in the 1905 Act.  

Moreover, while Congress contemplated revisions to the 1881 Act, it was also considering the trademark registration regimes of various foreign countries, particularly those in Europe and the other Americas.  Examining the registration systems in these foreign jurisdictions demonstrates that several influential, foreign countries added a scandalous bar to their trademark registration regimes before the 1905 Act.  The climate of trademark law on a national and international level indicates that Congress may have intended the 1905 Act to be a more explicit codification of preexisting law such that “registration is in aid of common law and equity.”
  
1 Common Law in the United States XE "Common Law in the United States"  
  Before the first treatise on trademarks in 1860, United States common law on trademarks was difficult to discern and, thus, often led to confusion among practitioners, in the courts, and with the general public.
  The pre-1860 common law, as summarized in Francis Upton’s groundbreaking treatise on trademark law, described the right to adopt any mark in broad terms:  a manufacturer had the right to adopt any mark that could serve as a source-identifier as long as the mark was not generic, descriptive, or previously appropriated.
  Additionally, pre-1860 courts refused to enforce trademarks that were fraudulent or deceptive.
  
Upton makes only one relevant but somewhat mysterious statement connecting immorality and trademarks.  In the context of discussing the proscription on deceptive trademarks and the pro-competitive effect of trademark protection, Upton states that “[n]o just reason can be assigned why, upon similar grounds, this salutary [trademark] protection should not be extended, in like manner, to every business and occupation that is not positively immoral in its character, or vicious in its tendency.”
  Assuming that the terms “scandalous” and “immoral” are to be given distinct meanings in the 1905 Act’s registration prohibition, this statement would, at most, inform the common law precursor to the immorality portion of the 1905 Act.  Unfortunately, Upton does not clarify or expand upon this statement, leaving scholars to speculate as to his precise meaning.  There are two possibilities regarding Upton’s meaning:  (1) that trademark protection should not be granted to businesses when the nature of the business and product are improper; or (2) that courts should not enforce trademarks that, when considered in light of the associated goods, are deceptive.    
One interpretation of Upton’s statement, merely based upon its language, is that trademark protection should not be granted to, or that courts cannot enforce a trademark for, businesses based solely upon the nature of the business and product rather than upon the nature of the mark itself.  Certainly some courts would agree with such an assessment.  Justice Clerke of the New York Supreme Court noted that “it is unquestionably the duty of courts to regard with disfavor every establishment having any tendency to corrupt the public morals, to create idle or dissipated habits, to encourage a craving for undue excitement, or to impair the taste for domestic attachments and domestic society.”
  If Justice Clerke’s statements served as a foundation for a general understanding of immorality, many common trademarks would immediately fall into disrepute merely because they are perceived by some as associated with idleness or encouraging undue excitement.  Fortunately, no subsequent courts endorsed Justice Clerke’s stated position.
 
A prominent legal scholar of the late 19th century, William Henry Browne, also noted that any business conflicting with the morals of the time should be void as against public policy, making such businesses unlawful and, thus, unable to enforce trademark and unfair competition rights.
  His specific examples of unlawful businesses included those that use trademarks on obscene publications, on articles used in committing acts of vice such as assassination, while trading with the enemy during a time of war, and while engaging a business that violates the laws of another nation.
  Browne’s examples all consist of businesses that, in and of themselves, should not be able to enforce legal rights.  These “unlawful” businesses may be divided into two categories.  First, there are businesses that may be considered immoral when evaluated in light of the mores of the time, such as an obscene publication or an article used in committing acts of vice.  One cannot determine what constitutes obscenity or a vice, nor whether such obscenity and vices are prohibited, without assessing society’s standards at that time.
  However, at least one type of “unlawful” business seems to fall more as an absolute prohibition without need to reference the mores of the time:  trading with the enemy during times of a declared war.
  These unlawful businesses may not, expressly, inform what would have been considered an immoral trademark.  They do indicate that there are some forms of “immorality” that are per se immoral whereas others require contextual evaluation. 
None of Browne’s examples were based upon cases where the court refused to enforce a trademark based upon use of a trademark for an unlawful business.  Before the 1905 Act, however, there is one group of cases where courts often refused to enforce trademark rights because of the “morality” of the business: those associated with “quack medicine.”
  Regardless of the various courts’ ultimate decisions regarding enforceability of trademark rights, the relevant portions of the courts’ consideration focused on the morality or immorality of quack medicine and not that of the associated trademarks.  Even so, some courts questioned whether it was proper to preclude enforcing the legal rights of quack medicine practitioners merely because of the practitioners’ products.  Several courts considered it improper to prevent enforcement of quack medicine trademarks when the purported medicines either had doubtful medicinal properties or otherwise were harmless.
  In connection with a trademark dispute involving pills of questionable medicinal value, Judge Sutherland in the New York courts noted the following:  

It does not appear that the pills are positively injurious; it is not to be believed that they have a tithe of the wonderful and benign curative or preventative capacity claimed for them . . . .  [I]f these pills are an innocent humbug, by which both parties are trying to make money, I doubt whether it is my duty, on those questions of property, of right and wrong between the parties, to step outside of the case, and abridge the innocent individual liberty which all persons must be presumed to have in common, of suffering themselves to be humbugged.
  

Moreover, the Supreme Court resolved any debate regarding enforceability of trademarks for quack medicines before Congress enacted the 1905 Act.  The Supreme Court noted that trademark law was insufficient, standing alone, to allow courts to refuse to enforce trademark laws in favor of “quack medicine” manufacturers without additional legislation.
  As long as the associated product was not harmful, courts could not fail to enforce trademark rights based upon the legitimacy of the associated product.  

To the extent that various courts and legal scholars believed that certain “unlawful” businesses should not be able to enforce trademark rights, the 1870 Act and 1881 Act reflected a similar proposition.  Section 84 of the 1870 Act and Section 8 of the 1881 Act prohibited enforcement of a trademark used in any “unlawful business” or upon any injurious article.
  Even assuming that Upton was referring to such unlawful businesses, however, one must question if “unlawful businesses” can inform the scope of the scandalous bar to trademark registration.  When Congress added the scandalous prohibition in the 1905 Act, it retained the refusal to enforce trademarks used in unlawful businesses.
  If one were to assume that unlawful businesses encompassed the same scope as immoral or scandalous trademarks, having both provisions in the 1905 would be entirely redundant.  Moreover, if the two provisions were intended to encompass the same scope, one would expect Congress to use the same terms, which it did not.  It is most likely that the prohibition against enforcing unlawful businesses, and the examples of unlawful businesses, reflected more upon equity courts’ general refusal to enforce unlawful businesses rather than upon trademark law and the acquisition of a property right in a trademark.
  The fact that the business attempts to enforce a trademark right is almost incidental to the discussion.  The identified problem is with the business and not with the trademark matter, and it is unlikely that these cases and statements reflect upon the subsequently added prohibition on registration of a mark consisting of scandalous or immoral matter.
 
In addition to the unlawful businesses, Browne discussed one example of an immoral business from French law.  Monks in Bordeaux were exporting white wine to Turkey under the mark MINERAL WATER even though Turks, by their religion, were forbidden from drinking alcohol.
  Businessmen in Burgundy, hearing about the Bordeaux success, undertook the same business practice using the same mark of MINERAL WATER.  While this scenario would be ripe for an unfair competition claim, Browne supposed that the Bordeaux monks would not have standing due to their “immoral” business practice of marking an alcoholic product as water and then selling the product to people who are forbidden from drinking alcohol.
  In Browne’s discussion, the fact that alcohol consumption violates a tenet of the Turks’ religion was an important element in determining that the business is immoral and, thus, that the monks could not enforce their unfair competition claim.  Moreover, Browne specifically rejected the supposition that the monks would have no standing because the MINERAL WATER mark was deceptive.
  In other words, courts would not refuse to enforce the mark merely because it indicated that the product was a kind of water rather than alcohol because, as Browne emphatically stated, no one was deceived.
  The purchasers were well aware that they purchased alcohol rather than water.  Rather, it is the business of enticing Turks to violate their religion, rather than the mark, that led to the unenforceability.  
Although Browne’s example concerns an immoral business, it also confirms that, based upon the preexisting common law, the immorality registration prohibition likely was perceived as a mechanism to protect religions from abuse by trademark owners.  Unlike the Bordeaux monks example, however, the common law does not indicate that a trademark, which standing alone has no religious significance, would be considered immoral.  Rather, it is use of religious terms and icons that would be immoral, similar to the Masonic emblems example.  However, the reason that these marks are improper trademarks is not solely related to the religious significance.  Rather, these religious terms and icons are rejected because, based upon the standards of the time, they could not serve as an adequate source-identifier.  Browne confirms this perception when he discusses the refusal to register the Masonic emblems as a trademark, which recognized that some may be offended by use of the Masonic emblems but also recognized that the reason to reject the registration application was the inability of the mark to serve as a source-identifier.
  Likewise, Browne presumed that a trademark for CHRISTIAN would be rejected because of its strong connection to a religious faith, precluding it from adequately serving as a merchant’s source-identifier, whereas other symbols that had lost their religious significance, like the Maltese cross, could adequately serve as a trademark.
  Browne also notes that, for symbols that have lost their religious significance, use as a valid mark for goods offends no one.
  Thus, under Browne’s discussion of the common law protection for trademarks, trademarks that expressly adopt religious terms or icons are improper trademarks because the mark cannot serve the essential purpose of a trademark, namely, as a means to identify the source.
  In light of this common law approach, the registration prohibition on immoral marks fits into the general purpose of the regulatory scheme, to prevent registration of marks that cannot serve as an adequate source-identifier.  
Alternatively, Upton’s mysterious statement may have been referring to the character of the mark in light of the character of the business.  Courts should not enforce trademarks that, when considered in light of the associated goods, are deceptive.  For example, Upton discusses Fetridge v. Wells, an American case evaluating whether the trademark BALM OF THOUSAND FLOWERS, associated with “quack medicine,” should be protected.
  The court stated that “if the plaintiff and his firm are themselves engaged in a systematic plan for deceiving the public . . . by false representations of the composition, qualities and uses of the liquid compound which they invite the public to buy, . . . a court of equity would violated its principles, and abuse its powers, by consenting to aid him, by an injunction or otherwise, in accomplishing their design.”
  The Fetridge court did not refuse to enforce the trademarks solely based upon the nature of the business, which comports with the trend toward finding that quack medicine was not a per se unlawful business.  Rather, the court first focused on the deceptive nature of the mark (falsely representing the compound’s ingredients) and then discussed the nature of the business (claiming that the compound was composed of purely vegetable, medicinal and powerful substances from healing blossoms when it was merely soap).
  Even after discussing the nature of the business, the court quickly restated that its purpose in doing so was to determine whether the trademark was intended for the purpose of deceiving and actually would deceive the public.
  
By quickly refocusing the discussion on the BALM OF THOUSAND FLOWERS mark, the Fetridge court honed in on the specific manner in which the mark must interact with the product before the mark is improper – or perhaps immoral – namely, marks cannot be enforced when they are deceptively descriptive.
  Both Upton in his treatise and subsequent courts looked to the BALM OF THOUSAND FLOWERS case as standing for the proposition that deceptively descriptive trademarks are improper.
  Thus, one could argue that the pre-1870 common law would consider a mark immoral if it were deceptively descriptive, which would make the mark immoral regardless of the mores of the time. 
The structure of the 1905 Act, however, belies any indication that Congress referred to or intended to include deceptive trademarks as in the immoral portion of the scandalous mark registration prohibition.  In the 1870 Act and 1881 Act, the clause that prohibits enforcement of unlawful businesses or injurious articles also includes a clause prohibiting courts from enforcing any trademark “which has been formed and used with the design of deceiving the public in the purchase or use of any article of merchandise.”
  As with the “unlawful businesses” provision, Congress retained the term rendering unenforceable deceptive marks when it added the scandalous prohibition in the 1905 Act.
  Thus, if one were to assume that immoral trademarks encompassed deceptively descriptive trademarks, having both provisions in the 1905 would be redundant.  Moreover, Congress subsequently amended the Lanham Act to prohibit registration of deceptive trademarks.
  In so doing, Congress reaffirmed that immoral trademarks was not meant to include deceptively descriptive trademarks.  
Although there is little in the legislative history or court decisions prior to 1905 to inform the parameters or meaning of immorality or scandalousness, one cannot infer that legal scholars were silent regarding morality or scandalousness in their trademark discussions.  In a discussion regarding selecting and obtaining a trademark registration shortly after the 1870 Act, William Browne included a short section extolling trademark owners to choose trademarks with propriety.
  He recommended choosing a mark that does not shock the sensibilities of any people in the world on the basis of moral, religious, or political grounds.
  According to Browne, a lawful mark must not transgress the rules of morality or public policy.
  Browne further opines, without support in case law, that judges would not enforce a trademark comprised of any religious emblem.
  Two essential points should be noted.  First, Browne’s discussion focuses solely upon certain marks as being improper regardless of the goods with which they are associated, indicating that, for at least one legal scholar, certain symbols were per se inviolate.  The only example Browne identified as an improper trademark further reinforces this point, namely an application consisting of a picture of a sitting, smiling, and drunk devil carrying six bottles.
  Without reference to the associated goods or a statutory basis for rejecting the application, Browne expressed outrage that the Patent Office even considered registering the trademark.  Second, in Browne’s estimation, the 1870 Act and the 1881 Act, which incorporated a common law understanding of lawful trademarks, would prohibit marks that lack propriety –marks that were scandalous or immoral.  
Congress did not include additional registration prohibitions in the 1905 Act in a vacuum.  Rather, the common law landscape prior to 1905 indicates that some scholars and the PTO were considering, at the very least, whether immoral marks should be given any protection.  As one may expect from the determination of unlawful businesses, immoral marks include those comprised of terms or icons that are associated with an established religion.  Notably, these marks would not only be prohibited based upon their potential for causing offense, but also because they cannot properly identify the source of the goods.  In addition, at least one scholar of the time would prohibit registration for marks that would offend based upon other morality or political affiliation, demonstrating that the scandalous mark registration prohibition had its roots in the pre-existing common law discussions.  Unfortunately, these common law discussions only provide a little more guidance regarding the appropriate scope of the scandalous mark registration prohibition.  
2 The Influence of International Trademark Law in the United States XE "The Influence of International Trademark Law in the United States" 
Particularly when United States federal trademark law was in its infancy, legal scholars often referred to the more developed trademark law in foreign countries to evaluate appropriate principles for United States law, particularly those of England, France, and other European nations.
  Likewise, in the years before the 1905 Act, some legal scholars turned to foreign law to define the parameters of a “trademark.”
  Congress also considered coordinating trademark regulation at an international level well before the 1905 Act.
  Examining American perception or recitation of the foreign trademark law demonstrates an international shift towards having a registration system and a shirt towards these systems utilizing similar registration prohibitions.  American law appears to have developed on a parallel, if later, track. 
Before the 1870 Act, few foreign jurisdictions had a registration system.  Austria’s law of December 7, 1858, was the most developed registration system, providing for exclusive use of a trademark in connection with the associated merchandise when it is registered.
  The Austrian system had four trademark registration prohibitions:  (1) no marks in general use in commerce for particular merchandise; (2) no marks which consist only of letters, words, or numerals; (3) no marks that are the arms of the State or of its provinces; and (4) no marks that are the name, the firm-title, or the denomination of another manufacturer or native.
  France, Bavaria, Sardinia, Wirtemberg, Russia, and Italy also had registration systems of some sort before the 1870 Act although some were less developed or narrower in scope than others.
  Great Britain’s House of Commons considered a registration system, but no such system was adopted before the 1870 Act.
  None of the enacted registration systems had specific prohibitions related to scandalous or immoral marks.
  However, the number of foreign jurisdictions with extensive trademark registration systems would grow in short order.  Between 1870 and 1885, the following countries enacted new trademark registration system or refined their preexisting system:  Belgium, Brazil, Canada, Germany, Great Britain, Japan, the Netherlands, Norway, Romania, Sweden, and Switzerland.
  
American law may have developed in a parallel track to foreign jurisdictions because many nations, including the United States government, coordinated efforts to enforce trademark rights.  Particularly in the 1880s, Congress kept abreast of changing international trademark regimes via consular reports.
  By 1890, the United States agreed to participate in the International American Conference, where North and South American leaders considered, among other subjects, the best method to protect each country’s trademarks from infringement and forgery in the other American countries.
  In preparation for the conference, the Senate reviewed a summary of trademark laws in various North and South American countries.
  The pre-conference summary and subsequent publications advised that several North and South American countries would not register trademarks that contain scandalous material, including Canada, Argentina and Uruguay, Brazil, and Mexico.
  
By 1873, the foreign prohibitions on scandalous or immoral trademarks fell into three categories:  (1) countries that did not prohibit or otherwise restrict registration on the basis of scandal or immorality; (2) countries that simply prohibited scandalous or immoral marks; and (3) countries that prohibited marks intended to be scandalous or immoral.  The first category includes Belgium, Japan, and Romania.
  The following countries enacted statutes that fall into the second category: Brazil, Canada’s revised 1879 statute, Germany, Great Britain,
 the Netherlands, Norway, Sweden, and Switzerland
   as well as the Argentine Republic and Uruguay and Mexico.
  Of these countries, only Canada specifically prohibited both immoral and scandalous marks.
  Denmark’s statute falls into the third category because it forbade registration of a trademark that “contains objects calculated to provoke public scandal.”
    
Congress first considered adding a prohibition against scandalous marks in 1892, when it considered whether to prohibit marks that are “offensive to public sentiment or morals.”
  Although there is no indication that the drafters referred to other country’s registration regimes, the proposed language is nearly identical to the Netherlands’ prohibition on words or designs offensive to pubic order or good morals.
  

The ultimate language included in the 1905 Act is the broadest version of the various prohibitions enacted by other countries.  Canada, the other country that expressly included scandal and immorality in its prohibition, limited it to scandalous or immoral “figures” rather than scandalous and immoral matter.  However, the language added to the 1905 Act can fairly be accorded as a broad version of the same prohibition that other countries had enacted.  Moreover, several of these countries had other registration prohibitions that would appear for the first time in the United States in the 1905 Act.
  Given the similarities and the Congressional interest in international trademark cooperation, it is not unlikely that, when Congress considered significantly revising the trademark statute into what eventually became the 1905 Act, it considered the types of prohibitions adopted by other European and American countries.
  Certainly, Congress enacted the 1905 Act in a trademark regulatory landscape, both in the United States common law and abroad, that steered it towards including a prohibition on scandalous and immoral marks. 
III. The Scandalous Mark Registration Prohibition XE "The Scandalous Registration Prohibition" 
Although the legal landscape may have had limited references to immoral and scandalous trademarks, Congress did not include any significant discussion in the 1905 Act’s legislative history of the scandalous mark registration prohibition, leaving the courts, legal scholars, and the general public no clear understanding of the prohibition’s scope.  As a result, the scandalous mark registration prohibition has evolved through the past century.  Yet, it still provides little notice regarding what kinds of marks will be rejected as scandalous or immoral.  
A. Evolution of the Standard for a Scandalous Mark XE "Evolution of the Standard for a Scandalous Mark" 
There are approximately 5 categories of marks that have been refused registration as scandalous:  (1) marks that are sexually explicit; (2) vulgar terms, which includes profanity; (3) marks with religious significance; (4) marks referring to illegal activity; and (5) marks that constitute a racial slur.  Over time and with the addition of disparagement to Section 2, the third and fifth category of marks are more appropriately considered under the prohibition on disparaging marks rather than under the scandalous and immoral prohibition.  A closer examination of some decisions reveals the lack of a cohesive landscape for the scandalous mark registration prohibition.
[This section is still under construction.  It will essentially provide a brief history of the case law applying the scandalous mark registration prohibition.  It will lay the background for the proposed two-tiered system for evaluating scandalous marks.].  
B. Current Status Regarding the Scope of the Registration Bar XE "Current Status Regarding the Scope of the Registration Bar" 
 [This section also still under construction.  It will lay out the most current version of the scandalous bar registration, which will be contrasted with the proposed alternative test in Part IV.]  
C. Justifications for Enacting the Scandalous Registration Bar XE "Justifications for Enacting the Scandalous Registration Bar" 

 XE "Justifications for Enacting the Scandalous Registration Bar"   

While struggling to define the scope of the scandalous mark registration prohibition, courts and commentators have postulated two potential justifications for enacting the scandalous registration:  avoiding the appearance of government imprimatur and protecting government resources.  Since neither sufficiently explains this particular exception to trademark registration rights, neither allows the courts to define the scope of the registration bar.  
One of the oldest justifications for barring scandalous and immoral matter is to avoid giving “the implied approval” of the mark that would result from granting a federal registration.
  Courts feared that the public will perceive the registered trademark symbol as an indication that federal government approves of the offensive mark.  Despite the purported concerns of creating a governmental imprimatur, this justification somewhat fell from favor by 1993 as an improper basis for barring registration of an applicant’s mark.
  This move reflects the recognition of an increasingly sophisticated general public, which recognizes that the issuance of a federal registration does not imply government approval of the mark.
  The Trademark Trial and Appeal Board noted that “[j]ust as the issuance of a trademark registration by this Office does not amount to a government endorsement of the quality of the goods to which the mark is applied, the act of registration is not a government imprimatur or pronouncement that the mark is a ‘good’ one in an aesthetic, or any analogous sense.”
  To a certain degree, this statement is questionable.  The public would not expect that a trademark registration reflects any information about the quality of the good or service provided because the PTO’s responsibility is to consider trademarks and not to evaluate the quality of the associated goods and services.  Moreover, because of the current registration prohibition, allowing a mark to register does indicate that the government either did not find the mark to be scandalous in its evaluation or had such doubt as to the scandalous nature that the government waited to see if anyone in the general public would contest the registration.
  Thus, the PTO does give the public, in some sense, the impression that any registered mark has been reviewed and found not to be scandalous or immoral.    
However, if avoiding government imprimatur is the reason to prohibit scandalous and immoral marks, then it would seem that the PTO has been a poor caretaker of that task.  As with all other prohibitions, when the PTO is in doubt, it allows the mark to proceed to publication with the notion that, if someone found the mark to be offensive, that person would raise an objection or cancellation action.
  If the true justification for prohibiting scandalous marks were the fear of giving government imprimatur, then it would be more appropriate for the presumption to function in the opposite direction.  In other words, if avoiding government imprimatur were so paramount, the PTO should prohibit registration of any mark that may have scandalous or immoral matter, even if the PTO is doubtful about that conclusion, rather than allowing the mark the mark to proceed to publication.     
Alternatively, in 1981, the Court of Customs and Patent Appeals postulated that the Section 2(a) prohibition reflects “a judgment by Congress that such marks not occupy the time, services, and use of funds of the federal government.”
  In other words, governmental resources should not be “wasted” in protecting scandalous material.  By its very nature, the Section 2(a) prohibition on scandalous material does constitute a judgment that these marks should not be afforded the benefits of a federal registration.
  However, a registration prohibition that is uncertain in scope and application does not avoid use of governmental resources on offensive matters.  To the contrary, one can speculate that the government spends more resources litigating whether a mark is scandalous than it would if it allowed the mark to register.
  
The obvious justification for prohibiting registration of scandalous marks is to regulate morality.  Thus, some have postulated that Congress “saw the trademark registration process as an inappropriate vehicle to use in encouraging and fostering the dissemination of offensive commercial speech.”
  By prohibiting scandalous marks, the Act chills adoption and use of commercial speech that would offend portions of the general public.  On the other hand, at least one court has rejected the implication that Section 2(a) reflects a Congressional attempt to regulate morality.
  
Perhaps the problem with intuiting the justification for the scandalous mark registration prohibition is that the prohibition, as currently applied, is entirely disconnected from the underlying purpose in protecting trademarks.  Trademarks were original granted protection as a consumer protection mechanism with the additional benefit of encouraging producers to associate their marks with good quality.  It is entirely consistent with this premise to prevent registration of marks that, for example, are so similar to other, registered marks that the general public would be confused as to the appropriate source.  Likewise, it is consistent to prohibit the registration of a recognized national flag or emblem because it could lead the public to consider the source as associated or sponsored by the nation.  Assuming that religious icons and terms were still considered incapable of serving as a source-identifier as Browne indicated in 1885, then the prohibition of religious terms and icons as immoral marks would serve the underlying purpose of the Lanham Act.  However, the scandalous mark registration prohibition, as currently applied, is entirely unrelated to concerns about consumer confusion, encouraging better quality products, or any related concerns associating the product with the mark.
  As the residents of Scottsdale, Arizona can state, vulgar terms like PINK TACO are still adequate source-identifiers.  Rather, the prohibition relates to the quality and public perception of the mark itself and, thus, more aptly resembles a famous mark granted an absolute property right.    
IV. A Two-Tiered Approach to the Scandalous Registration Bar 
When the twentieth century courts considered a test for scandalous or immoral trademarks, they were generally confined by the contemporaneous theories of trademark protection.  Until recently, it was a generally accepted principle that trademarks are only afforded a limited property right, and that the property right can only vest after use of the trademark in commerce.  Both of these aspects of trademark law are far more limited than the current expanse of trademark law.  Courts were also limited by their insistence in creating a single standard intended to draw a line between marks that are scandalous and immoral marks and those that are not. 
As the legal landscape before 1905 indicates, the original conception of scandalous and immoral marks reflected a more modern approach to trademarks – some scandalous and immoral marks have meaning without association with specific goods or services.  When that meaning is scandalous or immoral, the mark should be prohibited.  Likewise, application of these more modern principles, creating nearly absolute property rights in certain trademarks, leads to a two-tier approach to scandalous and immoral marks, paralleling the standard for famous marks, that results in a more consistent approach and likely is a more accurate reflection of the original registration prohibition.
A. Trademark as a Property Right XE "Trademark as a Property Right" 
For trademarks to serve as an effective consumer protection mechanism, they must be shielded from acquisition or misappropriation by competing entity.  Thus, trademarks are accorded the status of a property right, which is acquired by the first entity to use the mark for a specific good.
  Under the traditional approach for acquiring a trademark, the purported owner must show that he or she undertook the following steps:  created a distinctive mark not previously used for the same type of goods, applied the mark to a specific product (or, more recently, filed an intent-to-use application), and placed the marked product on the market.
  If these steps are followed, the owner acquires a limited property right.  “A trademark owner has a property right only insofar as is necessary to prevent customer confusion as to who produced the goods and to facilitate differentiation of the trademark owner’s goods.”
  A trademark owner acquires a property right in the mark solely when used with the good or service for which manufacturer appropriated the mark.
  The effect of having a limited property right is aptly summarized by Professor Clarissa Long as follows:  “with this focus on consumers, a classical trademark entitlement is essentially a set of use rights rather than purely exclusionary rights:  a trademark holder’s ability to recover is determined by the way the mark is used by others.  What constitutes a prohibited third-party use is a context-dependent question.”
  For example, Henry Morton has secured the right to use PINK TACO in connection with restaurants, clothing, and glass-wear.  Because the general public would not expect that a restaurant would also have a photocopying service, Morton could not exclude another entity from using PINK TACO for such a company or other unrelated goods or services.  

As early as 1860, legal commentators rejected the notion that anyone could acquire an absolute property right in a trademark.
  Courts expressed similar sentiments.
  For example, the New Jersey Court of Chancery stated in 1888 that “it would seem to be settled beyond question that there can be no such thing as a trademark distinct from and unconnected with a vendible commodity . . . .  It can have no existence as property, or a thing distinct from and wholly unconnected with an article of traffic.”
  As the law progressed, it would become clear that this statement is incorrect on two counts:  courts recognized and protected service marks associated with services rather than just vendible goods, and more importantly, some marks were elevated to the point where they were accorded property rights in absentia of association with a commodity. 

On the other hand, early in the registration system, legal scholars and the PTO speculated that, in some situations, an entity could have an absolute property right in a symbol, such as the PTO’s profession that Freemasons as an entity may have a property right in the Masonic emblems so that no individual can monopolize them as trademarks.
  Courts and legal scholars failed to develop this concept further, likely because they were locked into thinking that trademarks could be accorded no more than a limited property right.  In 1927, Frank I. Schechter instigated the shift towards recognizing an absolute property right in trademarks under certain conditions.
  Schechter noted that highly distinctive trademarks may be “impressed upon the public consciousness” such that the public almost automatically associated the trademark with one product or product line.
  Under Schechter’s theory, the additional trademark protection would be limited to unique marks, namely coined, arbitrary, or fanciful words or phrases that have always been associated in the public’s mind with one source.
  Examples of these kinds of unique marks are KODAK, the Nike swoosh, and ROLLS ROYCE.  Merely protecting these marks using the traditional likelihood of confusion model is insufficient to protect an essential part of the mark’s value, which is the public’s ability to instantly identify the mark’s source simply by reference to the mark.
  For example, when the public hears the word ROLLS ROYCE, they only think of products sold by the current owner of the ROLLS ROYCE mark.  A likelihood of confusion claim would only protect the ROLLS ROYCE mark from a competitor in the auto industry or related field, but it would not prevent another entity from using the mark on a product in an unrelated field.  Thus, another form of protection was necessary to prevent injuring the value of the mark by the whittling away of the mark’s instant source-identification power.
  This concept would come to be known as dilution.  

Anti-dilution law is often likened to the law of trespass where the owner has the right to prevent another entity from trespassing upon its property.
  The focus of anti-dilution laws is to protect the trademark itself from overuse or use on products that would tarnish the reputation of the trademark owner, rather than protecting the consuming public or directly protecting the owner.
  Schechter’s theory was a significant shift in that it suggested that some trademarks should be accorded full, rather than limited, property rights based upon one essential criteria:  the public’s preexisting and strong association between the mark and the source (or the mark and the image) regardless of, or without reference to, the product.  
Despite Schechter’s 1927 article, Congress still accorded trademarks only a limited property right when it enacted the Lanham Act in 1946.
  The Lanham Act legislative history includes a quote from Justice Oliver Wendell Holmes that “a trademark only gives the right to prohibit the use of it so far as to protect the owner’s good will against the sale of another’s product as his.”
  Congress may not have recognized the value of Schechter’s theory in 1946, but several state entities did.  For example, Massachusetts enacted in 1947 the first statute recognizing that certain marks should have an absolute property right.
  

The most significant shift towards an absolute propertization of trademarks has occurred over approximately the past twenty years, when trademark law as a whole has increasingly recognized new areas where trademarks should more closely resemble an absolute property right rather than merely a limited property right.
  One example is in the trade dress area.  The concept of trade dress has deep historical roots.
  In 1992, however, the Supreme Court held for the first time that inherently distinctive trade dress could receive protection as trade dress even without demonstrating that the consuming public associated the trade dress with the source.
  

In 1995, Congress fell in line with various state laws and the trend toward granted additional protection to “famous” trademarks when it adopted the 1995 Federal Trademark Dilution Act, which created a cause of action for owners of famous marks to prevent other from using that mark.
  The Federal Trademark Dilution Act protects the owners of famous marks from acts by other entities that “diminish the mark’s selling power and value because the mark is no longer associated with a single source” or dilution by blurring.
  

Blurring refers to the original Schechter theory where the public previously associated a mark with a single source and allowing others to use the same mark, even for non-competing goods and services, would blur the distinctive power of the mark.  For example, by allowing a company to use ROLLS ROYCE for coffee, the general public would no longer automatically associate the ROLLS ROYCE mark with the single source that provides cars under the ROLLS ROYCE mark.  As the dilution theory developed, at least two additional concerns have been identified.  Either underlying or related to the concern of dilution by blurring is the need to prevent other entities from free-riding or benefiting from the famous mark’s image.  A famous mark’s owner likely has invested via advertising and other means of business development to associate an image with the mark, and the junior user should not be able to free-ride or benefit from the public’s subliminal, positive impression of products associated with the famous mark.
  For example, The Coca-Cola Company has invested in its COCA-COLA brand to the point where the general public has an instant knowledge of a product’s source simply by referring to the COCA-COLA mark (source-identification protected by the blurring theory).
  Moreover, the Coca-Cola Company has invested time and money into creating an image to associate with the mark as “care-free, sophisticated, but willing to work to unite the world in ‘peace and harmony’” or, more recently, as care-free, fun-loving, young, and happy.
  Another entity trying to evoke the same youthful, care-free image for a product in an unrelated field may want to use the COCA-COLA mark to capture that image for its product without having to invest in creating that image.  Famous mark owners should be able to prevent this kind of free-riding.  When comparing famous and scandalous marks below, the essential relevant concepts are dilution by blurring and preventing a new company from free-riding on the established image associated with a famous mark. 
Advocates of the dilution theory also note a third concern.  The junior user may destroy or diminish the famous mark’s association with quality or other positive attributes by using the mark on illegal or negatively perceived business ventures, such as pornography or illicit drug use.
  To address this concern, some courts have recognized a separate cause of action called dilution by tarnishment.  

  The reason for identifying famous marks is clearly distinct from the reason to identify scandalous or immoral marks.  Famous marks are identified so that they can be protected from dilution or tarnishment and to preserve the association in the public mind of the famous mark with one, single source and/or with a positive image.
  The justification for prohibiting the registration of scandalous marks is not known but likely has more to do with protecting the general public from the necessity of referring to scandalous or immoral things in order to acquire their preferred commercial product.  The effect of having different justifications manifests in the treatment given to famous marks, which includes protecting the owner’s right to monopolize the mark, as compared to the treatment given to scandalous marks, where owners are prohibited from obtaining the benefits of a federal registration and perhaps are unable to protect the mark under the common law. 
Famous marks and scandalous marks, however, do have similarities at the initial stage of identification.  Both marks are identified by reference to the general public’s perception.  Additionally, both marks are segregated from the “average” trademark even though both types of marks can be used by new entities without confusing the public as to the source of the new product.  For example, consumers are not likely to believe that the source of a tennis instruction service branded with KODAK is the same as the source of KODAK branded photography equipment.
  Likewise, the general public should not have difficulty identifying the source of BULLSHIT beer as distinct from other sources of beer, although the public may have some trepidation regarding the ingredients.  Even though scandalous marks can serve the basic purpose accorded to trademarks – the ability to be a source-identifier – they are not given the opportunity to do so as a federally registered trademark.  Some of these scandalous marks, like famous marks, should be accorded a form of absolute property rights such that absolutely no one may acquire a federal registration containing these scandalous marks.  
B. The Proposed First Tier of Scandalous Marks:  Per Se Scandalous Marks 
 XE "Per Se Scandalous Marks More Appropriately Parallel the Scope of a \“Famous\” Mark" 
Certain marks have such power that they can serve a source-identifying function or image-identifying function without reference to the associated goods and services.  During the past twenty years, these powerful symbols have been identified in a number of arenas, such as trade dress.  Likewise, certain scandalous marks should join the ranks because of their ability to conjure a singular, negative image immediately and without reference to the associated goods. When considered for federal registration, these per se scandalous marks should be treated more like an absolute “null” property right – an absolute property right that no one may capture. Recognizing the parallel nature between famous marks and these per se scandalous marks leads to two conclusions.  First, these per se scandalous marks should be determining using a test that parallels the test used for famous marks – or at least the considerations implicit in the test for determining famous marks.  Second, given the apparent policy considerations in prohibiting scandalous marks, marks should be prohibited even if they are scandalous only within a geographic subset of the population, which some courts have recognized for famous marks as well.  These “niche geographically scandalous marks” are marks that are scandalous within a significant geographic region that is less than the entire United States.  For example, the term PINK TACO may be a vulgar reference that is only recognized in the Southwest part of the Untied States, but it would still be prohibited from federal registration under the proposed approach.  The second tier of scandalous marks, contextual scandalous marks, will be discussed in Section C.   
1 Per Se Scandalous Marks, Like Famous Marks, Do Not Need Association with the Underlying Goods XE "Per Se Scandalous Marks, Like Famous Marks, Do Not Need Association with the Underlying Goods" 
Courts have continually sought a singular test to determine whether a mark is scandalous or immoral.  Scandalous marks, however, can be divided into two tiers.  Some scandalous marks only become scandalous when considered in light of the associated good, as the court found when evaluating the MADONNA mark in association with liquor.  Other marks, however, are scandalous or immoral simply by their existence, regardless of the associated goods or services, such as vulgar terms.  These are the marks most commonly associated with the scandalous mark registration prohibition.  For example, one general intellectual property supplement gives only one example of an immoral mark - a mark resembling a sex organ.
  Likewise, its only example of a scandalous mark is one showing a mutilated corpse.
  Regardless of the associated good or services, the author implies that neither of these prohibited marks would be condoned for registration.  

Courts and the PTO have confronted such per se marks in the past.  In fact, the most recent case involving a scandalous trademark before the Federal Circuit Court of Appeals directly falls within the proposed category of a per se scandalous mark.  Pursuant to the per se scandalous mark test identified below, a mark would not fall within the per se category unless it has a singular meaning.  The term at issue, “jack off,” falls within a narrow but appropriate exception to that limitation, namely, the term had multiple meanings that are all equally scandalous.  This appears most likely to occur when the term is ascribed different meanings depending upon whether the term is used in its noun or verb form.  

As to the case itself, in In re The Boulevard Entertainment, Inc., the Federal Circuit was asked to reverse the TTAB’s determination that the 1-800-JACK-OFF and JACK-OFF marks, used for “entertainment in the nature of adult-oriented conversations by telephone,” were scandalous.
  At the examination stage, the PTO recognized that the term “jack off” has a uniformly vulgar connotation.  To reach this determination, the PTO consulted Webster’s Collegiate Dictionary, which gave a singular definition of the term and noted that it is usually considered vulgar, and three other books, Forbidden American English, American Slang, and Historical Dictionary of American Slang.
  

The main meaning of the term refers to masturbation.
  Some of the PTO’s reference material pointed to an alternate definition of an incompetent person, jerk, dolt, or idiot, but these alternate definitions are really the difference between the noun and the verb form of the word, and all definitions were labeled as vulgar.
  When Boulevard appealed the PTO’s decision to the TTAB, the TTAB affirmed the rejection based upon several findings:  (1) both definitions of “jack off” were vulgar and, thus, scandalous; (2) even if the noun form of the term is less offensive or arguably not vulgar, Boulevard’s use of the mark is more associated with the verb form rather than the noun form; and (3) Boulevard’s actual use of the mark prior to filing its application demonstrates that Boulevard uses the mark in its vulgar or derogatory sense.
  The Federal Circuit, likewise, relied upon the fact that Boulevard’s use of the mark is in the verb form rather than the noun form.
  

Regardless of whether the term is considered in its noun or verb form, however, all meanings ascribed to the term were labeled as vulgar or forbidden.
  Moreover, it seems likely that the noun form is considered vulgar because of the connotation ascribed to the term based upon the verb form.  In other words, calling someone a “jerk” is not scandalous but calling someone a “jack off,” even though it has a similar denotation, has a vulgar connotation that is recognized by the general public and by the PTO’s reference material.  Contrary to the PTO, TTAB, and Federal Circuit determinations, the term “jack off” should have been prohibited from registration as scandalous regardless of the context in which the term was used.    

Moreover, the PTO’s reliance upon examining the contextual setting for per se scandalous marks has led to inconsistent results by allowing registration of marks including the term “jack off.”  Prior to determining that The Boulevard Entertainment’s marks should not be registered as scandalous or immoral, the PTO allowed registration of the mark JACK OFF JILL for a musical group.  The Federal Circuit justified the inconsistent decision because it considered JACK OFF JILL a double entendre relating not just to the masturbation meaning of “jack off” but also to the nursery school rhyme of Jack and Jill.
  Certainly, the Federal Circuit determination (and the PTO’s original decision) regarding JACK OFF JILL was influenced by the fact that the associated product, the services of a musical group, and the use of “jill” placed the term “jack off” in a different context.  However, such a decision ignores the fact that the majority of the public will still see the admittedly scandalous material within the musical group’s mark.  When a term has no meaning other than a vulgar one, placing the mark in context and then making a value judgment about the type of product, the intended audience, and the context of that particular audience leads to inconsistent decisions, which in turn encourages potential trademark owners to use scandalous material mixed with non-scandalous material in an attempt to obtain the protection of a federal registration for a risqué mark.  Such encouragement means that more entities and individuals are likely to use scandalous or immoral material in their marks even if they ultimately are only able to obtain common law protection.  These contextual decisions do not protect the general population from federal registration of per se scandalous material and undermine the purpose of having a prohibition against registering scandalous material.
Moreover, it is significantly easier to draw a bright-line rule to avoid inconsistent decisions when per se scandalous marks are at issue because the relevant context is significantly less.  No need arises to examine the associated goods or services because the mark’s meaning will not change, indicating that they should be treated as if they were an absolute “null” property right.  These per se scandalous marks, therefore, are like the mirror image of a “famous” mark in that they fall within their category based purely on public perception of the mark’s meaning or image.  Just as with famous marks, no new entities are allowed to register the scandalous marks.
 
2 A Proposed Test for Identifying Per Se Scandalous Marks 
When choosing a trademark, companies either create a new symbol (Nike swoosh) or use preexisting words or images that are either inherently distinctive or acquire distinctiveness (APPLE for computers).  To constitute famous marks, however, these marks must move beyond merely being distinctive.  Rather, famous marks have moved to a higher level where simply noting the mark immediately calls an image to mind.  For example, merely stating “Rolls Royce” calls to mind an image of established, upper-class wealth and is instantaneously associated with one source.  For some marks that become famous, it may be that the mark’s owner had to invest substantial time, effort, and money to create that image in the general public’s mind or disassociate the image from other connotations.  Certain scandalous or immoral marks, likewise, have an immediate image that is raised in the public’s mind, which is why these per se scandalous marks are more appropriately considered as parallel to famous marks.      

Fame is achieved by reputation and renown in the mind of customers, rather than solely based upon the inherit nature of the mark itself.
  Under the federal statute, courts consider at least eight factors to determine if a mark is famous, although no one factor is required or dispositive:  (1) the distinctiveness of the mark; (2) the duration and extent of the use of the mark; (3) the duration and extent of advertising and publicity of the mark; (4) the geographical extent of the trading area in which the mark is used; (5) the channels of trade with which the mark is used; (6) the degree of recognition of the mark in the trading areas used; (7) the nature and extent of use of the same or similar marks; (8) whether the mark is registered on the principle register.
  These eight factors can be divided into three types of considerations.  The first consideration entails examining whether the mark is the kind that can be unique, singular, and distinctive in identifying the product’s source (factors 1, 7).  Second, courts consider the efforts undertaken by the mark’s owner to create public recognition of the mark on a large scale – to create fame (factors 2, 3, 4, 5, 8).  The third consideration evaluates the success in acquiring public recognition in the trading areas used (factor 6).  These same considerations should be used to determine if a mark is per se scandalous.  

Applying the first consideration, the first proposed factor is whether the mark is the kind that can have a singular interpretation in society regardless of the associated goods or services.  This would entail an evaluation of the current usage of the mark or of terms within the mark, if any.  If the mark or any portion of the mark has multiple meanings, as the court found with BIG PECKER BRAND, then the mark cannot fall within the tier of per se scandalous marks because context would be necessary to determine the mark’s meaning.  As discussed above, the only exception to the singular definition standard would be for terms such as “jack off,” which have multiple meanings, but each meaning is considered equally vulgar and scandalous.  Courts and the PTO should look to dictionary definitions, particularly those in slang or popular culture dictionaries, to evaluate whether only a singular meaning is ascribed to the term or the phrase.  Dictionary definitions are an excellent source of determining the meaning ascribed to a term by the general public because, as the Federal Circuit recognized, “dictionaries represent an effort to distill the collective understanding of the community with respect to language and thus clearly constitute more than a reflection of the individual views of either the examining attorney or the dictionary editors.”
  
Contrary to the Federal Circuit’s determination in In re The Boulevard Entertainment, Inc., reliance on dictionaries alone, though, is insufficient.
   Dictionaries often do not reflect the swiftly changing perceptions of society.  For example, the Court of Customs and Patent Appeals in In re Riverbank Canning
 used the dictionary to determine if the mark MADONNA would be scandalous when associated with wine.  The court found that “in the United States, and among all English-speaking peoples, the word ‘Madonna’ is generally understood to refer to the Virgin Mary or to a pictorial representation of the Virgin Mary,” ascribing a singular meaning to the term.
  Current dictionaries retain the same definition, and presumably, reference to a dictionary would lead a current court to make the same determination even though a large portion of American society likely would also associate the term “Madonna” with the popular singer/actress Madonna Ritchie.
  While associating the term “Madonna” with Madonna Ritchie would not necessary avoid a scandalous or immoral connotation, it certainly demonstrates the fallacy of relying solely upon dictionary definitions to evaluate the meaning of a word or phrase.  Not only is the definition insufficient, but it also improperly gives the impression that there is a singular definition or public association with the term.  At best, dictionaries may be sufficient to include a mark in the scandalous category preliminarily but are insufficient to exclude.  
Moreover, the PTO currently has more resources available to it in evaluating the popular perception of a term.  The patent side of PTO examinations commonly refers to internet resources when it evaluates whether a patent application contains a novel invention.
  Likewise, a quick internet search for “Madonna” using the Google search engine reveals that the first page of links are associated with Madonna Ritchie, not the Virgin Mary.  By undertaking a slightly more thorough evaluation of how a word or term is used in popular culture, the PTO can better determine whether a term has a singular meaning or whether the meaning is context dependent.  Notably, the search undertaken to evaluate the first factor would also reveal whether the mark has not been ascribed a meaning in popular culture at all (or if the only meaning associated with the mark is that given by the trademark applicant through prior use).  Of course, if the general population ascribes no meaning to the mark or the terms within the mark based upon the PTO’s inquiry, then the scandalous inquiry is ended unless a third-party raises the question again.     

However, if the search undertaken to evaluate the first factor indicates that the mark has been ascribed a singular meaning among the general public, then the next consideration is the third “fame” consideration, an evaluation of the meaning ascribed to the mark.  In other words, the PTO or the courts should examine whether the singular meaning ascribed to the mark is one that would be considered scandalous or immoral, using society’s norms and standards.  While application of society’s mores is often the most subjective and variable aspect of the PTO’s examination, the unpredictability caused by the subjective evaluation of society’s mores is less likely to occur when considering marks that have passed the first consideration.  The definitions of terms such as JACK OFF and images such as male genitalia are already defined as vulgar or improper for the general population in the general dictionary or in other similar resources.  Where less information is available, marks are per se immoral or scandalous if the singular definition squarely and uniquely falls within one of the articulated categories of scandalous marks, namely, marks that are sexually explicit, marks that contain vulgar or profane terms, and marks that refer to illegal activity.    

Focusing the first tier on marks or terms with singular definitions reduces the inconsistency and ambiguity in determining whether a mark will be barred as scandalous or immoral.  The second inquiry becomes more complicated, however, if the mark is a longer phrase, such as JACK OFF JILL
 or ONLY A BREAST IN THE MOUTH IS BETTER THAN A LEG IN THE HAND.
  For the kind of phrase exemplified in JACK OFF JILL, the PTO examiner or the courts must identify if there is a common phrase inside the larger phrase.  A quick internet search or reference to slang dictionaries should quickly reveal the common use of the phrase.  For the kind of phrase exemplified in the second phrase, unless the phrase as a whole is a preexisting phrase in common parlance, it does not fall within the per se scandalous tier and should be evaluated based upon the second tier.

Finally, applying the second “fame” consideration, or rather, a variation upon the second consideration, is a quick, final part to the analysis.  This consideration constitutes evaluating the scale of the public’s understanding, or the level of “infamy,” that the term has.  For fame, it is fair to say that most courts require a very high standard of fame across the relevant population before it will accord the status of an absolute property right.
  The standard should be the same for per se scandalous marks before they are treated as an absolute (null) property right.  However, the first factor nearly guarantees that the PTO will be required to perform little to no additional research or analysis to satisfy this third factor.  Before a mark is considered per se scandalous, the mark must have a singular definition.  The singular meaning ascribed to a term means that a majority of the population (if not everyone aware of the term) have the same interpretation of the term.  Moreover, anyone who is interested in understanding the term’s meaning would start an investigation into the term’s meaning in one place, the dictionary, which would reinforce the singular meaning of the mark.  Moreover, recognition of the term by a significant reference source, such as a dictionary, clearly demonstrates that the meaning is understood by a significant portion of the population.  However, if the examiner is in doubt, then the mark should not be accorded the status of a per se scandalous mark and, instead, should be evaluated under the second tier.    
Thus, the per se scandalous marks would be evaluated based upon a three part test:  (1) evaluate if the mark or a phrase within the mark has a singular meaning; (2) determine if the singular meaning is one that would be scandalous or immoral; and (3) verify that a significant portion of the population ascribes the scandalous or immoral meaning to the mark or term within the mark.  Compare this proposed test to the considerations articulated in the most recent Federal Circuit case involving scandalousness.  The Federal Circuit first considered the meaning of the mark by evaluating at least the following three characteristics: dictionary definitions; the entire context of the mark, including a picture; and the mark in the context of the marketplace and as applied to the goods or services described in the registration application.  After determining the general meaning, the Federal Circuit considered whether the mark is scandalous to a substantial composite (not necessarily a majority) of the general public.
  The problem with the Federal Circuit’s test is the tremendous level of ambiguity and uncertainty inserted into the inquiry as soon as the court examines the mark’s context.  Even determining which facts constitute the “context” is unclear.  Such uncertainty is unnecessary for terms with a singular meaning, and the proposed test would eliminate the inconsistency in the PTO’s prior decisions, such as allowing registration of JACK OFF JILL for a musical group but prohibiting registration of JACK-OFF for adult-oriented conversations by telephone.  

3 Niche Geographic Scandal

One issue that has arisen with famous marks is whether the mark must be famous nationally and/or across the general public or whether it is sufficient for the mark to be famous in a smaller segment of the population.  Courts are confronted with this issue because some companies have engaged in niche marketing, where the companies target a specific segment of the public based upon geographic area, product feature, or price-quality level.
  Because some companies engage in niche marketing, courts are faced with the issue of whether a mark with “niche fame” should be protected under the Federal Trademark Dilution Act.  Niche fame can refer to fame in a territorial area that is not the entire United States, such as a five-state region, or fame only within a particular product line.
  Niche fame based upon product line or market is less favorably perceived by the courts because it appears to essentially simulate the same kinds of considerations and protection as a likelihood of confusion claim except that it does not require demonstrating any actual confusion among the intended customers.
 

As with niche fame, vulgar or other scandalous terms can be created and have a generally understood meaning within a limited geographic region.  The question of appropriate audience has arisen in the context of scandalous marks.  In 1981, the Court of Customs and Patent Appeals stated that whether a mark is scandalous should be determined based upon a substantial composite, although not necessarily a majority, of the general public.
  Nothing in the statutory language or the limited legislative history supports the substantial composite standard.  Instead, the majority decision purportedly relies upon the earlier Riverbank Canning decision to support the substantial composite standard without clearly defining what constitutes a “composite of the general public.”
  As the dissent notes, however, the decision in Riverbank Canning did not include any references to a substantial composite standard.
  
  [Discussion of the test is still under construction.]
Recognition of niche fame is not without its critics.  However, the arguments against recognizing famous marks solely based upon a niche geographic area are inapplicable to the scandalous mark registration prohibition.  One of the key criticisms in allowing niche fame for dilution claims is the legislative history.  While considering whether to enact a dilution claim at all, Congress was clear in its statements that a dilution claim should only be allowed if the standard for fame were a substantially national, if not entirely national, standard.
  Thus, after examining the legislative history of the Federal Trademark Dilution Act, the Seventh Circuit held that Congress intended that a mark must be used in a substantial segment of the United States to be famous.
  While recognizing that fame can be established solely based upon fame within a product line niche, the Seventh Circuit rejected the idea that niche fame can be based upon a limited geographic region.
  Since the legislative history related to the scandalous mark registration prohibition expresses no such concerns, nor really any concerns or information at all, identification of geographically scandalous marks is not so limited.   

Other criticisms of niche fame revolve around the fact the fame should be a high standard to minimize the number of marks accorded extra protection as an absolute property right.
  This is where the distinction between famous marks and scandalous marks comes into play.  Once a mark is accorded an absolute property right as a famous mark, it is given greater protection and greater rights.  Unlike famous marks, scandalous marks are given less protection once they have been placed into their respective category.  Thus, concerns about overextending the rights of trademark holders is truly inapplicable in the context of extending an absolute property right to certain types of scandalous marks.  

Other concerns regarding niche fame focus more on the problems of niche market fame, such as the criticism that marks famous only within a product line niche are appropriately protected under a likelihood of confusion/infringement theory.  Those cases recognizing “niche fame” based upon product or consuming product segment are not relevant to evaluating the registration prohibition for per se scandalous marks because the essence of a per se scandalous mark is the fact that the PTO does not need to reference the goods or services to determine its scandalous nature, nor should it.  Thus, evaluation of a particular product line would undermine the purpose of categorizing per se scandalous marks.  
Although it appears that no one has explicitly argued niche geographic scandalousness, the PTO the courts have considered the issue while evaluating the current “substantial composite of the public” standard.  In 1981, attorneys for the Patent and Trademark Office argued that immoral and scandalous marks should be determined using a national standard because “[i]t would be impractical to require the examining corps to be familiar with the community standards in each state or federal district.”
  The PTO’s statements are disingenuous here, however, because the PTO is rarely, if ever, held to a standard of complete accuracy in raising objections to a trademark application.  Rather, if the PTO examiner has doubt regarding a substantive objection to a trademark application after undertaking a reasonable search, it raises the issue with the applicant.  If the applicant is able to provide sufficient information to satisfy the Examiner’s concerns, the mark is allowed for publication.
  At that point, if a segment of the population would be offended by the registration, that segment will have the opportunity to raise an opposition before the trademark registers or a cancellation action after registration.
  

The PTO’s concerns regarding the difficulty of identifying more localized slang are unfounded regardless.  To a certain degree, the PTO regularly addresses this issue because, even under its current standard, it has never required a determination that a mark would be scandalous from the northern tip of Alaska to the southern tip of Puerto Rico nor is such a stringent standard required for fame.  Further, the resources available to the PTO, including internet searching capabilities and access to slang dictionaries, gives the PTO Examiner a substantial grounding in determining whether a mark would be considered scandalous or immoral within a more limited geographically region.  

C. The Second Tier of Scandalous Marks:  Contextual Scandalous Marks  XE "The Proposed Test for Contextual Scandalous Marks Parallels the Test Currently Used for \“Niche Market Fame\”" 
In addition to per se scandalous marks, there are some marks that only become scandalous or immoral based upon the interaction of the mark with the associated goods or services, as when MADONNA was prohibited from registration for wines even though the PTO would have allowed registration of the mark MADONNA for other, less noxious products.  While these marks do not have the absolute proprietization of a per se scandalous mark, there is a species of famous marks that parallels the considerations associated with contextual scandalous marks, namely, the test used to determine if a mark is famous within a specific subset of the general population based upon the market, rather than geographic, boundaries.  As with the first tier, using the standards developed for these niche market famous marks clarifies the appropriate standard for contextual scandalous marks.
The theory of niche market famous marks arises from marketing principles.  Some plaintiffs have alleged that their marks are famous within a segment of the market, such as within the office supply market.  Although some courts reject any argument based upon fame in a subsection, rather than the general, population, other courts have indicated that they will favorably consider a dilution claim based upon niche fame within a segment of the market but only if the purported diluter is selling its goods or services within the same market segment.
  For example, the Ninth Circuit in Avery Dennison v. Sumpton
 indicated that it would have allowed a dilution claim to proceed based upon the AVERY and DENNISON marks in the office supply market even though the marks are not famous among the general public. However, for the dilution claim to proceed based upon a specific segment of the public, the plaintiff would have to show that the plaintiff and defendant had some sort of customer overlap or that the defendant’s customers possessed any degree of recognition of plaintiff’s marks.
  Thus, in the context of niche market fame, courts are faced with the same kind of contextual issues that courts face when examining a purported contextual scandalous mark.  
As discussed above, the criticisms against allowing niche market fame are inapplicable to identification of contextual scandalous marks.  Most importantly, unlike famous marks, marks categorized as scandalous are accorded less rights rather than more.  On the other hand, identification of contextual scandalous marks also allows entities to identify their marks as falling within a market niche that would not find the mark scandalous, which would quiet the concerns of less savory industries that cater to a specialized customer base.   

[Discussion of test is still under construction]
If the PTO considered contextual scandalous marks with more specificity, then it would also minimize any cries of inequity from industries that the general public considers seedy or immoral.  Consider The Boulevard Entertainment applications to register JACK-OFF in association with entertainment services in the nature of adult-oriented conversations by telephone.  At the tail end of its decision, the Federal Circuit addressed The Boulevard Entertainment’s claim that it should be able to receive a federal registration because sexually oriented publications are enthusiastic about receiving advertisements featuring the term “jack-off.”
  The Federal Circuit rejected such reasoning because such an assertion does not inform whether the term would be considered vulgar to people outside the sexually oriented publications industry.
  Assuming for the moment, that the mark was no longer universally identified as vulgar and fell in the contextual scandalous mark tier, then The Boulevard Entertainment may have an opportunity to register its mark without violating the scandalous mark registration prohibition.  Applying the contextual scandal market standard described above, The Boulevard Entertainment could obtain a registration if it would restrict the services in its application to certain market channels, equaling limiting enforceability of the federal registration.  Such limitations are often imposed by the PTO to allow a junior user to register a trademark.
  A similar process of focusing on a specific industry, customer base, or other manner of delineating a narrow market allows entrepreneurs in less savory businesses to obtain a federal registration, and all the attendant benefits, while still protecting the general public from being faced with scandalous matter in the local supermarket.  

V. Conclusion

Fame and infamy may be two sides of the same coin, but the difference in to scandalous marks is reflected in the different treatment given famous marks and scandalous marks.  Both are similar in the need to examine public perception and, when the public perception or imagery is unanimous, both types of marks easily falls within the appropriate category.  Applying the theories surrounding famous marks to scandalous marks leads to a two tiered approach to scandalous marks that allows the general public to better understand the kind of marks that can receive a federal registration and the kind of marks that cannot.  Consistency breeds certainty, which guides applicants towards more appropriate marks, avoids accidental government imprimatur of scandalous marks, and preserves, rather than wastes, government resources.
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� Comstock v. White, 18 How. Pr. R. 421, 10 Abb. Pr. 264 (N.Y. Sup. Ct. 1860).  


� E.g., Worden v. California Fig Syrup Co., 187 U.S. 516, 527 (1903).  


� 41 Cong. Ch. 280, 16 Stat. 212 (1870); 46 Cong. Ch. 229, 138 Stat. 504.  By injurious articles, Browne identified tools that are per se injurious without a legitimate justification for its use, such as the slug-shot, which was a well known assassin’s tool.  Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 265.  Browne would not prohibit enforcement of goods that have other lawful purposes (even if the goods could be perverted to bad purposes).  Id.   


� 58 Cong. Ch. 592, 33 Stat. 729.


� Courts of equity will not assist a plaintiff with unclean hands to effectuate his or her wrongful, illegal purpose. E.g., Upton, supra note � NOTEREF _Ref139538636 \h � \* MERGEFORMAT �6�, at 40.Dunning v. Bathrick, 41 Ill. 425, 1866 WL 4614, at *10-11 (Ill. 1866); Phippen v. Durham, 49 Va. 457, 1852 WL 2820, at *10 (Va. 1852) (Moncure J.), citing 1 Story’s Equ. Jur. § 64, e.  For example, the Fetridge court cited to the case of Piddings v. Howe, 8 Simons R. 479, to support its refusal to enforce plaintiff’s trademark.  Id.  In Piddings, the equity court refused to enforce plaintiff’s trademark rights because plaintiff falsely represented the procuring method and composition of the teas used to create his final product.  Id.  In fact, the mixture had never been made or used by Howqua.  Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 363.  Clearly, the refusal was not based upon the trademark rights, or lack thereof, but upon plaintiff’s unclean hands.  During the relevant time, the scope of the unclean hands doctrine, however, was limited to the scope of equity jurisdiction.  Thus, it did not extend to every “unlawful” act, such as those prohibited as criminal or penal offenses.  Sparhawk v. Union Passenger Railway, 54 Pa. 401, 1867 WL 7476 at *16 (Pa. 1867). 


� Browne’s example of the Bordeaux monks only indicates that certain matter may be immoral if it induces someone to violate their religious beliefs.  As discussed infra in Section ___, American courts also considered religious significance in evaluating whether a mark constituted or consisted of scandalous matter.    


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 51-52.


� Id. at 51-52; Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 92-93.


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 52.


� Id.


� See discussion supra notes � NOTEREF _Ref142213771 \h ��16� to � NOTEREF _Ref142213791 \h ��22�.  


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 239-40.  


� Id. at 240 (also noting that the “most bigoted” found no fault with using the crescent, a Muslim symbol, to trade with the Turks).


� Unlike subsequent PTO decisions that identified as scandalous the use of religious symbols as marks, Browne does not draw any distinction between using religious marks on “immoral” products and using religious marks on other products, including those associated with the religion.  Rather, it is the use of a religious symbol in connection with trade that is improper.  Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 239-40.


� Upton, supra note � NOTEREF _Ref139538636 \h � \* MERGEFORMAT �6�, at 36-39 (discussing Fetridge v. Wells, 4 Abb. Pr.144, 13 How. Pr. 385 (N.Y. Sup. Ct. 1857)).  Interestingly, another case on very similar facts was decided at nearly the same time by another judge in the same court.  Fetridge v. Merchant, 4 Abb. Pr. 156 (N.Y. Sup. Ct. 1857).  The judge in the second case, Judge Hoffman, decided that the mark was more fanciful than deceptively descriptive and, thus, should be accorded trademark protection.  Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 169.


� Fetridge, 4 Abb. Pr. 144 (emphasis added). 


� Id.


� “The proof is, therefore, complete, that the name was given and is used to deceive the public; to attract and impose upon purchasers; that, in the sense that the plaintiff means it shall convey, it is a representation to the public that he finds to be useful and knows to be false.”  Id.  In dicta, the court also notes other evidence of plaintiff’s deception, including an advertisement that mislead the public regarding how much plaintiff paid for the rights to the compound and misrepresentations in the directions regarding the compound’s benefits.  Id. 


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 155-71 (subsequently discussing both deceptiveness and descriptiveness).  See also Coats v. Holbrook, 2 Sand. Ch. 586, 1845 WL 4270, at *8 (N.Y.Ch. 1845) (no good faith or morality in transaction when deceiving the public via passing off); Browne also referenced the Fetridge v. Wells case to note that the Patent Office will determine when a proposed mark is calculated to deceive and reject it accordingly.  Id. at 227-28.


� E.g., Worden, 187 U.S. at 528-32 (discussing Fetridge while refusing to enforce a trademark because it fraudulently represented that the associated product contained figs); Manhattan Med. v. Wood, 108 U.S. 218, 222-225 (1883) (rights in trademark are forfeited upon misrepresentation as to the manufacturer and manufacturing location for the medicine); Grocers Journal v. Midland Publ’g, 127 Mo. App. 345, 375 (Mo. Ct. App. 1907)(summarizing Fetridge as denying trademark protection due to its deceptively descriptive nature).  See also Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 78-79.


� 41 Cong. Ch. 280, 16 Stat. 212; 46 Cong. Ch. 229, 138 Stat. 504


� 58 Cong. Ch. 592, 33 Stat. 729.


� See supra note � NOTEREF _Ref142218292 \h ��48�.


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 464-65.  


� Id.


� Id. at 465.


� Id.


� Id.


� E.g., Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at v-ix, 560-73.  Moreover, knowledge of international trademark regimes was important as a matter of comity.  Id. at 17.  This point became particularly clear when the Tribunal of Commerce of Geneva, in 1859, noted that a trademark should be protected as the manufacturer’s property under the law of nations.  Id. at 17, citing Christofle & Co. v. Deleiderrier, Annales de la Prop., tome vi at 29.   


� E.g., Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 98-100.


� E.g., Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at v (discussing commercial treatise, conventions, and diplomatic compacts).


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 560.


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 560, 561 (summaries or reprinting of relevant acts).


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 560-63, 569-73; Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 697.  Despite the lack of registration prohibitions in the French Act, Browne perceived the 1870 Act as very similar to the French registration legislation.  Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 193.


� Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 565 n.1.  In fact, the first act for the registration of trademarks in Great Britain was passed in 1875.  McCarthy on Trademarks and Unfair Competition § 5.03 at 5-6.1 n.1 (3d ed. 1996) [hereinafter “McCarthy”].  


� Id. 


� Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 680-83, 688-701, 703-05.


� E.g., H.R. Mis. Doc. No. 47-65 at 529-35 (1882) (Austria-Hungary’s trademark law); H.R. Mis. Doc. No. 47-39 at 223 (1883) (discussing Brazil’s trademark registration system); H.R. Mis. Doc. No. 48-12, pt 2, at 675-77 (1884) (discussing Great Britain’s trademark registration system); H.R. Mis. Doc. No. 48-12, pt 4, at 683-88 (1884) (Japan’s trademark law and by-laws); H.R. Mis. Doc. No. 48-34 at 316-19 (1885) (Sweden and Norway’s trademark laws).


� S. Exec. Doc. No. 51-177 at 1-2 (1890).  


� S. Exec. Doc. No. 51-57 at illus. after 60 (1890).


� S. Exec. Doc. No. 51-57 at illus. after 60. In the 1891 first edition of the Handbook of the American Republics, the following countries contained a prohibition on registering scandalous marks: Argentine Republic and Uruguay (“designs or expressions contrary to morals”), Brazil (“words, pictures, or allegories which involve offence to either individuals or the public decorum”), and Canada (“contains any immorality or scandalous figure”).  S. Exec. Doc. No. 52-8 at 354, 357, 359 (1891).  By the second edition in 1893, Mexico also had a prohibition against registering a “mark against public morals.” S. Exec. Doc. No. 52-149 at 495 (1893).  Additionally, Article 6 of the Paris Convention for the Protection of Industrial Property, first joined by the United States in 1887, expressly allows treaty members to reject trademark registration if they are contrary to morals and to public order.  H.R. Rep. No. 51-3281 at 5 (1890); see also WIPO, Paris Convention for the Protection of Industrial Property, www.wipo.int/treaties/en/ip/paris/index.html, last visited on June 27, 2006.


� Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 680-81, 697-700, 701.


� In addition to the prohibition on scandalous designs, Great Britain also accorded complete discretion in the comptroller-general of patents, designs, and trademarks to refuse registration to a trademark where the use of the mark would, in his opinion, be contrary to law and morality.  Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 696.  


� Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 681-83, 688-97, 700-01, 703-05 (based upon his summary of the relevant statutes).  Countries that only prohibit scandalous marks are Brazil, Germany, and Great Britain whereas the Netherlands, Norway, Sweden, and Switzerland prohibited marks based upon morality. Id.  


� S. Exec. Doc. No. 52-149 at 495 (1893).  


� Id. at 682.


� Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 683-85.


� See discussion supra note � NOTEREF _Ref142221890 \h ��42�.


� Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at ___.


� S. Exec. Doc. No. 51-57 at illus. after 60.


� Of course, one cannot say that American law exactly mapped foreign law as even among different foreign jurisdictions there were often contradictions.  As pointed out by Browne, France would accept arbitrary words as valid marks, but Germany refused registration of word marks.  Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 105.  Given the Congressional documents identified infra, however, it equally unlikely that the foreign prohibitions on registrable trademarks were not also considered by Congress when it contemplated including additional trademark prohibitions in the 1905 Act. 


� In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 483, 484 (quoting the TTAB opinion and arguments by the attorney for the TTAB).


� E.g., In re Old Glory Condom Corp., supra note � NOTEREF _Ref142159862 \h ��14� at 1220, n.3.  


� Cite.


� In re Old Glory Condom Corp., supra note � NOTEREF _Ref142159862 \h ��14� at 1220 n.3.


� In re Over our Heads, Inc. 16 USQP2d 1653, 1654-55 (TTAB 1990). 


� In re Over our Heads, Inc. 16 USQP2d at 1654-55.


� In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 486.


� In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 486.  For example, a federal registration on the Principal Register is prima facie evidence that the mark is valid for the goods and/or services listed and that the mark is owned by the registrant.  15 U.S.C. 1057(b), 1115(a). 


� E.g., In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 487 (Rich, J. dissenting) (“More ‘public funds’ are being expended in the prosecution of his appeal than would ever result from the registration of the mark.”).


� Baird, supra note � NOTEREF _Ref142159246 \h ��9� at 675.


� In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 486.


� E.g., Baird, supra note � NOTEREF _Ref142159246 \h ��9� at 673-74.


� McCarthy, supra note � NOTEREF _Ref142160393 \h ��97� at § 24:70 (“Traditional trademark law rests primarily on a policy of protection of customers from mistake and deception….”); The Trade-mark Cases, 100 U.S. 82, 92 (1879) (“The right to adopt and use a symbol or device to distinguish the goods or property made or sold by the person whose mark it is, to the exclusion of use by all other persons …  is a property right for the violation of which damages may be recovered in an action at law, and the continued violation of it will be enjoined by a court of equity, with compensation for past infringement.”).


� Schneider v. Williams, 44 N.J. Eq. 391, 396 (N.J. Ct. Chan. 1888)


� McCarthy, supra note � NOTEREF _Ref142160393 \h ��97� at § 2.06 at 2-31 to 2-32, citing International Order of Job’s Daughters v. Lindeburg & Co., 633 F.2d 912 (9th Cir. 1980); Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 338-39 (the property right is created by customer perception).


� Canal v. Clark, 80 U.S. 311, 326 (1872); Browne I, supra note � NOTEREF _Ref139659006 \h � \* MERGEFORMAT �2�, at 43-44.  In 1865, Vice Chancellor Wood noted that no man has property in a mark per se but only rights in the mark in association with his trade.  Browne II, supra note � NOTEREF _Ref139974480 \h � \* MERGEFORMAT �28�, at 71, citing Ainsworth v. Walmesley, (1865-66) L.R. 1 Eq. 518; 85 L.J. Ch. 352; 12 Jur. (N.S.) 205; 14 L.T. (N.S.) 220; 14 W.R. 363 (1866).


� Clarissa Long, Dilution, 106 Colum. L. Rev. 1029, 1034 (2006) (emphasis added).


� Upton, supra note � NOTEREF _Ref139538636 \h � \* MERGEFORMAT �6�, at 25-26.


� Canal v. Clark, 80 U.S. 311, 326 (1872), citing, McAndrews v. Bassett, 10 Jur. N.S. 550 (“Property in the word for all purposes cannot exist.”).


� Schneider v. Williams, 44 N.J. Eq. 391, 394 (N.J. Ct. Chan. 1888) (subsequently citing numerous English and American cases with approval).


� See discussion supra notes � NOTEREF _Ref142227583 \h ��73� to � NOTEREF _Ref142227606 \h ��76�.


� Frank I. Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 813, 825 (1927).


� Id.


� Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Div. of Travel Dev., 170 F.3d 449, ___ (4th Cir. 1999), citing Schechter, supra note � NOTEREF _Ref142160937 \h ��135� at 829. 


� Schechter, supra note � NOTEREF _Ref142160937 \h ��135� at 831.


� Id. at 825.


� J. Thomas McCarthy et al, McCarthy’s Desk Encyclopedia of Intellectual Property 178 (3d ed. 2004) [hereinafter “McCarthy’s Desk Encyclopedia”].


� Michael A. Eptstein, Eptstein on Intellectual Property § 7.05[D] at 7-64 (5th ed. 2006).


� S. Rep. No. 79-1333 at 3-4 (1946).  For example, the Senate Committee stated that “[t]he owner of a trade-mark may not, like the proprietor of a patented invention, make a negative and merely prohibitive use of it as a monopoly . . . .  In truth, a trademark confers no monopoly whatever in proper sense….”  Certainly, this kind of statement has limited weight because no aspect of intellectual property is a “monopoly” in the true sense of the word.  Cite.  However, it does indicate that Congress intended the property right granted via trademarks to be limited. 


� S. Rep. No. 79-1333 at 3 (1946), quoting United Drug Co. v. Rectanus, 248 U.S. 90, 97 (1918).


� Rose, supra note � NOTEREF _Ref141383511 \h � \* MERGEFORMAT �150� at 658, n.12.  For purposes of convenience, I will be referring to “absolute property right” to contrast this right with the limited right afforded under the traditional trademark analysis.  However, it is likely more accurate to say that the accorded right is more like or closer to an absolute property right.


� Michael A. Carrier, Cabining Intellectual Property Through a Property Paradigm, 54 Duke L.J. 1, 20-21 (2004) (noting the expansion of dilution law, trade dress protections, and the commodification of trademarks themselves via merchandizing).


� McCarthy, supra note � NOTEREF _Ref142160393 \h ��97� at ____.


� Two Pesos, Inc. v. Taco Cabana, 505 US 763, 774-75 (1992).


� Ringling Bros., supra note � NOTEREF _Ref142161348 \h ��137� at ____(describing the history of state dilution statutes reaching back to 1947).


� Long, supra note � NOTEREF _Ref142161124 \h ��130� at 1034-35.


� Simone A. Rose, Will Atlas Shrug?  Dilution Protection for “Famous” Trademarks:  Anti-Competitive “Monopoly” or Earned “Property” Right?, 47 Fla. L. Rev. 653, 661 (1995) (discussing subliminal associations).


� Id. at 662, n.28.  Although the author refers to the COKE trademark and persona, the same likely is true for the main COCA-COLA mark.


� Id.  The quoted passage refers to Coca-Cola’s famous advertisement where a multi-cultural group sings “I’d Like to Teach the World To Sing.”  More recent advertisements for Diet Coke include young, happy people roller-skating near a beach with “Starry-Eyed Surprise” playing in the background.


� An example would be marketing Crystal Meth Barbie, which would associate the famous BARBIE brand with the highly addictive, illegal use of crystal methamphetamine.  


� Carrier, supra note � NOTEREF _Ref142161218 \h ��145� at 135-36. 


� E.g., Carrier, supra note � NOTEREF _Ref142161218 \h ��145� at 136 n. 705. 


� Richard Stim, Patent, Copyright & Trademark:  An Intellectual Property Desk Reference 414 (8th ed. 2006).


� Id.  These examples stand in sharp contrast to the example given of a deceptive mark – a mark suggesting miracle properties in a product that are not substantiated.  Id.  To figure out if the mark is deceptive, the PTO Examiner must evaluate not only the claims of the mark, but also how the mark compares to the underlying product. 


� 334 F.3d 1336, 1338 (Fed. Circ. 2003). 


� Id. 


� Id. at 1339.  


� Id.  


� Id.


� Id. at 1340.


� Id. 


� Id. at 1343.


� The parallel between famous marks and per se scandalous marks also indicates that per se scandalous marks should not be enforceable under the common law, just as a junior user of a famous mark cannot enforce their purported rights to use the famous mark.  However, such a discussion is beyond the scope of this article and, in fact, is likely merely speculation.  As far as the author can determine, no one has ever raised any objection to enforcement of a common law trademark on the basis that the mark contains or consists of immoral or scandalous matter.
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� Cite.
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� E.g., Carrier, supra note � NOTEREF _Ref142161218 \h ��145� at 20, n.59 (noting that Congress intended the standard to be high and courts have expansively interpreted fame)


� In re Robert L. McGinley, supra note � NOTEREF _Ref142159416 \h ��12� at 484.


� Cite.


� 15 U.S.C. § ___.


� Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 877-78 (9th Cir. 1999).


� Id. 


� Id.


� In re The Boulevard Enter., 334 F.3d at 1342.


� Id.  


� McCarthy, supra note � NOTEREF _Ref142160393 \h ��97� at ____.





10
58

