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MAYER, Circuit Judge. 
Seagate Technology, LLC (“Seagate”) petitions for a writ of mandamus directing the 
United States District Court for the Southern District of New York to vacate its orders 
compelling disclosure of materials and testimony that Seagate claims is covered by the 
attorney-client privilege and work product protection. We ordered en banc review, and 
now grant the petition. We overrule Underwater Devices Inc. v. Morrison-Knudsen Co., 
717 F.2d 1380 (1983), and we clarify the scope of the waiver of attorney-client privilege 
and work product protection that results when an accused patent infringer asserts an 
advice of counsel defense to a charge of willful infringement. 
 

Background 
 
Convolve, Inc. and the Massachusetts Institute of Technology (collectively “Convolve”) 
sued Seagate on July 13, 2000, alleging infringement of U.S. Patent Nos. 4,916,635 (“the 
'635 patent”) and 5,638,267 (“the '267 patent”). Subsequently, U.S. Patent No. 6,314,473 
(“the '473 patent”) issued on November 6, 2001, and Convolve amended its complaint on 
January 25, 2002, to assert infringement of the '473 patent. Convolve also alleged that 
Seagate willfully infringed the patents. 
 
Prior to the lawsuit, Seagate retained Gerald Sekimura to provide an opinion concerning 
Convolve's patents, and he ultimately prepared three written opinions. Seagate received 
the first opinion on July 24, 2000, shortly after the complaint was filed. This opinion 
analyzed the '635 and '267 patents and concluded that many claims were invalid and that 
Seagate's products did not infringe. . . .  On December 29, 2000, Sekimura provided an 
updated opinion to Seagate. In addition to his previous conclusions, this opinion 
concluded that the '267 patent was possibly unenforceable. Both opinions noted that not 
all of the patent claims had been reviewed, and that the '535 application required further 
analysis, which Sekimura recommended postponing until a U.S. patent issued. On 
February 21, 2003, Seagate received a third opinion concerning the validity and 
infringement of the by-then-issued '473 patent. There is no dispute that Seagate's opinion 
counsel operated separately and independently of trial counsel at all times. 
 
In early 2003, pursuant to the trial court's scheduling order, Seagate notified Convolve of 
its intent to rely on Sekimura's three opinion letters in defending against willful 
infringement, and it disclosed all of his work product and made him available for 
deposition. Convolve then moved to compel discovery of any communications and work 
product of Seagate's other counsel, including its trial counsel. On May 28, 2004, the trial 
court concluded that Seagate waived the attorney-client privilege for all communications 
between it and any counsel, including its trial attorneys and in-house counsel, concerning 
the subject matter of Sekimura's opinions, i.e., infringement, invalidity, and 
enforceability. It further determined that the waiver began when Seagate first gained 



knowledge of the patents and would last until the alleged infringement ceased. 
Accordingly, the court ordered production of any requested documents and testimony 
concerning the subject matter of Sekimura's opinions. It provided for in camera review of 
documents relating to trial strategy, but said that any advice from trial counsel that 
undermined the reasonableness of relying on Sekimura's opinions would warrant 
disclosure. The court also determined that protection of work product communicated to 
Seagate was waived. 
 
Based on these rulings, Convolve sought production of trial counsel opinions relating to 
infringement, invalidity, and enforceability of the patents, and also noticed depositions of 
Seagate's trial counsel. After the trial court denied Seagate's motion for a stay and 
certification of an interlocutory appeal, Seagate petitioned for a writ of mandamus. We 
stayed the discovery orders and, recognizing the functional relationship between our 
willfulness jurisprudence and the practical dilemmas faced in the areas of attorney-client 
privilege and work product protection, sua sponte ordered en banc review of the petition. 
The en banc order set out the following questions: 
 

1. Should a party's assertion of the advice of counsel defense to willful infringement 
extend waiver of the attorney-client privilege to communications with that party's trial 
counsel? See In re EchoStar Commc'ns Corp., 448 F.3d 1294 (Fed.Cir. 2006). 

 
2. What is the effect of any such waiver on work-product immunity? 

 
3. Given the impact of the statutory duty of care standard announced in Underwater 
Devices, Inc. v. Morrison-Knudsen Co., 717 F.2d 1380 (Fed.Cir. 1983), on the issue of 
waiver of attorney-client privilege, should this court reconsider the decision in 
Underwater Devices and the duty of care standard itself? 

 
In re Seagate Tech., LLC, 214 Fed.Appx. 997 (Fed.Cir. 2007). 
 
. . .  
 

Discussion 
 
Because patent infringement is a strict liability offense, the nature of the offense is only 
relevant in determining whether enhanced damages are warranted. Although a trial court's 
discretion in awarding enhanced damages has a long lineage in patent law, the current 
statute, similar to its predecessors, is devoid of any standard for awarding them. Absent a 
statutory guide, we have held that an award of enhanced damages requires a showing of 
willful infringement. This well-established standard accords with Supreme Court 
precedent. But, a finding of willfulness does not require an award of enhanced damages; 
it merely permits it.  
 
This court fashioned a standard for evaluating willful infringement in Underwater 
Devices Inc. v. Morrison-Knudsen Co., 717 F.2d 1380, 1389-90 (Fed.Cir. 1983): “Where 
... a potential infringer has actual notice of another's patent rights, he has an affirmative 



duty to exercise due care to determine whether or not he is infringing. Such an 
affirmative duty includes, inter alia, the duty to seek and obtain competent legal advice 
from counsel before the initiation of any possible infringing activity.”(citations omitted). 
This standard was announced shortly after the creation of the court, and at a time “when 
widespread disregard of patent rights was undermining the national innovation 
incentive.” Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp., 383 F.3d 
1337, 1343 (Fed.Cir. 2004) (en banc). Indeed, in Underwater Devices, an attorney had 
advised the infringer that “[c]ourts, in recent years, have-in patent infringement cases-
found [asserted patents] invalid in approximately 80% of the cases,” and on that basis the 
attorney concluded that the patentee would not likely sue for infringement. 717 F.2d at 
1385. Over time, our cases evolved to evaluate willfulness and its duty of due care under 
the totality of the circumstances, and we enumerated factors informing the inquiry.  
 
In light of the duty of due care, accused willful infringers commonly assert an advice of 
counsel defense. Under this defense, an accused willful infringer aims to establish that 
due to reasonable reliance on advice from counsel, its continued accused activities were 
done in good faith. Typically, counsel's opinion concludes that the patent is invalid, 
unenforceable, and/or not infringed. Although an infringer's reliance on favorable advice 
of counsel, or conversely his failure to proffer any favorable advice, is not dispositive of 
the willfulness inquiry, it is crucial to the analysis. E.g., Electro Med. Sys., S.A. v. 
Cooper Life Scis., Inc., 34 F.3d 1048, 1056 (Fed.Cir. 1994) (“Possession of a favorable 
opinion of counsel is not essential to avoid a willfulness determination; it is only one 
factor to be considered, albeit an important one.”). 
 
. . .  
 
Recently, in Knorr-Bremse, we addressed another outgrowth of our willfulness doctrine. 
Over the years, we had held that an accused infringer's failure to produce advice from 
counsel “would warrant the conclusion that it either obtained no advice of counsel or did 
so and was advised that its [activities] would be an infringement of valid U.S. Patents.” 
Knorr-Bremse, 383 F.3d at 1343. Recognizing that this inference imposed “inappropriate 
burdens on the attorney-client relationship,” id., we held that invoking the attorney-client 
privilege or work product protection does not give rise to an adverse inference, id. at 
1344-45. We further held that an accused infringer's failure to obtain legal advice does 
not give rise to an adverse inference with respect to willfulness. Id. at 1345-46. 
 
More recently, in EchoStar we addressed the scope of waiver resulting from the advice of 
counsel defense. First, we concluded that relying on in-house counsel's advice to refute a 
charge of willfulness triggers waiver of the attorney-client privilege. EchoStar, 448 F.3d 
at 1299. Second, we held that asserting the advice of counsel defense waives work 
product protection and the attorney-client privilege for all communications on the same 
subject matter, as well as any documents memorializing attorney-client communications. 
Id. at 1299, 1302-03. However, we held that waiver did not extend to work product that 
was not communicated to an accused infringer. Id. at 1303-04. EchoStar did not consider 
waiver of the advice of counsel defense as it relates to trial counsel. 
 



In this case, we confront the willfulness scheme and its functional relationship to the 
attorney-client privilege and work product protection. In light of Supreme Court opinions 
since Underwater Devices and the practical concerns facing litigants under the current 
regime, we take this opportunity to revisit our willfulness doctrine and to address whether 
waiver resulting from advice of counsel and work product defenses extend to trial 
counsel. See Knorr-Bremse, 383 F.3d at 1343-44. 
 

I. Willful Infringement 
 
The term willful is not unique to patent law, and it has a well-established meaning in the 
civil context. For instance, our sister circuits have employed a recklessness standard for 
enhancing statutory damages for copyright infringement. Under the Copyright Act, a 
copyright owner can elect to receive statutory damages, and trial courts have discretion to 
enhance the damages, up to a statutory maximum, for willful infringement. 17 U.S.C. § 
504(c). Although the statute does not define willful, it has consistently been defined as 
including reckless behavior.  
 
Just recently, the Supreme Court addressed the meaning of willfulness as a statutory 
condition of civil liability for punitive damages. Safeco Ins. Co. of Am. v. Burr, --- U.S. -
---, 127 S.Ct. 2201, 167 L.Ed.2d 1045 (2007). Safeco involved the Fair Credit Reporting 
Act (“FCRA”), which imposes civil liability for failure to comply with its requirements. 
Whereas an affected consumer can recover actual damages for negligent violations of the 
FCRA, 15 U.S.C. § 1681o(a), he can also recover punitive damages for willful ones, 15 
U.S.C. § 1681n(a). Addressing the willfulness requirement in this context, the Court 
concluded that the “standard civil usage” of “willful” includes reckless behavior. Id. at 
2209. Significantly, the Court said that this definition comports with the common law 
usage, “which treated actions in ‘reckless disregard’ of the law as ‘willful’ violations.” Id. 
at 2209 (citing W. Keeton, D. Dobbs, R. Keeton, & D. Owen, Prosser and Keeton on Law 
of Torts § 34, p. 212 (5th ed.1984)). 
 
In contrast, the duty of care announced in Underwater Devices sets a lower threshold for 
willful infringement that is more akin to negligence. This standard fails to comport with 
the general understanding of willfulness in the civil context, Richland Shoe Co., 486 U.S. 
at 133, 108 S.Ct. 1677 (“The word ‘willful’ ... is generally understood to refer to conduct 
that is not merely negligent.”), and it allows for punitive damages in a manner 
inconsistent with Supreme Court precedent. Accordingly, we overrule the standard set 
out in Underwater Devices and hold that proof of willful infringement permitting 
enhanced damages requires at least a showing of objective recklessness. Because we 
abandon the affirmative duty of due care, we also reemphasize that there is no affirmative 
obligation to obtain opinion of counsel. 
 
We fully recognize that “the term [reckless] is not self-defining.” Farmer v. Brennan, 511 
U.S. 825, 836, 114 S.Ct. 1970, 128 L.Ed.2d 811 (1994). However, “[t]he civil law 
generally calls a person reckless who acts ... in the face of an unjustifiably high risk of 
harm that is either known or so obvious that it should be known.” Id. (citing Prosser and 
Keeton § 34, pp. 213-14; Restatement (Second) of Torts § 500 (1965)). Accordingly, to 



establish willful infringement, a patentee must show by clear and convincing evidence 
that the infringer acted despite an objectively high likelihood that its actions constituted 
infringement of a valid patent. See Safeco, 127 S.Ct. at 2215 (“It is [a] high risk of harm, 
objectively assessed, that is the essence of recklessness at common law.”). The state of 
mind of the accused infringer is not relevant to this objective inquiry. If this threshold 
objective standard is satisfied, the patentee must also demonstrate that this objectively-
defined risk (determined by the record developed in the infringement proceeding) was 
either known or so obvious that it should have been known to the accused infringer. We 
leave it to future cases to further develop the application of this standard.5 
 
. . .  
 

II. Attorney-Client Privilege 
 
We turn now to the appropriate scope of waiver of the attorney-client privilege resulting 
from an advice of counsel defense asserted in response to a charge of willful 
infringement. Recognizing that it is “the oldest of the privileges for confidential 
communications known to the common law,” we are guided by its purpose “to encourage 
full and frank communication between attorneys and their clients and thereby promote 
broader public interests in the observance of law and administration of justice.” Upjohn 
Co. v. United States, 449 U.S. 383, 389, 101 S.Ct. 677, 66 L.Ed.2d 584 (1981). The 
privilege also “recognizes that sound legal advice or advocacy serves public ends and that 
such advice or advocacy depends upon the lawyer's being fully informed by the client.” 
Id. 
 
. . .  
 
In considering the scope of waiver resulting from the advice of counsel defense, district 
courts have reached varying results with respect to trial counsel. Some decisions have 
extended waiver to trial counsel, e.g., Informatica Corp. v. Bus. Objects Data Integration, 
Inc., 454 F.Supp.2d 957 (N.D.Cal.2006), whereas others have declined to do so, e.g., 
Collaboration Props., Inc. v. Polycom, Inc., 224 F.R.D. 473, 476 (N.D. Cal. 2004); 
Ampex Corp. v. Eastman Kodak Co., 2006 WL 1995140, 2006 U.S. Dist. LEXIS 48702 
(D. Del. July 17, 2006). Still others have taken a middle ground and extended waiver to 
trial counsel only for communications contradicting or casting doubt on the opinions 
asserted. E.g., Intex Recreation Corp. v. Team Worldwide Corp., 439 F.Supp.2d 46 
(D.D.C. 2006); Beneficial Franchise Co., Inc. v. Bank One, N.A., 205 F.R.D. 212 (N.D. 
Ill. 2001); Micron Separations, Inc. v. Pall Corp., 159 F.R.D. 361 (D. Mass. 1995). 
 
Recognizing the value of a common approach and in light of the new willfulness analysis 
set out above, we conclude that the significantly different functions of trial counsel and 
opinion counsel advise against extending waiver to trial counsel. Whereas opinion 
counsel serves to provide an objective assessment for making informed business 
                                                
5 We would expect, as suggested by Judge Newman, post at 1377, that the standards of 
commerce would be among the factors a court might consider. 
 



decisions, trial counsel focuses on litigation strategy and evaluates the most successful 
manner of presenting a case to a judicial decision maker. And trial counsel is engaged in 
an adversarial process. We previously recognized this distinction with respect to our prior 
willfulness standard in Crystal Semiconductor Corp. v. TriTech Microelectronics 
International, Inc., 246 F.3d 1336, 1352 (Fed.Cir.2001), which concluded that “defenses 
prepared [by litigation counsel] for a trial are not equivalent to the competent legal 
opinion of non-infringement or invalidity which qualify as ‘due care’ before undertaking 
any potentially infringing activity.” Because of the fundamental difference between these 
types of legal advice, this situation does not present the classic “sword and shield” 
concerns typically mandating broad subject matter waiver. Therefore, fairness counsels 
against disclosing trial counsel's communications on an entire subject matter in response 
to an accused infringer's reliance on opinion counsel's opinion to refute a willfulness 
allegation. 
 
Moreover, the interests weighing against extending waiver to trial counsel are 
compelling. The Supreme Court recognized the need to protect trial counsel's thoughts in 
Hickman v. Taylor, 329 U.S. 495, 510-11, 67 S.Ct. 385, 91 L.Ed. 451 (1947): 
 

[I]t is essential that a lawyer work with a certain degree of privacy, free from 
unnecessary intrusion by opposing parties and their counsel. Proper preparation of a 
client's case demands that he assemble information, sift what he considers to be the 
relevant from the irrelevant facts, prepare his legal theories and plan his strategy 
without undue and needless interference. That is the historical and the necessary way 
in which lawyers act within the framework of our system of jurisprudence to promote 
justice and to protect their clients' interests. 

 
The Court saw that allowing discovery of an attorney's thoughts would result in 
“[i]nefficiency, unfairness and sharp practices,” that “[t]he effect on the legal profession 
would be demoralizing” and thus “the interests of the clients and the cause of justice 
would be poorly served.” Id. at 511, 67 S.Ct. 385. . . .  
 
Further outweighing any benefit of extending waiver to trial counsel is the realization that 
in ordinary circumstances, willfulness will depend on an infringer's prelitigation conduct. 
It is certainly true that patent infringement is an ongoing offense that can continue after 
litigation has commenced. However, when a complaint is filed, a patentee must have a 
good faith basis for alleging willful infringement. Fed. R. Civ. Pro. 8, 11(b). So a 
willfulness claim asserted in the original complaint must necessarily be grounded 
exclusively in the accused infringer's pre-filing conduct. By contrast, when an accused 
infringer's post-filing conduct is reckless, a patentee can move for a preliminary 
injunction, which generally provides an adequate remedy for combating post-filing 
willful infringement. See 35 U.S.C. § 283; Amazon.com, Inc. v. Barnesandnoble.com, 
Inc., 239 F.3d 1343, 1350 (Fed.Cir. 2001). A patentee who does not attempt to stop an 
accused infringer's activities in this manner should not be allowed to accrue enhanced 
damages based solely on the infringer's post-filing conduct. Similarly, if a patentee 
attempts to secure injunctive relief but fails, it is likely the infringement did not rise to the 
level of recklessness. 



 
We fully recognize that an accused infringer may avoid a preliminary injunction by 
showing only a substantial question as to invalidity, as opposed to the higher clear and 
convincing standard required to prevail on the merits. Amazon.com, 239 F.3d at 1359 
(“Vulnerability is the issue at the preliminary injunction stage, while validity is the issue 
at trial. The showing of a substantial question as to invalidity thus requires less proof than 
the clear and convincing showing necessary to establish invalidity itself.”). However, this 
lessened showing simply accords with the requirement that recklessness must be shown 
to recover enhanced damages. A substantial question about invalidity or infringement is 
likely sufficient not only to avoid a preliminary injunction, but also a charge of 
willfulness based on post-filing conduct. 
 
. . .  
 
Because willful infringement in the main must find its basis in prelitigation conduct, 
communications of trial counsel have little, if any, relevance warranting their disclosure, 
and this further supports generally shielding trial counsel from the waiver stemming from 
an advice of counsel defense to willfulness. Here, the opinions of Seagate's opinion 
counsel, received after suit was commenced, appear to be of similarly marginal value. 
Although the reasoning contained in those opinions ultimately may preclude Seagate's 
conduct from being considered reckless if infringement is found, reliance on the opinions 
after litigation was commenced will likely be of little significance. 
 
In sum, we hold, as a general proposition, that asserting the advice of counsel defense and 
disclosing opinions of opinion counsel do not constitute waiver of the attorney-client 
privilege for communications with trial counsel. We do not purport to set out an absolute 
rule. Instead, trial courts remain free to exercise their discretion in unique circumstances 
to extend waiver to trial counsel, such as if a party or counsel engages in chicanery. . . .  
 
 

Conclusion 
 
Accordingly, Seagate's petition for a writ of mandamus is granted, and the district court 
will reconsider its discovery orders in light of this opinion. 
 
GAJARSA, Circuit Judge, concurring, with whom Circuit Judge NEWMAN joins. 
 
I agree with the court's decision to grant the writ of mandamus; however, I write 
separately to express my belief that the court should take the opportunity to eliminate the 
grafting of willfulness onto section 284. As the court's opinion points out, although the 
enhanced damages clause of that section “is devoid of any standard for awarding [such 
damages],”ante at 1368, this court has nevertheless read a willfulness standard into the 
statute. Because the language of the statute unambiguously omits any such requirement, 
see 35 U.S.C. § 284 (“[T]he court may increase the damages up to three times the amount 
found or assessed.”), and because there is no principled reason for continuing to engraft a 
willfulness requirement onto section 284, I believe we should adhere to the plain meaning 



of the statute and leave the discretion to enhance damages in the capable hands of the 
district courts. Accordingly, I agree that Underwater Devices, Inc. v. Morrison-Knudsen 
Co., 717 F.2d 1380 (Fed.Cir.1983), should be overruled and the affirmative duty of care 
eliminated. I would also take the opportunity to overrule the Beatrice Foods line of cases 
to the extent those cases engraft willfulness onto the statute. I would vacate the district 
court's order and remand for the court to reconsider its ruling in light of the clear and 
unambiguous language of section 284. 
 
. . .  


